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DETERMINING WHETHER TO

APPEAL, TRENDS AND LESSONS
FROM RECENT CASES
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• Notice of Appeal – after final rejection 

• 2 months later appeal brief must be filed 

• 2 months later Examiner answer 

• Optional reply brief 

• Forwarding fee and request for oral argument

• PTAB considers and issues decision 

EX PARTE APPEAL BASIC PROCESS
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PENDING APPEALS
(FY10 TO FY21: 9/30/10 TO 5/31/21)
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• From May 2021 USPTO Appeal and Statistics Report



PENDENCY OF DECIDED APPEALS IN FY20 AND FY21
(MARCH 2020-MAY 2020 COMPARED TO MARCH 2021-MAY 2021)
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• From May 2021 USPTO Appeal and Statistics Report



APPEAL OUTCOMES IN FY21
(10/1/20 TO 5/31/21)
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• From May 2021 USPTO Appeal and Statistics Report



• Do you have the elements of a successful appeal 

• Claim construction –

• If you have argued a narrow interpretation of your claim does the claim clearly reflect your meaning 

• Are you ready for an Appeal  - Evidence 

• 1.132 declaration?

• Interview 

• The value of an Examiner interview cannot be overstated 

• Risk of Sua Sponte (New Ground) rejections 

• Abandonment (§102; §101) 

APPEAL VS. RCE – (OR IS IT TIME TO ABANDON?)
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• Allowance rates of art units predict whether merely filing an Appeal Brief may lead to an 
immediate allowance (and avoid going to the Board)

APPEAL VS. RCE – (OR IS IT TIME TO ABANDON?)
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• Data based on 
instances where 
Appeal Brief was 
filed 2010-2011

• Sample size 
where Examiners’ 
allowance rate 
was >80% was 
very low



• Consider patent term

• While Appeals have gotten faster, it still generally takes longer to get a decision from the 
PTAB as compared to a next Office Action

• Appeal pendency will count as USPTO Delay for Patent Term Adjustment only if the 
PTAB reversed each pending rejection of at least one claim

APPEAL VS. RCE – (OR IS IT TIME TO ABANDON?)
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• Early review of legal and factual bases of rejections prior to filing appeal brief MPEP 
1204.02

• Must file request for pre-appeal review must be filed with notice of appeal (best 
practice is to file brief at this time also)

• No more than 5 pages 

• Experience shows best bet is where BRI issue is egregious.  

• Often not successful – but not an indication that underlying appeal will be 
unsuccessful

PRE-APPEAL CONFERENCE PILOT PROGRAM

13



PRE-APPEAL CONFERENCE PILOT PROGRAM
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* Data based on pre-appeal decisions made between 2005-2015



• Ask yourself – Is the Examiner is being unreasonable? 

• Is the claim construction unreasonably broad? 

• Is the prior art being fairly applied 

• Other considerations 

• Cost 

• Timing 

• Sua Sponte Rejection – you may get rejected 

HALLMARKS OF A STRONG
APPEAL AND OTHER CONSIDERATIONS
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• Claim Construction – often a winner  (2020, 50% reversal rate for at least one claim, 
includes both reversed, 46% and affirmed in part, 4%)

• Section 102 rejections are often a subset of claim construction issues

• However, in 2020, leading reasons for reversal for 102 are All-Elements Rule and Inherency 

• Obviousness - Better than you think (2020, 44% reversal for at least one claim)

• Section 112  - 39% reversal for at least one claim (2020 data, PatentAdvisor)

• Section 101 – 19% reversal for at least claim (2020)

• Obviousness Type Double Patenting – 20% reversal for at least one claim (2020)

WINNERS VS. LOSERS
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EX PARTE DATA RESOURCE
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LexisNexis IP PatentAdvisor’s PTAB Decisions (2020 Section 112 data below)
All tags represent dispositive aspect of the decisions grouped together (reasoning Board used)



DATA INDICATES NOT ALL 101S ARE THE SAME AT THE BOARD
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Note that the data indicates Law of Nature and Naturally Occur. Phen. Fare better at the Board



CAN READ CASES WITH ISSUE-LEVEL DISPOS
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Cases for Law of Nature, can click to read each decision 
Full-text searching of all ex parte decisions available (helpful for specific issues/cases)
Ability to search by Judge is under development



• Practice Tips for Writing Effective Appeal Briefs 

• Provided below are ten practice tips for writing effective ex parte briefs when appearing before the Patent 
Trial and Appeal Board in an ex parte appeal. 

• Present only the strongest arguments.

• Do not dilute strong arguments by including weaker arguments or arguments that have no bearing on the 
issues in the case.

• Strategically group claims to highlight the strongest arguments in the case.

• Give careful thought to which claims you choose to argue separately so that weaker arguments do not 
dilute stronger arguments.

• For those claims argued separately, place such arguments under separate sub-headings. 

• If the same arguments are being made for patentability of two or more independent claims, argue these 
claims as a group under a single heading.

• Develop the facts of your case to show how the law applies to achieve the result being sought.

• Set out the standard for the legal theory you seek to have applied, and then provide arguments or 
evidence to demonstrate the legal theory applies to the case before the Board.

OPENING BRIEF -APPEAL BRIEFS, 37 C.F.R. § 41.37
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• Clearly address the examiner's rejection as articulated in the rejection on appeal and point the 
Board to the alleged error in that rejection.

• Understand the burden of proof.
• Recognize when the burden of proof shifts to appellant and provide arguments to show why 

the burden should not be shifted or evidence to rebut the examiner's findings and meet the 
burden of proof.

• Define key claim terms.
• Acknowledge when an issue turns on claim construction and provide an interpretation for the 

key claim terms with a basis for the interpretation under the "broadest reasonable 
interpretation" standard.

• Demonstrate why the examiner's interpretation is not "reasonable."
• Support arguments with evidence.
• Attorney argument cannot substitute for evidence.
• Do not rely on new evidence that was not before the examiner during prosecution.

OPENING BRIEF
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• Understand the difference between appealable and petitionable issues.
• The Board reviews adverse decisions of examiners (i.e., claim rejections).
• The Board typically does not review matters within the examiner's discretion (i.e., 

objections to the figures or specification, restriction requirements, refusal to enter an 
amendment, etc.). These matters are decided by the Director on petition. See MPEP §
1002.

• Use Summary of Claimed Subject Matter to support your appeal
• The Board uses the Summary of Claimed Subject Matter portion of the appeal brief to 

understand the claimed invention and how the claim elements correspond to the 
drawing elements and the description in the specification.

• This section is particularly important when the claim recites elements in §112(f) 
(means-plus-function) format.

OPENING BRIEF
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• Not really optional, Board panels have drawn adverse inference if no response to 
issue in Examiner’s Answer

• Should be short and only address key issues 
• Often the Examiner’s answer crystalizes the disputed claim construction point – this is 

certainly an important point to address in reply 
• Do not repeat your arguments – Keep it simple
• Do not get bogged down in factual minutia 
• Do not make it personal 

REPLY BRIEF
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• In re Durance, 891 F.3rd 991 (Fed. Cir. 2018)

• “[i]f an Examiner’s Answer includes arguments raised for the first time, i.e., not in the Final Office Action, 
an applicant may address those arguments in the reply.”  Id. 1002. 

• New grounds of rejection in Examiner’s Answer can allow reopening of prosecution via petition

• Durance means there is little tactical advantage gained by petitioning.

• Examiner actually creates an opportunity to strengthen by preventing Board from disregarding new 
arguments present in Reply Brief for first time.

NEW GROUND OF REJECTION IN EX. ANSWER
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• Provide summary of rejection in your words 
• Bringing samples often helps 

• Get to central issue on which appeal turns 
• PTAB will often challenge both on BRI and characterization of the Art 
• Be reasonable and key into the points you briefed 
• Special requests can be made under separate cover – 37 CFR 41.47
• I am not a fan of scripts – PTAB benches are often active on close 

questions and will interrupt  

ORAL HEARING – NORMALLY 20 MINUTES
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ORAL HEARINGS
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* Data based on appeals with decisions rendered between Jan. 2006 and Apr. 2017



ORAL HEARINGS – OCCUR RIGHT
BEFORE THE PTAB MAKES ITS DECISION
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* Data based on appeals with decisions rendered between Jan. 2006 and Apr. 2017



• After receiving a decision from the Patent Trial and Appeal Board (PTAB) in an appeal from an 
examiner’s final rejection during ex parte examination, Applicants have limited options.  
Applicants can:

(1) request rehearing under Board Rule 52 (37 C.F.R. § 41.52);

(2) reopen prosecution by filing a request continued examination (RCE) under 37 C.F.R. § 1.114;

(3) appeal to the United States Court of Appeals for the Federal Circuit under 35 U.S.C. § 141; or

(4) commence a civil action in the United States District Court for the Eastern District of Virginia under 35 
U.S.C. § 145. 

• Options (2)-(4) are mutually exclusive, and must be commenced within 63 days from the mailing 
date of the Board’s decision.  Prior to pursuing any of those options, however, Applicants may file 
a request for rehearing by the panel.  Requests for rehearing must be filed within two months 
from the mailing date of the Board’s decision.  If an Applicant requests rehearing, the time-period 
for pursuing options (2)-(4) is reset to be 63 days after the Board acts on the rehearing request.

POST APPEAL
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• Microsoft Corp. v. Proxyconn, Inc., 789 F.3d 1292 (Fed. Cir. 2015)
• Issue in case was meaning of claim language “connected to the computer network” 

found within the language “program code for transmitting, to the server, a query as to 
whether the second process is connected to the computer network.” 

• PTAB found that connected essentially meant at any time, and the patent owner argued 
that it meant a present sense connection. 

EXAMPLES – CLAIM CONSTRUCTION
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That is not to say, however, that the Board may construe claims during IPR so broadly that its constructions are unreasonable

under general claim construction principles. As we have explained in other contexts, “[t]he protocol of giving claims their 

broadest reasonable interpretation . . . does not include giving claims a legally incorrect  interpretation.” In re 

Skvorecz, 580 F.3d 1262, 1267 (Fed. Cir. 2009); see also In re Suitco Surface, Inc., 603 F.3d 1255, 1260 (Fed. Cir. 2010) 

(“The broadest-construction rubric coupled with the term ‘comprising’ does not give the PTO an unfettered license to 

interpret claims to embrace anything remotely related to the claimed invention.”). Rather, “claims should always be 

read in light of the specification and teachings in the underlying patent.” Suitco, 603 F.3d at 1260. The PTO should also 

consult the patent’s prosecution history in proceedings in which the patent has been brought back to the agency for a second 

review.  See Tempo Lighting Inc. v. Tivoli LLC, 742 F.3d 973, 977 (Fed. Cir. 2014). Even under the broadest reasonable 

interpretation, the Board’s construction “cannot be divorced from the specification and the record evidence,” In 

re NTP, Inc., 654 F.3d 1279, 1288 (Fed. Cir. 2011), and “must be consistent with the one that those skilled in the art would 

reach,” In re Cortright, 165 F.3d 1353, 1358 (Fed. Cir. 1999). A construction that is “unreasonably broad” and which does not

“reasonably reflect the plain language and disclosure” will not pass muster. Suitco, 603 F.3d at 1260.

PROXYCONN – MY FAVORITE QUOTE
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In Re Smith International, Inc. Appeal No. 2016 -22303 (Fed. Cir. September 2017) 
The Examiner construed the claim term “body,” broadly to include components such as a 
“cam sleeve” and a “mandrel”.
PTAB agreed with the Examiner 
Federal Circuit disagreed 

the Federal Circuit concluded that the PTAB’s construction was divorced from the patent’s 
specification, which clearly and consistently described the body as a component separate from 
other components such as the mandrel.

Fed. Cir.  rejected the argument that the specification did not preclude the broad construction: 
“[t]he correct inquiry … is not whether the specification proscribes or precludes some broad 
reading of the claim term adopted by the examiner.”  Slip op. at 12-13.  The Patent Office 
argument would, according to the court, effectively turn the BRI standard into a “broadest 
possible interpretation” standard. That is not the law and, accordingly, the Federal Circuit 
emphasized that the correct inquiry is whether the interpretation is “consistent with the 
specification.”  Slip op. at 13 

EXAMPLE – CLAIM CONSTRUCTION
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• Ex Parte Schulhauser Appeal No. 2013-007847 (April 2016)

• Method claims properly structured – conditional language does not require under BRI 
that step actually happen

• Tip for Appealing method claims 

• Make sure appealed method claims do not have conditional language 

• Detecting A and adjusting B instead of Adjusting B when A is detected 

• Add system claims when possible. 

• And, as always make sure that claim terms are defined in specification 

CLAIM CONSTRUCTION – BRI 
AND CONDITIONAL CLAIMING

32



• Ex Parte Mattisson (Appeal No. 2016-004484, April 14, 2017)

• This case involved a traditional two references combination

• The primary reference taught all but two elements – a cancellation component and a cancellation
signal

• The patent applicant argued that since the primary reference included unbiased terminals and the 
secondary reference taught biased terminals the primary reference taught away.

• The examiner maintained the rejection saying “a person of ordinary skill would not be discouraged 
…” from using the missing element simply because of the conflict between biased and unbiased 
systems 

• The PTAB reversed:  As Appellants argue, however, “not be[ing] discouraged,” id., is 
insufficient rationale for a person of ordinary skill to combine references. See KSR Inti Co. v. 
Teleflex Inc., 550 U.S. 398, 418-419 (2007).” 

EXAMPLE - OBVIOUSNESS
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• Ex parte Zha, Appeal No. 2014-004074 (March 6, 2017).

• This case involved an examiner replacing an element from the primary reference with one 
from the secondary reference.

• The Examiner proposed that it would have been obvious to replace this “concentration” step in the 
primary reference with a “filtering down” step from a secondary reference that includes 
backwashing. 

• Principle of law:  proposed modification in an obviousness rejection impermissibly changes 
the principle of operation of the primary reference. MPEP §2143.01 IV. 

• The PTAB reversed this rejection because this proposed modification would have resulted in 
the reintroduction of dislodged sludge back into the membrane, which is entirely contrary to 
the intended cleaning described in the primary reference, and thus would have changed the 
principle of operation of the primary reference.

EXAMPLE - OBVIOUSNESS
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• Ex parte Bunting, Appeal No. 2014-006544 (March 13, 3017); Ex parte Ogura, Appeal 
No. 2014-009489 (March 21, 2017)

• Cases dealing with words of approximation – e.g. “substantially”  

• Bunting – ““a beam constructed substantially of mortar” was definite even though the 
specification did not provide a definition of “substantially.”  In the context of the application 
the dictionary definition of “substantially” in the Meriam-Webster dictionary was sufficient.

• Ogura - "substantially perpendicular" to describe a spring in a suspension system.  The PTAB 
concluded that “substantially perpendicularly” was definite, despite the fact that the term 
“substantially” was not even found in the specification. The PTAB held that  “substantially 
perpendicularly” to mean—sufficiently perpendicularly such that performance of the 
suspension coil spring from the perspective of one with ordinary skill in the art, is the same 
as though the end turn portion and the imaginary coil axis (AI) is precisely perpendicular to 
each other – which I believe is a seemingly functional result.  

EXAMPLES – SECTION 112
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i. Ex parte Quimby, Appeal No. 2016-004681 (June 2, 2017)

Technology – Mass spectrometry 

The claim at issue:

A method for selecting a target ion and a plurality of qualifier ions for identifying an analyte by mass spectrometry, the 
method comprising:

(a) obtaining a reference spectrum for the analyte;

(b) identifying a retention time window for the reference spectrum;

(c) extracting a matrix spectrum over the retention time window;

(d) measuring the abundance of each of a plurality of matrix ions in the matrix spectrum to produce a noise value at each 
matrix ion;

(e) calculating a signal-to-noise value for each of a plurality of analyte ions by dividing the abundance of each analyte ion 
by the noise value at a corresponding matrix ion;

(f) assigning the target ion as the analyte ion having the highest signal-to-noise value; and

(g) assigning a qualifier ion as the analyte ion with the next highest signal-to-noise value.

EXAMPLES – SECTION 101 (THESE ARE TOUGH!)
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• Applicant argued 1) not directed to an abstract idea because of no risk of 
“’disproportionately tying up’ the use of any underlying idea” and the claimed method 
is “limited to the calibration of a mass spectrometer for detection of a specific analyte.” 
and 2) that “calculating a signal-to-noise value” step of claim 1 provides an 
improvement in the technological field of mass spectrometry. 

• PTAB “[B]ecause the fact that a claim may not completely preempt an entire 
underlying idea does not ipso facto render the claim patent-eligible. See Ariosa 
Diagnostics, Inc. v. Sequenom, Inc., 788 F.3d 1371, 1379 (Fed. Cir. 2015) (“while 
preemption may signal patent ineligible subject matter, the absence of complete 
preemption does not demonstrate patent eligibility.”).”

• PTAB concluded that this argument is conclusory and, without more, insufficient to 
“‘transform the nature of the claim’ into a patent-eligible application.” Alice, 134 S. Ct. 
at 2355.

QUIMBY CONTINUED

37



• Ex parte Hwang et al. (Korea Smart Card Co., Ltd.) (April 26, 2017)

• Step 1

• “The Examiner finds that “the claims are directed to allowing consumers to activate an 
electronic payment unit which is considered to be an abstract idea.” Ans. 3. Not much more 
is said. The Appellants criticize, with some merit, the paucity of analysis explaining how and 
why the Examiner reached said finding. Reply Br. 2-4.” “And in that regard, other than to 
point to “the significant detail recited in claim 1 ” (Reply Br. 4), the Appellants do not 
appear to challenge the finding that the claims are directed to “allowing consumers to 
activate an electronic payment unit” (Ans. 3).

EXAMPLES – SECTION 101
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• “The Appellants assert, generally only, that “the claims recite ‘significantly more’ than 
‘allowing consumers to activate an electronic payment unit’” (Reply Br. 4). The 
Specification weighs in favor of  reading the claims that way; that is, as whole, the 
claims cover ordered combinations sufficient to transform said abstract idea into 
patent-eligible applications.

• The PTAB went on to quote significantly from the specification citing Bascom Global 
Internet Services, Inc. v. AT&T Mobility LLC, 827 F.3d 1341 (Fed. Cir. 2016). and ” 
Enfish, LLC v. Microsoft Corp., 822 F.3d 1327 (Fed. Cir. 2016).

HWANG - CONTINUED
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• Ex parte Itagaki and Nishiara (PTAB 2016) 

• The board, in a decision Dec. 29, reversed the examiner and ruled the claims were not obvious. The panel of 
administrative law judges, however, said the claims cover an abstract idea that cannot be patented under 
Section 101 of the Patent Act.

• The patent examiner’s rejections "are reversed but the claims are newly rejected under Section 101,” the 
decision said.

• Itagaki and Nishihara’s application covers an MRI machine and image classification method. More specifically, it 
described an MRI machine that classified and re-arranged multiple images, making it easier for the someone 
using the device to compare the pictures. 

• The U.S. Supreme Court’s landmark Alice v. CLS Bank decision laid out a two-step test for patent eligibility. The 
first part of the test looks at whether the claims are directed to a patent-ineligible abstract idea. The second 
examines whether the claims have an “inventive concept” beyond the abstract idea.

• Here, the PTAB said the claimed invention in Itagaki and Nishihara’s application was directed to “classification.”

• “Classification is a building block of human ingenuity,” the board wrote. “As such, the classification is an 
abstract idea.”

EXAMPLE OF SUA SPONTE REJECTIONS - 101
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THANK YOU!
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Thomas Bejin
(313) 244-0657

bejin@b2iplaw.com

Adam Stephenson
(480) 264-6075
adam@iptech.law

Kate Gaudry
(202) 320-6546

kgaudry@kilpatricktownsend.com
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