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Understanding the Distinctiveness Spectrum



GTLAW.COM

• The spectrum of distinctiveness:
• generic terms are neither protectable nor registrable;

• descriptive terms are protectable and registrable upon a 
showing of secondary meaning; and

• suggestive, arbitrary, and coined terms are inherently 
distinctive and therefore protectable and registrable upon the 
inception of their use.

Breaking Down Distinctiveness …
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GTLAW.COM

• The split in the circuits prior to Booking.com:
1. claimed generic.com marks are generic and therefore 

unprotectable, see Advertise.com, Inc. v. AOL Advertising, 
Inc., 613 F.3d 974 (9th Cir. 2010); and

2. claimed generic.com marks are almost always generic and 
therefore unregistrable, see In re Hotels.com, L.P., 573 F.3d
1300 (Fed. Cir. 2009); BUT …

Circuit Split Before USPTO v. Booking.com
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GTLAW.COM

• The split in the circuits prior to Booking.com:
• claimed generic.com marks can be descriptive and therefore 

protectable and registrable on a showing of secondary meaning. 
See Booking.com B.V. v. United States Patent & Trademark 
Office, 915 F.3d 171 (4th Cir. 2019), aff’d, 140 S. Ct. 2298 
(2020).

SCOTUS Tackles the Split in 2020 …
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GTLAW.COM

• On June 30, 2020, SCOTUS held the service mark 
BOOKING.COM is not generic, and therefore is 
registrable for online hotel-reservation services.

• Cleared path for the owners of other “Generic.com” 
brands to potentially register their marks if they can 
demonstrate that consumers perceive the term as a 
trademark. 

Booking.com Decision Opens the Door …
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GTLAW.COM

• Booking.com decision does NOT mean that all such 
marks are now registrable.

• Ability to register “Generic.com” brands remains murky 
because it is unclear what quantum of evidence must be 
put forward to persuade the USPTO that consumers 
recognize these terms as protectable brands.

No Guarantees Though …
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GTLAW.COM

• Applicant’s evidence of acquired distinctiveness was 
rejected by the USPTO on the statutory ground that it 
was a generic term for online hotel-reservation services. 

• Booking.com submitted evidence of consumer 
perception of the mark, including the substantial 
number of transactions and customers served through 
the BOOKING.COM website, its extensive scope of 
advertising, unique visitors to its web site, unsolicited 
media attention, industry awards, etc. 

Booking.com Background
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GTLAW.COM

• Notwithstanding evidence submitted by Booking.com, the USPTO and, 
on first appeal, the Trademark Trial and Appeal Board (the “Board”) 
refused registration on genericness grounds

• Booking.com appealed the case to the U.S. District Court for the 
Eastern District of Virginia - introduced new evidence: a Teflon-style 
consumer survey showing that 74.8% of respondents identified 
BOOKING.COM as a brand name, rather than as a generic term for 
hotel reservation websites. 

• District Court found that the survey constituted strong evidence that 
the public does not understand BOOKING.COM to identify a generic 
type of service, and the Court therefore reversed the Board’s ruling

USPTO Rejects Booking.com’s Appeal
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GTLAW.COM

• USPTO appealed to the Fourth Circuit Court of Appeals only the 
District Court’s finding that BOOKING.COM was not generic –
did NOT contest the validity of the survey or its methodology. 

• The Fourth Circuit affirmed the District Court’s ruling that 
BOOKING.COM was not generic, rejecting the USPTO’s 
contention that the combination of “.com” with a generic term 
like “booking” is “necessarily generic.” Booking.com B.V. v. 
Matal, 915 F.3d 171, 184 (4th Cir. 2019).

USPTO Appeals Reversal …
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GTLAW.COM

• The Supreme Court ruled that consumer perception governs 
whether a “Generic.com” mark is registrable and REJECTED a 
per se rule that all such marks are generic. 

• In an 8-1 decision authored by Justice Ginsburg, the Supreme 
Court affirmed the Fourth Circuit’s ruling that BOOKING.COM 
was not generic.

• The Supreme Court rejected the USPTO’s proposed rule that all 
“Generic.com” terms are per se generic. United States Patent & 
Trademark Office v. Booking.com B.V., 140 S. Ct. 2298, 2306 
(2020)

SCOTUS Weighs In …
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GTLAW.COM

• The Court provided some general guidance as to the 
types of evidence that is probative of consumer 
perception of a “Generic.com” mark, explaining that 
“[e]vidence informing that inquiry can include not only 
customer surveys, but also dictionaries, usage by 
consumers and competitors, and any other source of 
evidence bearing on how consumers perceive a term’s 
meaning.” 

SCOTUS Provides Guidance on Proving 
Acquired Distinctiveness
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GTLAW.COM

• The Court held that whether “Booking.com” is generic 
“turns on whether that term, taken as a whole, signifies 
to consumers the class of online hotel-reservation 
services.” It noted that the record did not reflect that 
consumers understood other such services, such as 
those offered by Travelocity – to be a “Booking. com”, 
nor did the record reflect consumers searching for their 
favorite “Booking.com” provider.

SCOTUS Offers Clarification on Evidentiary 
Requirements 
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GTLAW.COM

• Evidence informing that inquiry can include not only 
consumer surveys, but also dictionaries, usage by 
consumers and competitors, and any other source of 
evidence bearing on how consumers perceive a term’s 
meaning. Surveys can be helpful evidence of consumer 
perception but require care in their design and 
interpretation. Booking.com, 140 S. Ct. at 2307 n.6.

Consumer Surveys and More …
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GTLAW.COM

• The following are examples of the types of evidence that may 
support the conclusion that consumers would perceive the 
generic.com term, as a whole, as the name of the class of goods 
and/or services:

• a combination of dictionary excerpts defining the component 
elements of the generic.com term;

• significant evidence of generic usage of thoseelements or the 
combined term by consumers or competitors in the relevant 
marketplace;

Types of Evidence for “Generic.com” Marks
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GTLAW.COM

• evidence of the “generic.com” term used by third parties 
as part of their domain names (e.g. 
“[adjective]generic.com”) in connection with the same 
or similar goods and/or services; or

• evidence of the applicant’s own use of the generic.com 
term.

USPTO Examination Guide 3-20, at 2-3 (footnote omitted).

Evidentiary Examples (cont.)
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GTLAW.COM

• Consistent with the tone of USPTO Examination Guide 3-20, the USPTO 
has continued to take a skeptical attitude toward applications to register 
claimed generic.com marks in the following opinions:

• In re Consumer Protection Firm PLLC, 2021 U.S.P.Q.2d 238 (T.T.A.B. 2021) 
(finding claimed “the consumer protection firm.com” mark generic for “legal 
services”);

• In re Sausser Summers, PC, 2021 U.S.P.Q.2d 618 (T.T.A.B. 2021) (finding claimed 
“onlinetrademarkattorneys.com” mark for “legal services” descriptive and lacking 
secondary meaning); and

• In re GJ & AM, LLC, 2021 U.S.P.Q.2d 617 (T.T.A.B. 2021) (finding claimed 
“cookinpellets.com” mark for “processed wood fuel in the nature of pellets for use in 
barbecue grills” descriptive and lacking secondary meaning).

Skepticism Remains Regarding Registrability … 
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GTLAW.COM

• Regarding consumer surveys, in particular, the Supreme Court cautioned 
that they must be properly designed and interpreted to ensure that they are 
an accurate and reliable representation of consumer perception of a 
proposed mark. 

• Therefore, an applicant submitting a survey must carefully frame its 
questions and provide a report, typically from a survey expert, 
documenting the procedural aspects of the survey and statistical accuracy 
of the results.

USPTO Examination Guide 3-20, at 4 (footnotes omitted).

Guidance Provided Regarding Consumer 
Surveys
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GTLAW.COM

• Appears likely that the USPTO will continue to initially 
reject most applications to register “Generic.com” marks

• Careful scrutinization of the evidence that applicants 
submit to demonstrate public recognition of the terms 
as non-generic. 

• Applicant’s evidence in Booking.com was very strong –
high bar for new applicants to persuade the USPTO that 
their own Generic.com marks are not generic

Assessing the Current Landscape …
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GTLAW.COM

• USPTO Examination Guide does not shed much light on the quantum of 
evidence that an applicant must produce to overcome a genericness refusal 
for a Generic.com mark

• $$$ - expensive to retain an expert to prepare and submit a defensible 
Teflon-style consumer survey, and it is not clear whether the PTO will require 
such evidence to overcome a genericness refusal 

• Likely to be years before we have greater clarity as to the quantum of evidence 
necessary

• Until then, applicants seeking registration of Generic.com marks with the 
USPTO need to be prepared to submit as much evidence as possible to 
demonstrate that consumers perceive their marks as brands and not generic 
.coms

Evidentiary Considerations …
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Regarding consumer surveys, … the Supreme Court 
cautioned that they must be properly designed and 
interpreted to ensure that they are an accurate and 
reliable representation of consumer perception of a 
proposed mark. Therefore, an applicant submitting a 
survey must carefully frame its questions and provide 
a report, typically from a survey expert, documenting 
the procedural aspects of the survey and statistical 
accuracy of the results. 

Examination Guide 3-20, at 4 (footnotes omitted).

1 1

Examination Guide 3-20: 
Generic.com Terms After USPTO v. 
Booking.com



The two types of genericness surveys:
• Teflon-format surveys, see E.I. du Pont de 

Nemours & Co. v. Yoshida Int’l, Inc., 393 F. Supp. 
502 (E.D.N.Y. 1975); and

• Thermos-format surveys. See King-Seeley 
Thermos Co. v. Aladdin Indus., 321 F.2d 577 (2d 
Cir. 1963).

Examination Guide 3-20: 
Generic.com Terms After USPTO v. 
Booking.com

2 2



The steps of a Teflon-format survey:
• expose respondents to a series of names and ask 

them whether they view each as a brand name or a 
common name;
• “[B]y brand name, I mean a word like Chevrolet 

which is made by one company; by common
name, I mean a word like automobile which is 
made by a number of different companies.”

• “So if I were to ask you, ‘Is Chevrolet a brand 
name or a common name?,’ what would you say?”

• “Now, if I were to ask you, ‘Is washing machine a 
brand name or a common name?,’ what would 
you say?”

Examination Guide 3-20: 
Generic.com Terms After USPTO v. 
Booking.com
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The steps of a Teflon-format survey:
• ask respondents whether the claimed mark at 

issue is a brand name or a common name.
2 J. Thomas McCarthy, McCarthy on Trademarks and 
Unfair Competition § 12:16 (5th ed.).

Examination Guide 3-20: 
Generic.com Terms After USPTO v. 
Booking.com
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Teflon-format survey results might not establish the non-
genericness of non-coined marks:

• to the Trademark Trial and Appeal Board, see Frito-
Lay N. Am., Inc. v. Princeton Vanguard, LLC, 124 
U.S.P.Q.2d 1184 (T.T.A.B. 2017); and

• to the Eastern District of Virginia. See Hunt 
Masters, Inc. v. Landry's Seafood Rest., Inc., 240 
F.3d 251 (4th Cir. 2001).

Examination Guide 3-20: 
Generic.com Terms After USPTO v. 
Booking.com
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The steps of a Thermos-format survey:

• “Are you familiar with the type of container that is 
used to keep liquids, like soup, coffee, tea and 
lemonade, hot or cold for a period of time?”

• “If you were going to buy one of these containers 
tomorrow— that is, the type that keeps food and 
beverages hot or cold—what type of store would 
you select to make your purchase?”

• “What would you ask for—that is, what would you 
tell the clerk you wanted?”

2 J. Thomas McCarthy, McCarthy on Trademarks and 
Unfair Competition § 12:16 (5th ed.).

Examination Guide 3-20: 
Generic.com Terms After USPTO v. 
Booking.com
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The Board has expressed skepticism of Thermos-format 
surveys if:

• the distinction between the brand name and the 
product genus is obvious, see Warner-Lambert Co. 
v. Nabisco, Inc., No. 92062, 1999 WL 194506 
(T.T.A.B. Apr. 7, 1999); or

• there are multiple possible generic terms for the 
goods or services. See In re Vitamin Shoppe 
Procurement Servs., Inc., No. 86905555, 2019 WL 
5595054 (T.T.A.B. Oct. 4, 2019) (nonprecedential).

Examination Guide 3-20: 
Generic.com Terms After USPTO v. 
Booking.com
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General principles of survey evidence:
• a net positive response rate of 50% or higher 

among survey respondents is generally sufficient to 
establish that a claimed mark is not generic; and

• it is rare for either the Teflon or the Thermos format 
to be imported wholesale into cases with different 
underlying facts; instead,

• both formats are often modified to take into 
account the particular marks (or claimed marks) at 
issue, as well as the circumstances under which 
the goods and services associated with those 
marks are sold.

Examination Guide 3-20: 
Generic.com Terms After USPTO v. 
Booking.com
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Where surveys to measure secondary meaning are 
concerned, the Board has accepted the following net 
positive results as evidence of registrability:

• 33%, see In re Carl Walther GmbH, No. 77096523, 
2010 WL 4502071 (T.T.A.B. Oct. 26, 2010) 
(nonprecedential); and

• 37%. See Monsieur Henri Wines, Ltd. v. Duran, 
204 U.S.P.Q. 601 (T.T.A.B. 1979).

Examination Guide 3-20: 
Generic.com Terms After USPTO v. 
Booking.com
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Where surveys to measure secondary meaning are 
concerned, the Board has rejected the following net 
positive results as evidence of registrability:

• 38.7%, see Frito-Lay N. Am., Inc. v. Princeton 
Vanguard, LLC, 124 U.S.P.Q.2d 1184 (T.T.A.B. 
2017); and

• 48.3%. See In re Gen. Mills IP Holdings II, LLC, 
124 U.S.P.Q.2d 1016 (T.T.A.B. 2017).

Examination Guide 3-20: 
Generic.com Terms After USPTO v. 
Booking.com
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Examination Guide 1-22 adopts a looser standard for the 
rejection of applications:

• the Federal Circuit has historically:
• held that “[t]he burden of proving that a proposed 

mark is generic [lies] with the Patent and 
Trademark Office,” In re Merrill Lynch, Pierce, 
Fenner & Smith, Inc., 828 F.2d 1567, 1571 (Fed. 
Cir. 1987); and

• imposed a “substantial burden” of proving 
genericness on examiners refusing applications 
on this ground, e.g., In re Am. Fertility Soc’y, 188 
F.3d 1341 (Fed. Cir. 1999); but

11 11

Examination Guide 1-22: 
Clarification of Examination 
Evidentiary Standard for Marks 
Refused as Generic



Examination Guide 1-22 adopts a looser standard for the 
rejection of applications:

• “for an examining attorney to establish a prima facie 
case that an applied-for mark is generic, … there 
must be sufficient evidence to support a ‘reasonable 
predicate’ (i.e., reasonable basis) for finding the mark 
generic under the applicable legal standard”; and

• pursuant to the new guide, “the USPTO will no longer 
use the terminology ‘clear evidence’ … to refer to the 
examining attorney’s burden to support genericness 
refusals.”

Examination Guide 1-22, at 1, 2.
12 12

Examination Guide 1-22: 
Clarification of Examination 
Evidentiary Standard for Marks 
Refused as Generic



Registrations owned by other parties can be introduced 
for several purposes, including to demonstrate:

• the weakness of a senior user or a senior 
registrant’s mark; 

• the ability of two marks to coexist on the USPTO’s 
registers;

• the meaning of a senior user or senior registrant’s 
mark;

• the related nature of goods or services; and
• the ability of an applied-for mark to function as a 

mark.

Use of Third-Party Registrations 
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We have frequently said that little weight is to be 
given such registrations in evaluating whether there is 
likelihood of confusion. The existence of these 
registrations is not evidence of what happens in the 
market place or that customers are familiar with them 
nor should the existence on the register of 
confusingly similar marks aid an applicant to register 
another likely to cause confusion, mistake or to 
deceive.

AMF Inc. v. Am. Leisure Prods., Inc., 474 F.2d 1403, 
1406 (C.C.P.A. 1973).

14 14

Use of Third-Party Registrations 



[E]xtensive evidence of third-party use and 
registrations is powerful on its face, even where the 
specific extent and impact of the usage has not been 
established.

Jack Wolfskin Ausrustung Fur Draussen GmbH & Co. 
KGAA v. New Millennium Sports, S.L.U., 797 F.3d 1363, 
1373 (Fed. Cir. 2015).

15 15

Use of Third-Party Registrations 
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Use of Third-Party Registrations 
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Use of Third-Party Registrations 



Applicant’s evidence of dozens of third-party 
registrations for the same or very similar marks owned 
by different entities for vehicles and recreational 
vehicle trailers rebuts the relevant, two third-party 
registrations made of record by the Trademark 
Examining Attorney. We cannot conclude on this 
evidentiary record that consumers would assume a 
common source for the goods despite their 
complementary nature. To the contrary, the third-party 
registrations of record suggest that consumers are 
aware that they are offered by different companies 
under the same or similar marks.

Thor Tech, 113 U.S.P.Q.2d at 1549.

18 18

Use of Third-Party Registrations 
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Use of Third-Party Registrations 

[Third-party registrations] are … competent to establish 
that a portion common to the marks involved in a 
proceeding has a normally understood and well known 
meaning; that this has been recognized by the Patent 
and Trademark Office by registering marks containing 
such a common feature for the same or closely related 
goods where the remaining portions of the marks are 
sufficient to distinguish the marks as a whole ….

Am. Hosp. Supply Corp. v. Air Prods. & Chems., Inc., 194 
U.S.P.Q. 340, 343 (T.T.A.B. 1977).
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Use of Third-Party Registrations 

Although third-party registrations are not evidence 
that the marks shown therein are in commercial 
use, or that the public is familiar with them[;] 
nevertheless third-party registrations which 
individually cover a number of different items and 
which are based on use in commerce may have 
some probative value to the extent that they serve 
to suggest that the listed goods and/or services are 
of a type which may emanate from a single source.

In re Albert Trostel & Sons Co., 29 U.S.P.Q.2d 
1783,1785-86 (T.T.A.B. 1993).
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Use of Third-Party Registrations 

Third-party registrations that cover a number of 
different goods or services may have some 
probative value to the extent that they may serve to 
suggest that goods or services are of a type that 
may emanate from a single source, if the 
registrations are based on use in commerce. Third-
party registrations that are not based on use in 
commerce … have very little, if any, persuasive 
value.

Trademark Manual of Examining Procedure
§ 1207.01(d)(iii) (citations omitted). 
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Use of Third-Party Registrations 

Applicant argues that its use of the proposed mark 
is similar to other … marks that have registered. 
Applicant submitted seventy-eight TESS records of 
third-party ... applications or registrations for a 
variety of goods and services….

….
… [T]he fact that at least six other [similar] 

marks have registered for a variety of services … 
suggests that there is nothing inherently 
unregistrable about these kinds of marks.

In re Nat’l Ass’n to Advance Black Birth, No. 
90581377, slip op. at 7, 8 (T.T.A.B. Aug. 23, 2022)
(nonprecedential).



[T]o make a third-party registration of record, or a 
registration owned by the applicant or registrant not 
the subject of the appeal, a copy of the registration 
(from either the electronic records of the Office or the 
paper USPTO record) showing the current status and 
title of the registration must be submitted. Mere 
listings of registrations, or copies of private company 
search reports, are not sufficient to make the 
registrations of record.

T.B.M.P. § 1208.02.

23 23

Use of Third-Party Registrations 
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Judicial Notice by the Board

The court may judicially notice a fact that is 
not subject to reasonable dispute because it:

(1) is generally known within the trial court's 
territorial jurisdiction; or
(2) can be accurately and readily determined 
from sources whose accuracy cannot 
reasonably be questioned.

Federal Rule of Evidence 201(b). 



The Board and its reviewing courts have taken judicial 
notice of:

• dictionary definitions, at least from hard-copy 
dictionaries, see Syngenta Crop Prot., Inc. v. Bio-
Chek, LLC, 90 U.S.P.Q.2d 1112 (T.T.A.B. 2009);

• translations of foreign words, see In re Brown-
Forman Corp., 81 U.S.P.Q.2d 1284 (T.T.A.B. 2006);

• the use of famous marks on collateral merchandise, 
see Gen. Mills Fun Grp. v. Tuxedo Monopoly, Inc., 
204 U.S.P.Q. 396 (T.T.A.B. 1979); and

• the popularity of kittens as pets, see Food Specialty 
Co. v. Kal Kan Foods, Inc., 487 F.2d 1389 (C.C.P.A. 
1973).

Judicial Notice by the Board 
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The Board and its reviewing courts have not taken judicial 
notice of:

• dictionary definitions from online dictionaries, see 
In re Total Quality Grp., 51 U.S.P.Q.2d 1474 
(T.T.A.B. 1999);

• registrations owned by the plaintiff, see Indus. 
Adhesive Co. v. Borden, Inc., 218 U.S.P.Q. 945 
(T.T.A.B. 1983);

• the issuance to a plaintiff of a registration following 
the submission of the parties’ papers at trial, see 
UMG Recordings, Inc. v. Orourke, 92 U.S.P.Q.2d 
1042 (T.T.A.B. 2009);

Judicial Notice by the Board 
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The Board and its reviewing courts have not taken judicial 
notice of:

• the existence and file-wrapper histories of third-
party registrations, see Beech Aircraft Corp. v. 
Lightning Aircraft Co., 1 U.S.P.Q.2d 1290 (T.T.A.B. 
1986);

• the related nature of the parties’ services, see Los 
Angeles Bonaventure Co. v. Bonaventure Assocs., 
4 U.S.P.Q.2d 1882 (T.T.A.B. 1987);

• the unrelated nature of the parties’ services, see 
United States Nat’l Bank of Oregon v. Midwest 
Savs. & Loan Ass’n, 194 U.S.P.Q. 232 (T.T.A.B. 
1977);

Judicial Notice by the Board 
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The Board and its reviewing courts have not taken judicial 
notice of:

• the related nature of the parties’ services, see Los 
Angeles Bonaventure Co. v. Bonaventure Assocs., 
4 U.S.P.Q.2d 1882 (T.T.A.B. 1987);

• the unrelated nature of the parties’ services, see 
United States Nat’l Bank of Oregon v. Midwest 
Savs. & Loan Ass’n, 194 U.S.P.Q. 232 (T.T.A.B. 
1977); 

• the descriptiveness of a disputed mark, see Litton 
Bus. Sys., Inc. v. J. G. Furniture Co.,196 U.S.P.Q. 
711 (T.T.A.B. 1977); and

Judicial Notice by the Board 
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The Board and its reviewing courts have not taken judicial 
notice of:

• the existence of third-party uses of similar marks, 
see In re George Washington Ate Here, Inc., 167 
U.S.P.Q. 702 (T.T.A.B. 1970); and

• untimely proffered evidence, even if it otherwise 
might be dispositive, see In re Int’l Environmental 
Corp., 230 U.S.P.Q. 688 (T.T.A.B. 1986).

Judicial Notice by the Board 

29 29



Recent Board case law has either established, confirmed, 
or suggested the following:

• unregistered uses of similar marks, e.g., those
documented by website printouts, can prove the
weakness of a cited prior-registered mark, see In
re Copeland, No. 90042595 (T.T.A.B. Aug. 15,
2022) (nonprecedential);

• the Board doesn’t appreciate the over-designation
of evidentiary proffers as confidential, see Made in
Nature, LLC v. Pharmavite LLC, 2022 U.S.P.Q.2d
557 (T.T.A.B. 2022);

• it also doesn’t appreciate stale evidence, see
Flame & Wax, Inc. v. Laguna Candles, LLC, 2022
U.S.P.Q.2d 714 (T.T.A.B. 2022);

Recent Evidentiary and Procedural 
Developments in TTAB Case Law
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Recent Board case law has either established, confirmed, 
or suggested the following:

• motions to strike timely submitted evidence prior to
trial rarely succeed, see Icon Health & Fitness, Inc. v.
Eifit LLC, 2022 U.S.P.Q.2d 315 (T.T.A.B. 2022); and

• the Board is not receptive to proposed amendments
to its standard protective order, see Intercontinental
Exch. Holdings, Inc. v. N.Y. Mercantile Exch., Inc.,
2021 U.S.P.Q.2d 988 (T.T.A.B. 2021); and

• manipulation of evidence is a very, very bad idea,
see Rapid Inc. v. Hungry Marketplace, Inc., 2022
U.S.P.Q.2d 678 (T.T.A.B. 2022).

Recent Evidentiary and Procedural 
Developments in TTAB Case Law
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I    Overview – trial testimony basics

a. Types of evidence in genericness proceedings

b.  Preparing and introducing testimony, including cross and rebuttal

c .   Preparing and submitting Notice of Reliance 

1.  wayback machine 
2.   website capture

II.     Evidentiary best practices and tips



Deadline for Discovery Conference:  8/10/2021*
Discovery Opens:  8/10/2021 
Initial Disclosures Due:  9/9/2021* 
Expert Disclosures Due:  1/7/2022 *
Discovery Closes:  2/6/2022 

----------
Plaintiff's Pretrial Disclosures Due:  3/23/2022* 
Plaintiff's 30-day Trial Period Ends:  5/7/2022  (opens 30 days prior)
Plaintiff's Rebuttal Disclosures Due:  7/21/2022 
Plaintiff's 15-day Rebuttal Period Ends:  8/20/22
Plaintiff's Opening Brief Due:  11/18/2022 
Plaintiff's Reply Brief Due:  12/3/2022

*  impacts right to introduce evidence during trial testimony period





The Rules

TTAB Trial Testimony procedures and introduction of evidence is 
governed by Trademark Board Manual Procedure (TBMP), Chapter 
700.

 TBMP include process, procedure, and case law for pleadings,
discovery, and trial testimony periods

 the parties must adhere to all trial testimony periods and
deadlines, unless applicable dates are extended, either via
stipulation, or motion to the Board

◦ Tip: be sure to cross-reference TMEP, FRCP, and FRE where appropriate



The TTAB recognizes a two-part test for genericness:

 (1) what is the genus of goods or services at issue; and
 (2) does the relevant public understand the designation primarily to refer to 

that genus of goods and services.

Types of Evidence – genericness:

The relevant consuming public’s perception is the primary 
consideration. Such evidence may be in the form of (a) consumer 
surveys; (b) dictionaries; (c) trade journals, and/or (d) other credible 
sources, including a partiy’s own use or third-party generic use of the 
mark from websites and/or social media.



 Type # 1:  authentication of evidence via testimony of a witness 
required (through written declaration or affidavit)

 Type #2 : self-authenticating evidence (no witness or foundation
required); introduced primarily through notice of reliance

---------------
Q:  How would you introduce the following evidence?

(a) consumer surveys;
(b) party’s use of a mark
(c) dictionary definitions and trade journals;
(d) applications/registrations, adverse party’s discovery responses
(e) other credible sources, including third-party use of a term from

websites and/or social media



Requires authentication 
via qualified witness Self-authenticating

 Trial Testimony  

- declarations/affidavits
- depositions 
- expert reports/surveys
- exhibits to declarations and 

depositions (such as party’s own 
sales figures, marketing and 
promotional materials, etc.)

Tip:  disclose witnesses and documents 
early and supplement as needed prior 
to trial

 Notice of Reliance

- dictionary definitions
- treatises
- third-party websites/social 
media, publications, etc.
- USPTO applications 
- registrations, adverse-party 
discovery responses

Tip:  no need to disclose prior to trial 
and no witness declaration or 
submission required





A. Initial Disclosures (Fed.R.Civ.P.26)

Each party must disclose, within the time for doing so:

 name and address of each individual likely to have discoverable 
information to support claims and defenses

 for each witness, a brief description of subject matter of proposed 
testimony and types of documents in support thereof

 description/computation of damages claimed 
 identification of any insurance policies that may apply 

(*damages or attorney’s fees not available in TTAB proceedings).



B. Expert Disclosures (Fed.R.Civ.P. 26(A)(2))

All disclosures of experts must be accompanied by the witness’s   
written report that includes the following:

 Complete statement of all opinions and basis for them
 facts and data considered plus exhibits used to support opinion
 witness’s qualifications, including list of publications authored in

last 10 years
 List of other cases in past 4 years in which witness testified
 Summary of compensation

Tip:  be sure to plan ahead and allow plenty of time to engage an 
expert and receive their report (or rebuttal) within applicable deadlines



C. Pretrial Disclosures (37 C.F.R. 2.021)

No later than 15 days prior to the opening of party’s testimony period, 
the party must, if not done so already, identify its trial witnesses.  For 
each witness, the disclosures must include:

 name and address (including title or relation to party)
 brief summary of subject matter of the proposed testimony
 brief summary of the types of documents which may be introduced 

as exhibits

Tip: the above requirements do not apply to Notices of Reliance.





A.  Trial Testimony  

Applicable rules.

Unless the parties otherwise stipulate, the rules of evidence for 
proceedings before the Trademark Trial and Appeal Board are the 
Federal Rules of Evidence, the relevant provisions of the Federal Rules 
of Civil Procedure, the relevant provisions of Title 28 of the United 
States Code, and the provisions of this part.

37 C.F.R. §2.122



Trial Testimony  (cont.)

In TTAB proceedings, each party’s trial testimony is for 30 days.  
During the Trial Testimony period, the party must introduce all 
witnesses and evidence, or obtain extensions of time for doing so.  
Testimony and the introduction of evidence can be in the following 
forms:

 Witness declarations or affidavits
 Oral deposition 
 Deposition on written questions
 Notice of Reliance (aka “other evidence”)

Tip: depositions on written questions must be served within 10 days 
of the opening of the Trial Testimony Period



Trial Testimony (cont.)  
introduction of witness testimony (written declaration)

 identify witness’s name and role
 state job responsibilities and familiarity with facts 
 set forth relevant facts of which the witness has knowledge in short 

paragraphs and introduce proper exhibits in support thereof 

 establish proper foundation and authentication of business records 
exhibits to be introduced as part of the witness’s declaration

Tip:  early in the case, chart-out the elements of proof (or defenses) 
necessary to establish each cause of action and determine how each 
witness‘s testimony will satisfy your burden of proof



Trial Testimony (cont.)
Right to cross-examine witnesses

 All non-offering parties have the right to cross-examine the offering 
party’s witness (whether the testimony is via declaration, oral 
deposition, or deposition on written questions).  In the case of a 
deposition on written questions or written declaration, the time to 
do so is set forth in the rules.

 Alternatively, the non-offering party (if in the position of the 
defendant or a rebuttal plaintiff) can call the other party’s witness 
during its own testimony or rebuttal period (this is generally not 
advisable unless certain new information or facts come to light).



Trial Testimony (cont.)

B.  Notice of Reliance - 37 C.F.R. 2.122(g); TMEP 704.02

The Notice of Reliance is essentially the cover-sheet indicating the 
evidence that is being introduced via attached submission.

A notice of reliance shall be filed during the testimony period of the 
party that files the notice. For all evidence offered by notice of 
reliance, the notice must indicate generally the relevance of the 
evidence and associate it with one or more issues in the proceeding

 Tip:  a party need not disclose the evidence it intends to submit 
via notice of reliance in its pretrial disclosures.



Trial Testimony (cont.)

Notice of Reliance

Normally, exhibits filed under a notice of reliance include: 

 pleaded registrations and applications;
 printed publications and official records;
 internet materials;
 adverse party’s written disclosures and certain written discovery 

responses;
 discovery depositions of an adverse party



Trial Testimony (cont.)

Notice of Reliance
Internet Materials

In Safer, Inc. v. OMS Investments, Inc., 94 USPQ2d 1031 (TTAB 2010) 
("Safer"), the Board changed its practice regarding internet evidence, 
holding that if a document obtained from the internet identifies its (a) 
date of publication or date that it was accessed and printed, and (b) its 
source (e.g., the URL), it may be admitted into evidence pursuant to a 
notice of reliance in the same manner as a printed publication in 
general circulation in accordance with 37 C.F.R. § 2.122(e).

https://mpep.uspto.gov/RDMS/TFSR/current#/current/l-1ec9cfb8-79ae-4e43-b640-36ada45fef29.html


Trial Testimony (cont.)

Notice of Reliance - Collection of internet evidence

The ”Wayback Machine” (located at www.archive.org) preserves 
archival pages of websites going back years.

This is an essential tool that is used by TTAB litigators to introduce 
evidence of either an adverse party’s historical website activities 
and/or third-party website evidence.  All of this evidence is self-
authenticating and an exception to the hearsay rule.  No witness 
testimony is required.

http://www.archive.org/


Trial Testimony (cont.)

Notice of Reliance - Collection of internet evidence

To capture internet evidence that will be properly formatted to be 
admissible as self-authenticating evidence (i.e., date of publication 
or date that it was accessed and printed, and its source (e.g., the 
URL), it is recommended to use Fireshot Pro or some other 
comparable website page capture software: getfireshot.com

(each  captured page will typically show the URL, sub-domain, and 
date the website page was accessed).



 Disclosures.  know your disclosure dates and supplement 
disclosures if and when necessary

 Prove it.  map-out your elements of proof for genericness and any 
other claims or defenses early in the proceeding to determine list of 
required witnesses, evidence, etc.

 Experts. if you are going to use a survey expert (or other expert) to 
either prove or rebut a claim that a term in generic, interview and 
retain experts early in the proceeding.

 Know your procedures.  familiarize yourself with the TMEP, TBMP, 
FRE, FRCP, CFR, and other relevant rules that discuss TTAB 
evidentiary requirements.
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