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• Owning Rights in Workplace (Employee? Employer? Someone else?)
• How does that change when the employee is working from home?
• How do we/Do we need to adjust contracts, policies, and codes of conduct to 

address remote working?
• Remote scenarios where IP ownership issues may arise

– Working on projects at home on family (not employee) computers
– Zoom
– Social Media platforms

• Is working remotely the same or different?  How does that impact on 
ownership of IP?

Introduction – Things for an Employer to Consider
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I. Default IP Ownership in the Absence of an Employment Agreement

II. Structuring Employee Assignment Agreements

III. Structuring Third-party Contractor Agreements

IV. Navigating Carve-outs and Preexisting Obligations

V. Best Practices for Ensuring Ownership of Employee-generated IP

Presentation Overview
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I. Default IP Ownership in the 
Absence of an Employment 
Agreement



• What is a patent?
• Does the patent fall under the scope of employment?
• Patent ownership presumptively vests in the employee 

inventor, but may be signed over to the employer
– Stanford v. Roche case: Put those agreements in place and 

use the present assignment language
– Revenue Agreement?

• Shop Rights: Without an employment agreement, the employer 
may still hold "shop rights”
– Nonexclusive royalty-free rights to use an invention
– But, not freely assignable or transferrable, unless sale of 

business

Patents
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• What is a copyrighted work?
• What kind of works are covered in a remote setting?
• Using Others’ Works 

– Policy about use of images, etc.
– What about in social media context?
– What liability does the employer have if infringement occurs?

• Creating Works: Employee or Independent Contractor?

Copyrights
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• What is a trade secret?

– Absent a contract, ownership of trade secrets is governed by 
state law

– Without a contract, existing laws and decisions may aid an 
employee to assert ownership over a trade secret or argue 
that the idea is not a trade secret

– For an idea not protected by copyright, patent or trade secret 
law, it is free for all, regardless of employment relationship

• How do you keep things secret when employees are remote?

Trade Secrets
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• What is a trademark?

– Trademarks belong to those who use them, not those who 
create them

– The company which uses a mark to promote a service or 
good will own the mark and the goodwill associated with that 
mark

• Uncommon for trademarks to be the subject of ownership 
disputes

• Issues arising in employees working remote

Trademarks
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• What is right of publicity?

• Do you have right of publicity agreements for employees?

• What about their children or family?

Right of Publicity
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II. Structuring Employee 
Assignment Agreements



• An employee handbook or IP policy may support an implied contract for 
assignment, depending on the state law
– E.g., a university’s patent policy was held to create an implied contract that bound a 

faculty member who had no employment agreement with the university. Regents Of 
Univ. Of New Mexico v. Knight, 321 F.3d 1111, 1118 (Fed. Cir. 2003).

• But, relying on implied contract can be dangerous because it depends on 
mutual intents of the parties
– E.g., an employee’s refusal to sign assignment and the employer’s failure to follow up 

could defeat an implied contract. Banks v. Unisys Corp., 228 F.3d 1357, 1359–60 (Fed. 
Cir. 2000).

• Why risk it? Better to have an employment agreement, on top of the employee 
handbook or IP policy

Is an Employee Handbook or IP Policy Sufficient?
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• All employees, and?
– What about board directors? Scientific advisory board members?
– What about co-owners and partners?
– Those personnel are not necessarily employees and may not go through a 

standard HR onboarding process

• Prudent to have appropriate separate agreements with those personnel to 
capture assignment of applicable IP
– Consulting agreement
– LLC agreement
– Partnership agreement

Who Should Sign an Employment Agreement?
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• Sufficient consideration is needed to support the validity of the agreement

• Preferred: Requiring the agreement to be executed prior to employment

• Additional consideration is recommended for addendum with existing 
employees
– Needs to be more than a nominal amount
– E.g., a promotion, one-time bonus, or stock options

Sufficient Consideration
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• A multi-dimensional approach may be used to define and capture IP
– Subject matter: the scope of employment and a comprehensive description 

of tangible and intangible work product
– Time period: does it matter between working hours and non-working 

hours?
– Location: does it matter onsite or working remotely?
– Resources used: does it matter if employee used personal resources?

• Carve-outs and pre-existing obligations (a separate discussion later)

Defining the Scope of Assignment

18



• Language matters: “hereby assign” vs. “agree to assign”
• The story of Bd. of Trustees of Leland Stanford Junior Univ. v. Roche 

Molecular Sys., Inc., 583 F.3d 832 (Fed. Cir. 2009), aff'd, 563 U.S. 776 (2011)
– A Stanford researcher signed a contract with Stanford where he “agree to 

assign” his inventions
– Later, the researcher worked at a biotech company as a visiting scientist 

and signed an agreement where he “will assign and do[es] hereby assign” 
his inventions

– The Federal Circuit held that: 1) “‘agree to assign’ reflects a mere promise 
to assign rights in the future, not an immediate transfer of expectant 
interests”; and 2) “‘do hereby assign’ effected a present assignment of [] 
future inventions.”

– Therefore, the biotech company gained the title of contested invention

Present Assignment Language
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• An employee’s cooperation and assistance may be essential for the following 
activities:
– Executing documents required by the USPTO and Copyright Office, like 

assignments for recordation, oath, and declarations
– Assisting patent prosecution and registration of copyrights and trademarks
– Serving as a witness or testifying for employer’s IP enforcement litigations

• Therefore, an assurance clause is needed where the employee agrees to fully 
cooperate

• It would be reasonable for the employer to cover the employee’s reasonable 
expenses for providing assistance

Assurance of Ongoing Cooperation and Assistance
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• Consider having post-employment disclosure and assignment clauses for IP 
“tied to” the employment relationship

• Enforceability varies depending on the jurisdiction

• Factors that are in favor of enforceability
– A reasonable duration
– A clear and reasonable scope that bears a substantial relationship with the 

employment prior to termination

Post-employment IP Obligations
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• What is assignor estoppel?
– A judicially created equitable doctrine
– SCOTUS described it as: “[A]n equitable doctrine that prevents one who 

has assigned the rights to a patent (or patent application) from later 
contending that what was assigned is a nullity.”

• Two common scenarios:
– An employee inventor who assigned a patent to the employer is estopped 

from later asserting the assigned patent is not valid
– Company A that assigned/sold a patent to Company B is estopped from 

later asserting the transferred patent is not valid 

Preserving the Ability to Rely on the Assignor 
Estoppel Doctrine (1/5)
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• Brief background about Minerva Surgical, Inc. v. Hologic, Inc. (2021 SCOTUS 
decision)
– Inventor obtained a medical device patent
– Inventor assigned the patent and any continuations to his company, which, 

in turn, sold to Hologic, Inc
– Inventor later obtained a patent on a new medical device for treating the 

same condition
– Inventor began marketing this device through his new company, Minerva 

Surgical, Inc
– Hologic then sued Minerva, claiming that inventor's new device infringed a 

continuation patent claim
– In view of the assignor estoppel doctrine, Minerva was precluded from 

attacking patent validity at the Federal Circuit level.

Preserving the Ability to Rely on the Assignor 
Estoppel Doctrine (2/5)
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• A summary of the SCOTUS latest words on the assignor estoppel doctrine
– SCOTUS vacated the Federal Circuit's decision, holding that the appeals 

court applied assignor estoppel too broadly and “failed to recognize the 
doctrine's proper limits.”

– Although the doctrine is upheld, SCOTUS narrowed its reach: “[t]he doctrine 
applies when, but only when, the assignor's claim of invalidity contradicts 
explicit or implicit representations he made in assigning the patent.”

– Absent such a representation, the assignor cannot be said to take an 
inconsistent position, and the assignor estoppel doctrine will not attach

– The case is remanded to determine whether Hologic's continuation claims 
were materially broader

Preserving the Ability to Rely on the Assignor 
Estoppel Doctrine (3/5)
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• Considerations for employers in view of Minerva
– Include the broadest claims supportable by the specification in an initial 

provisional or non-provisional patent application
– Do not reuse oath, declarations, or assignments from employee-inventors 

for broadening continuations
– Include express waiver of invalidity challenges in employee-inventor 

assignments
– Obtain employee-inventor assignments closer to issuance of final allowable 

claims
– Adding express waivers against challenging the validity of present and 

future patent assignments to employee agreements
For more: https://www.nortonrosefulbright.com/en/knowledge/publications/1778b4ce/good-practices-post-
minerva-surgical-inc-v-hologic-inc 

Preserving the Ability to Rely on the Assignor 
Estoppel Doctrine (4/5)
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• Benefits and caveats of the assignor estoppel doctrine

– Some scholars criticized this doctrine because it could constitute a 20-year 
non-compete

– The doctrine not only applies to an individual inventor/assignor but also 
applies to an entity, like a competitor business, that is in privity with the 
estopped inventor (the relationship needs to be more than a mere 
employee)

– But, assignor estoppel doctrine is not applicable in USPTO IPR 
proceedings.

Preserving the Ability to Rely on the Assignor 
Estoppel Doctrine (5/5)
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III. Structuring Third-party 
Contractor Agreements



• A work made for hire clause in the third-party contract agreement would make 
the contractor a “statutory employee” under California law (Cal. Lab. Code §
3351.5(c))

• This “statutory employee,” in turn, will bring compensation and benefits 
considerations

• Alternatively, a contract, without a work made for hire clause, has its own 
tradeoffs: copyrighted work assigned by the contractor could be subject to:
– Statutory termination rights 
– Moral rights

Engaging Independent Contractors for Copyright 
Works Under California Law
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• Personnel
– Reps and warrants that all personnel from the contractor’s end, like any 

subcontractors, have assignment obligations to the contractor so that the 
contractor may fulfill its assignment obligations to the client

• Non-personnel items/resources
– Reps and warrants that non-personnel items/resources utilized will not 

conflict with client’s IP ownership expectations, like:
– Not incorporating open-source codes; and 
– Not using products/materials that have “strings attached” to a third-party 

Assurances by the Contractor
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• Considering fallback positions if the contractor has superior bargaining power

– Adjusting compensation based on how mission critical the result IP would 
be

– Negotiating with the contractor to accommodate the contractor’s mission 
critical concerns (this might come up often when the contractor/consultant is 
a university or a university researcher)

Fallback Positions 
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IV. Navigating Carve-outs and 
Preexisting Obligations



• Certain states require that the agreement include clear language carving out 
intellectual property created by the employee:

– (i) entirely on his or her own time, 
– (ii) without the use of any company property (e.g., equipment, supplies, 

facilities or confidential, trade secret information), 
– (iii) that does not relate directly to the company's business or anticipated 

research or development, and 
– (iv) does not result from the individual's work performed for the company

Carve-outs and State Law Compliance 
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• Requiring the employee to disclose any pre-employment IP either before or 
shortly after commencement of employment

• Having an exhibit to document employee’s pre-employment IP and owners

• Benefits of having this disclosure
– Reduce the chance of future disputes
– Fostering a conversation if any pre-employment IP is particularly relevant 

for the employee’s new employment or the employer’s business

Disclosure of Pre-employment IP
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• An employer might be liable for infringing an employee’s pre-employment IP

• A 19th century example: Mallett v Crosby, 3 Dec. Com. 56 (1870)
– The opinion held that “the employer was [not] entitled to any knowledge of 

the independent inventions of his employ[ee]”

• A 21st century example: TexasLDPC Inc. v. Broadcom Inc., 2021 WL 3422358 
(D.Del., 2021)
– The court refused to find an implied license from the employee to the 

employer for the employee’s pre-employment invention

Pre-employment IP Liability Stories
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• Any “trailing” disclosure or assignment obligations from a former employer

• Any concurrent IP obligations with a third-party, e.g., a part-time job or a side 
business

• Any non-compete covenants that would allow the employment but limit the 
employee’s job scope 

Preexisting Obligation Concerns
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• Requiring disclosure of any preexisting obligations, “side” jobs, and 
commitments

• Reps and warrants that the employee has no such preexisting obligations

• Covenants that the employee will not engage in prohibited activities, like
– Taking on a “side” job/commitment that would conflict with the employee’s 

obligations to the employer without the employer’s prior approval
– Filing for patents, copyright, or trademarks without prior clearance by the 

employer

Provisions to Address Preexisting Obligation 
Concerns
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V. Best Practices for Ensuring 
Ownership of Employee-
generated IP



• Prophylactic training and education help to set the right mindset, correct 
common misconceptions on the outset, and encourage voluntary compliance

• Consider hosting inventor/creator recognition events that foster good will with 
employees that drive innovation
– Patent plaques
– Public commendation
– Monetary or non-monetary awards

Training, Education, and Fostering a Positive 
Relationship
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• Having a well-structured and drafted employee agreement

• Coordinating with HR to implement the proper execution and documentation 
steps

• Periodically review and update the employee agreements in view of legal 
developments

Ensuring Proper Execution and Documentation of 
Employee Agreements
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• Include language detailing what happens if the employee misappropriates 
and/or infringes upon employer-owned IP

• Consider to include a remedies and relief provision
– The right to seek injunctive relief 
– The recovery of attorney's fees and costs upon demonstration of the 

employee's breach

Considering Clauses with “Teeth”
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• Providing employer-owned working equipment, like laptops and/or phones

• Reimbursing employees for reasonable costs for setting up a “home office”

• Requiring employees to use company VPNs while working

• All of the above will help to reinforce the concept of “work” while the employee 
is at home 

Providing Employees with Necessary Employer 
Resources when Working Remotely
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• Executing assignments, oath, and declarations immediately after filing

• Although many of the above are often not urgent for IP procurement purposes, 
sitting on those increases the risk of having an unavailable (or uncooperative) 
employee

• Alternative solutions might exist for an employer to circumvent an unavailable 
employee, but the process can be lengthy and costly

Timely Procuring Employee Signatures for 
Recordation
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• Reminding employees of their contractual obligations and providing a proper 
company contact

• Identifying any areas that need follow-ups

• Asking for a forwarding address and contact information

Conducting Exit Interviews with Relevant Employees

43



44



Law around the world
nortonrosefulbright.com

Norton Rose Fulbright US LLP, Norton Rose Fulbright LLP, Norton Rose Fulbright Australia, Norton Rose Fulbright Canada LLP and Norton Rose Fulbright South Africa Inc are separate legal entities 
and all of them are members of Norton Rose Fulbright Verein, a Swiss verein.  Norton Rose Fulbright Verein helps coordinate the activities of the members but does not itself provide legal services to 

clients. 
References to ‘Norton Rose Fulbright’, ‘the law firm’ and ‘legal practice’ are to one or more of the Norton Rose Fulbright members or to one of their respective affiliates (together ‘Norton Rose 
Fulbright entity/entities’). No individual who is a member, partner, shareholder, director, employee or consultant of, in or to any Norton Rose Fulbright entity (whether or not such individual is 

described as a ‘partner’) accepts or assumes responsibility, or has any liability, to any person in respect of this communication. Any reference to a partner or director is to a member, employee or 
consultant with equivalent standing and qualifications of the relevant Norton Rose Fulbright entity.

The purpose of this communication is to provide general information of a legal nature. It does not contain a full analysis of the law nor does it constitute an opinion of any Norton Rose Fulbright entity 
on the points of law discussed. You must take specific legal advice on any particular matter which concerns you. If you require any advice or further information, please speak to your usual contact at 

Norton Rose Fulbright.


	Slide Number 1
	Tips for Optimal Quality
	Continuing Education Credits
	Program Materials
	Slide Number 5
	Introduction – Things for an Employer to Consider
	Presentation Overview
	I. Default IP Ownership in the Absence of an Employment Agreement�
	Patents
	Copyrights
	Trade Secrets
	Trademarks
	Right of Publicity
	II. Structuring Employee Assignment Agreements�
	Is an Employee Handbook or IP Policy Sufficient?
	Who Should Sign an Employment Agreement?
	Sufficient Consideration
	Defining the Scope of Assignment
	Present Assignment Language
	Assurance of Ongoing Cooperation and Assistance
	Post-employment IP Obligations
	Preserving the Ability to Rely on the Assignor Estoppel Doctrine (1/5)
	Preserving the Ability to Rely on the Assignor Estoppel Doctrine (2/5)
	Preserving the Ability to Rely on the Assignor Estoppel Doctrine (3/5)
	Preserving the Ability to Rely on the Assignor Estoppel Doctrine (4/5)
	Preserving the Ability to Rely on the Assignor Estoppel Doctrine (5/5)
	III. Structuring Third-party Contractor Agreements
	Engaging Independent Contractors for Copyright Works Under California Law
	Assurances by the Contractor
	Fallback Positions 
	IV. Navigating Carve-outs and Preexisting Obligations
	Carve-outs and State Law Compliance 
	Disclosure of Pre-employment IP
	Pre-employment IP Liability Stories
	Preexisting Obligation Concerns
	Provisions to Address Preexisting Obligation Concerns
	V. Best Practices for Ensuring Ownership of Employee-generated IP�
	Training, Education, and Fostering a Positive Relationship
	Ensuring Proper Execution and Documentation of Employee Agreements
	Considering Clauses with “Teeth”
	Providing Employees with Necessary Employer Resources when Working Remotely
	Timely Procuring Employee Signatures for Recordation
	Conducting Exit Interviews with Relevant Employees
	Slide Number 44
	Slide Number 45
	Slide Number 46
	Slide Number 47
	Not a Passholder Yet?��Try the CLE Individual Annual Pass

