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EP Requirement for Description Amendments

• Art. 84 EPC: The claims shall define the matter for which protection is 
sought. They shall be clear and concise and be supported by the 
description.

• EPO Guidelines F IV 4.3:  Any inconsistency between the description 
and the claims must be avoided if it could throw doubt on the subject-
matter for which protection is sought and therefore render the claim 
unclear or unsupported under Art. 84, second sentence, or, alternatively, 
render the claim objectionable under Art. 84, first sentence. 
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Example text from EP examination report

• The newly filed claims are considered to be allowable. The applicant is 
therefore requested to bring the description into conformity with these 
claims. 

• Examples not falling anymore under the scope of the claims should be 
marked accordingly. 

• The description should be amended where appropriate to fulfil the 
following requirements:
– The technical field of the invention (Rule 42(1)(a) EPC; Guidelines F II 4.5) 

must correspond to the amended set of claims.
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Example text from EP examination report

• The summary of the invention (Rule 42(1 )(c) EPC; Guidelines F-I1.4.5) must 
correspond to the amended set of claims. Where appropriate, statements such 
as "The invention is set out in the appended set of claims" or "The invention is 
as defined in claim X" may be used instead of repeating the claims verbatim.

• Embodiments which are no longer covered by the claims must be deleted, 
unless they can reasonably be considered to be useful for highlighting specific 
aspects of the amended subject-matter. If this is the case, they must be clearly 
marked as not being part of the present invention (T 1808/06 and Guidelines F-
IV, 4.3)

• Statements such as "The following examples/aspects/embodiments X, Y, Z are 
not according to the invention and are present for illustration purposes only" 
may be used at the start of the description or in the list of figures.



1212

Example text from EP examination report

• The technical features of the independent claims may not be presented 
as optional in the description. Where they precede a feature of an 
independent claim, terms such as "for example", "may", "can", 
"exemplary", "optionally", "preferably“ and the like must be removed.

• "Claim-like" clauses must be deleted prior to grant. Claim-like clauses 
are clauses present in the description which use claim language such 
as "according to the preceding clause" or "characterised in that" 
(Guidelines F-IV, 4.4). Claim-like clauses include examples, 
embodiments or aspects which are presented as claim-like clauses. The 
simple conversion of these clauses into separate optional features will 
not be admitted either.
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Consequence of non-compliance

• Retaining the as-filed description is not an option
– Application will NOT proceed to allowance

• Limited opportunities for rebutting Examiner’s requests
– If the Examiner is wrong and an embodiment IS within the scope of the 

claims, can explain this to the Examiner and retain text relating to that 
embodiment

– If an embodiment is outside the scope of the claims but the text is useful to 
understand the claimed invention, can keep the text but must mark the 
embodiment as “not according to the invention”
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Recent updates to EPO Guidelines

• EPO Guidelines
– The Guidelines for Examination give instructions on the practice and 

procedure to be followed in the various aspects of the examination of 
European applications and patents in accordance with the European Patent 
Convention and its Implementing Regulations.

• 2021 update: 
– a clarification of the existing practice?
– applicants’ view:  stricter approach

• 2022 update:  
– response to feedback from applicants
– not a significant softening of approach   



1616

EPO Guidelines – F IV 4.3 (iii)

• 2021:
– Embodiments in the description which are no longer covered by the 

independent claims must be deleted (for example if the description 
comprises an alternative for at least one feature which is no longer covered 
by the amended claims) unless these embodiments can reasonably be 
considered to be useful for highlighting specific aspects of the amended 
claims. In such a case, the fact that an embodiment is not covered by the 
claims must be prominently stated (T 1808/06).

• 2022:
– The applicant must remove any inconsistencies by amending the description 

either by deleting the inconsistent embodiments or marking them as not 
falling within the subject-matter for which protection is sought.
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EPO Guidelines – F IV 4.3 (iii)

• 2021:
– In addition, merely changing the wording "invention" to "disclosure" and/or the 

wording "embodiment" to "example", "aspect" or similar is not sufficient to clearly 
state that this part of the description does not fall under the scope of the claimed 
invention. It has to be explicitly specified that this part of the description does not 
describe part of the claimed invention.

• 2022:
– The terms "disclosure", "example", "aspect" or similar do not necessarily imply 

that what follows is not encompassed by an independent claim. Unambiguous 
expressions have to be adopted to mark an inconsistent embodiment (e.g. by 
adding "not encompassed by the wording of the claims", "not according to the 
claimed invention" or "outside the subject-matter of the claims") instead of 
replacing the terms "embodiment" or "invention" by one of the aforementioned 
terms.
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EPO Guidelines – F IV 4.3 (iii)

• 2022:
– It is not an inconsistency when an embodiment comprises further features 

which are not claimed as dependent claims as long as the combination of the 
features in the embodiment is encompassed by the subject-matter of an 
independent claim. Similarly, it is not an inconsistency when an embodiment 
fails to explicitly mention one or more features of an independent claim as 
long as they are present by reference to another embodiment or implicit.

– For borderline cases where there is doubt as to whether an embodiment is 
consistent with the claims, the benefit of the doubt is given to the applicant.
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T 1989/18 (16 December 2021)

• Appeal from the decision by the Examining Division to refuse EP 2794651 for 
the sole reason that the description has not been amended in line with the 
allowed claims
– The Examining Division found that the amendments to the description proposed by 

Applicant in order to adapt the description to the allowed claims related to the subject-
matter that was broader than the subject-matter of the allowed independent claims. 

• The Board found no legal basis for refusing an application on the grounds that 
the description includes subject-matter broader than the subject-matter of the 
allowed independent claims.
– not in Article 84 EPC, not in Article 69 EPC, not in Rule 42(1)(c) EPC, not in Rule 

48(1)(c) EPC.

https://www.epo.org/law-practice/case-law-appeals/recent/t181989eu1.html
https://register.epo.org/application?number=EP12810245
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T 1989/18 (16 December 2021)

• Re Article 84 EPC: “[T]he subject-matter of the claim must be taken from the 
description, it being inadmissible to claim any subject-matter which is not 
described. However, when assessing clarity, the description cannot be relied 
upon to resolve a clarity issue in a claim... In particular, if the claims are clear in 
themselves and supported by the description, their clarity is not affected if the 
description contains subject-matter which is not claimed.”

• Re Article 69 EPC: “Article 69 EPC … is not concerned with the definition proper 
of the subject-matter sought to be protected by a claim.” Rather, Article 69 EPC 
is concerned with how to interpret the claims.

https://www.epo.org/law-practice/case-law-appeals/recent/t181989eu1.html
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T 1989/18 (16 December 2021)

• Re Rule 42(1)(c): “the description shall disclose the invention, as claimed, in 
such terms that the technical problem … and its solution can be understood.” 
However, in the absence of a unity objection, this rule cannot serve as a “legal 
basis for requiring the applicant … to bring the description in line with claims 
intended for grant, and to remove passages of the description that disclose 
embodiments which are not claimed”.

• Re Rule 48(1)(c): a “patent application shall not contain any … matter obviously 
irrelevant or unnecessary under the circumstances”, however  the purpose of 
the rule “cannot be to keep a patent specification free of unnecessary 
information and to make sure that its content relates only to what protection is 
sought, for several reasons”.

https://www.epo.org/law-practice/case-law-appeals/recent/t181989eu1.html
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T 1024/18 (1 March 2022)

• Appeal from the decision by the Opposition Division to maintain EP 2609899
– Main request’s claims rejected.
– Auxiliary request’s claims are allowable. 
– Patentee failed to amend description in line with the allowable claims.

• Board of Appeal revoked the patent for procedural efficiency. 
– with no return to the Opposition Division.

https://www.epo.org/law-practice/case-law-appeals/recent/t181024eu1.html
https://register.epo.org/application?number=EP12183745&lng=en&tab=main
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T 1024/18 (1 March 2022)

• “One of the requirements of Article 84 EPC is that the ‘claims ... shall be ... 
supported by the description’. According to long established case law of the 
Boards of Appeal, this has been interpreted as requiring the entirety of the 
description to be consistent with any claims found to meet the requirements 
of the EPC.” 

• “Merely providing a part of the description which gives support to the claims 
appears to be at odds with the wording ‘supported by the description’… to 
provide only support for the claims in one single passage of the description 
while the rest of the description might give a different or even contradictory 
meaning to the claims, would in essence negate the general meaning of the 
words ‘support by the description’…”

https://www.epo.org/law-practice/case-law-appeals/recent/t181024eu1.html
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T 1024/18 (1 March 2022)

• Addressing T 1989/18: “Article 84 EPC…relates to claims in general and 
actually covers three distinct requirements on claims, namely their clarity, 
their conciseness and their support by the description…the criterion that the 
claims be ‘supported by the description’ is not in any way subordinate to the 
requirement of "clarity" of the claims, but is a requirement of its own (as is 
conciseness of the claims).”

• Considering the standard of claim interpretation for national proceedings under 
Article 69(1) EPC, the Board observed: “Inconsistencies between the claims 
and the description could thus - in particular in national proceedings - be the 
source of diverging interpretations as regards the scope of the claims. 
Accordingly, misinterpretation could be avoided in particular if inconsistent 
information contained in the description or drawings is already removed 
in the proceedings before the EPO.” 

https://www.epo.org/law-practice/case-law-appeals/recent/t181024eu1.html
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T 1989/18 vs T 1024/18
T 1989/18 T 1024/18

“D” distribution – not included in the 
“Selected Decisions” section of the Boards 
of Appeal, no distribution to other Boards.

“C” distribution - included in the “Selected Decisions” section of the Boards 
of Appeal.

3 Board members (incl. a deputising chair). 5 Board members.

One-off decision. Shares the view of many decisions that the description must be adapted to 
the claims, e.g.: T 0977/94; T 0300/04; T 1399/17, and T 1808/06.

Rejected by: T 0121/20: “The board does 
not follow decision T 1989/18”.

Followed by: T 0121/20: “the present Board agrees with the reasoning set 
out in decision T 1024/18 … that the provision of Article 84 EPC relates to 
claims in general and actually covers three distinct requirements on claims, 
namely their clarity, their conciseness and their support by the description”, 
and thus “the criterion that the claims be ‘supported by the description’ … is 
a requirement of its own”.

Going forward:

Relying on T 1989/18 is worth a try, but … assume that T 1024/18 approach will prevail.

Referral to the Enlarged Board of Appeal is unlikely (without further decisions following the T 1989/18 Board’s reasoning).

https://www.epo.org/law-practice/case-law-appeals/selected-decisions.html
https://www.epo.org/law-practice/case-law-appeals/selected-decisions.html
https://www.epo.org/law-practice/case-law-appeals/recent/t940977fu1.html
https://www.epo.org/law-practice/case-law-appeals/recent/t040300eu1.html
https://www.epo.org/law-practice/case-law-appeals/recent/t171399eu1.html
https://www.epo.org/law-practice/case-law-appeals/recent/t061808eu1.html
https://www.epo.org/law-practice/case-law-appeals/recent/t200121eu1.html
https://www.epo.org/law-practice/case-law-appeals/recent/t200121eu1.html
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The meaning of the 
statement was clear. 

The statement made 
during foreign prosecution 

is not related to unique 
aspects of foreign patent 

law; and

The foreign patent 
application is related to 

and/or shares an identical 
claim to the patent-in-suit;

Background: Foreign Prosecution & U.S. Litigation
• “[R]epresentation[s] to foreign patent offices should be considered . . . when 

[they] comprise relevant evidence.”

• A Court may consider statements made in foreign prosecution when:

Caterpillar Tractor Co. v. Berco, S.p.A., 
714 F.2d 1110, 1116 (Fed. Cir. 1983)

Apple Inc. v. Motorola, Inc., 
757 F.3d 1286, 1312 (Fed. Cir. 2014)
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Statements Distinguishing Prior Art Can Limit Claim Scope
Apple, Inc. v. Motorola, Inc., 757 F.3d 1286 (Fed. Cir. 2014)

“Motorola’s statements that the TOSN ‘is never 
transmitted’ could not be clearer . . . . Both 
specifications are the same. And, at the time 
Motorola made its statements to the Japanese 
patent office, the Japanese application contained 
a claim identical to claim 17.”

• What is the scope of the term “transmit overflow sequence number”?
• When prosecuting JP application with same specification and claim, patentee overcame 

prior art by arguing that TOSN “is never transmitted.”
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. . . But Not Always
Northern Telecom, Ltd. v. Samsung Elecs. Co., 215 F.3d 1281 (Fed. Cir. 2000)

“To the extent that statements construing terms in different 
claims in a different application, made to distinguish 
different references according to different legal standards, 
are relevant, we again find that they demonstrate little 
more than the inventors’ view that plasma etching and iron 
bombardment are different … [S]uch evidence cannot 
convince us that the inventors of the ’967 patent accorded 
‘plasma etching’ a meaning in claim 1 that required the 
exclusion of any ion bombardment.”

• What is the scope of the term “plasma etching”?
• When prosecuting JP application, patentee differentiated “plasma etching” and “ion 

bombardment” as “not identical” according to Japanese law. 
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If Actions Are Unique to Foreign Law, No Impact
Pfizer Inc. v. Ranbaxy Labs., 457 F.3d 1284 (Fed. Cir. 2006)

“[S]tatements during prosecution of foreign 
counterparts to the ’893 patent are irrelevant to 
claim construction because they were made in 
response to patentability requirements unique to 
Danish and European law.”

• Is the claimed structural formula limited to racemic mixtures?
• When prosecuting Danish application, applicant limited claim to racemates to overcome 

rejection that claims were “too comprehensive.”
• When prosecuting European counterpart, applicant pointed to the “trans(±)” designation 

to overcome rejection based on insufficient articulation of chemical nomenclature.
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Statements Can Impact Doctrine of Equivalents
Tanabe Seiyaku Co. v. U.S. Int’t Trade Comm’n, 109 F.3d 726 (Fed. Cir. 1997)

“Tanabe’s statements to foreign patent 
offices suggest to a person skilled in the 
art that other solvents, including 
butanone, may not be interchangeable 
with the claimed solvents.”

• Does claim that recites five specific base/solvent combinations capture a non-claimed 
solvent under DOE?

• When prosecuting applications in Finland, Israel, and before the EPO, patentee argued 
the five claimed combinations provided unexpectedly superior results.
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Difference in Descriptions Can Matter
Abbott Labs. v. Sandoz, Inc., 566 F.3d 1282 (Fed. Cir. 2009)

“[T]he JP ’199 application establishes 
unequivocally that Abbott knew and could 
describe both Crystal A and Crystal B.  Abbott 
could have retained the disclosure of Crystal B to 
support the broader claims of the ’507 patent, but 
instead disclosed and claimed A alone.”

• What is the scope of the “crystalline” claim terms?
• JP priority application disclosed both Crystal A and Crystal B forms, but U.S. application 

described only Crystal A forms.
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What about Description Amendments 
in U.S. Patent Applications?
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Changes to MPEP § 1302.02: 
Requirement for a Rewritten Specification

• Early editions of the MPEP § 1302.02 provided:

• In October 2015, that provision was removed. 

Frequently, the invention as originally described and claimed was of much 
greater scope than that defined in the claims as allowed. Some or much of the 
subject matter disclosed may be entirely outside the bounds of the claims 
accepted by the applicant. 

In such case, the examiner should require the applicant to modify the brief 
summary of the invention and restrict the descriptive matter so as to be in 
harmony with the claims. However valuable for reference purposes the examiner 
may consider the matter which is extraneous to the claimed invention, patents 
should be confined in their disclosures to the respective inventions patented.



3636

Amending Specification to Delete Embodiments
Straussler v. U.S., 290 F.2d 827 (Ct. Cl. 1961)

“The defendant would have us treat the cancellation of part of the 
specification as equivalent to the cancellation of a claim . . . . It does not 
appear to us, however, that the conditions which require careful vigil over 
the development of the claims apply equally to the specification.”

“Of course, a patentee in an infringement suit may not claim as his invention 
that which he has specifically disclaimed in the specification regardless of 
the scope of the allowed claims . . . . But we do not believe that cancelling a 
part of the specification referring to an optional arrangement of elements in a 
patentable combination, as an alternative to filing additional drawings, has 
the effect of a disclaimer or a limitation of the claims.” 

• What is the arrangement of motor elements encompassed by the claim?
• During prosecution, to overcome examiner rejection, patentee deleted “modification ii” 

rather than provide illustration. 
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Amending Specification to Delete Embodiments
Rembrandt Wireless Techs., LP v. Samsung Elecs. Co., No. 2:13-CV-213-JRG-RSP,  2014 
WL 3385125 (E.D. Tex. July 10, 2014)

“Plaintiff has persuasively argued that [the deleted embodiments] 
relate primarily to test signals and measuring transmission line 
characteristics rather than to the use of bilingual tribs . . . . [T]he 
patentee’s deletion of matter from the specification is of no limiting 
effect here . . . .

Defendants’ argument in this regard appears better suited to a 
written description challenge because validity analysis is not a 
regular part of claim construction.”

• What is the scope of the “modulation” claim terms?
• During prosecution, patentee made deletions that had effect of removing all 

embodiments utilizing “bilingual tribs,” leaving only “monolingual trib” embodiments. 
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Examiner’s Amendment Deleting Disclosure
DealerTrack, Inc. v. Huber, 674 F.3d 1315 (Fed. Cir. 2012)

“[A] post-allowance examiner’s amendment delet[ed] the phrase 
“the InterNet” from the list of examples in the specification and 
cancel[ed] the claims specifically directed to the Internet.  The 
examiner did not provide reasons for the amendment, and there is 
no evidence that the applicant made any statements supporting 
patentability on the basis of the removal of that phrase from the 
specification. This alone is insufficient to create a waiver.”

• What is the scope of the “communications medium” claim term?
• In post-allowance amendment, examiner deleted references to “the InterNet” from the 

specification. 
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Amending Specification to Add Limiting Statement
Roemer v. Peddie, 132 U.S. 313 (1889)

“As the patentee, after the rejection of his 
application, inserted in his specification a 
statement that his invention related to a new 
construction of lock case whereby it was made ‘to 
dispense with the bottom place,’ he cannot now 
contend that his specification and claims are to be 
interpreted so as to cover a construction which 
has an extended bottom plate.”

• What is the scope of the “lock-case” claim term?
• During prosecution, patentee overcame prior art by adding statement to specification the 

patented invention “dispense[s] with an extended bottom plate.”
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1. Delete embodiment

2. Retain embodiment, but label it as “not according to the claimed 
invention”

3. Argue against the examiner’s action

4. If ceding to the examiner’s action, do so with accompanying statement 
that it is being done for matter unique to foreign prosecution laws

Considering Impact of Various Actions on U.S. Litigation 
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Scenario 1

• Your application is a small molecule chemical invention.
• The description includes a broad general formula A, and narrower 

formulae (Ai, Aii, Aiii, Aiv, Av) within the scope of general formula A.
• The description includes medical methods wherein the compounds are 

used in the treatment of cancer.
• The examples include synthesis of compounds of type Ai, Aii, Aiii, Aiv, 

and Av.  The examples include in vitro data showing that compounds of 
type Ai, Aii, and Aiii may be useful in the treatment of cancer.

• Your allowed claims are for compounds of formula Aiii and the 
compounds for use in the treatment of cancer. 
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Scenario 2

• Your application is an omnibus application relating to an electrical 
invention.

• The description covers multiple interrelated inventions, sharing 
many similar features.

• The allowed claims relate to one invention only.  Many of the 
inventions described in the application are outside the scope of the 
allowed claims.
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Questions?



4545

Our Disclaimer

These materials have been prepared solely for educational and entertainment purposes to 
contribute to the understanding of U.S. and European intellectual property law. These materials 
reflect only the personal views of the authors and are not individualized legal advice. It is 
understood that each case is fact specific, and that the appropriate solution in any case will vary. 
Therefore, these materials may or may not be relevant to any particular situation. Thus, the 
authors, Finnegan, Henderson, Farabow, Garrett & Dunner, LLP (including Finnegan Europe LLP, 
Finnegan Europe (Germany) LLP, and Fei Han Foreign Legal Affairs Law Firm) cannot be bound 
either philosophically or as representatives of their various present and future clients to the 
comments expressed in these materials. The presentation of these materials does not establish 
any form of attorney-client relationship with these authors. While every attempt was made to 
ensure that these materials are accurate, errors or omissions may be contained therein, for which 
any liability is disclaimed.
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