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under a deferred billing plan amounted to the rental of
software prohibited by the Act. Under the defendant’s
deferred billing plan, customers paid a small “nonrefundable
deposit” for the software and were not billed for the balance
if they returned it within five days. Judge Wexler found that
the transactions were tantamount to rentals since (1)
defendant’s brochures advertised the “nonrefundable de-
posit,” not the purchase price of software, (2) nearly 100% of
the software was returned, (3) the deposits were comparable
to rental fees, (4) the short term of the agreements was com-
parable to a rental term, obviously allowing the defendant to
use the same copy of software in other transactions, and (5)
the customer was not given the software manufacturer’s
registration card unless the full purchase price was paid.

Judge Wexler also held the defendant liable for renting
customers post-Dec. 1, 1990, upgrades of programs it
acquired before that date. Judge Wexler held that the
company’s right to lawfully rent software acquired before
Dec. 1, 1990, did not extend to later upgrades of the same
programs.

The potential opportunities for “sham” software transac-
tions over the Internet are even greater than through
traditional channels of retail trade. This is particularly true
because of the number of people who, for ideological reasons,
believe that software should be freely available.

4.10 Fair Use Defense and the Concept of Time in
Cyberspace

4.10[1] The Fair Use Defense—In General

Fair use is a complete defense to copyright infringement1

(although it is not a defense to a claim brought under the
anticircumvention provisions of the Digital Millennium

[Section 4.10[1]]
117 U.S.C.A. § 107. As an affirmative defense, its proponent bears

the burden of proving that it applies in a given case.
Fair use is a mixed question of law and fact. The determination

ultimately is a legal one, but to render the issue of law there may be “sub-
sidiary factual questions”—such as whether there was harm to the actual
or potential markets for the copyrighted work or how much of the
copyrighted work—that must be addressed, depending on the facts of a
given case. See Google LLC v. Oracle America, Inc., 141 S. Ct. 1183, 1199-
1200 (2021).
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Copyright Act).2 Fair use encompasses First Amendment
protections in copyright cases and, coupled with “the idea/
expression dichotomy . . . , present the most important
limitation on copyright law.”3 “In a sense, the grant to an
author of copyright in a work is predicated upon a reciprocal
grant to the public by the work’s author of an implied license
for fair use of the work.”4 Where a secondary use is fair, the
new work may even be entitled to copyright protection in its
own right as a derivative work.5

What constitutes fair use in practice is, in many instances,
difficult to evaluate. Fair use has been characterized as an
“equitable rule of reason”6 and therefore must be proven on a
case-by-case basis in litigation,7 rather than easily deter-
mined by a bright line test. Fair use is “an open-ended and
context-sensitive inquiry . . . .”8 It is an exception that

217 U.S.C.A. §§ 1201 et seq.; see generally infra § 4.21[2].
3Cambridge University Press v. Patton, 769 F.3d 1232, 1256 n.18

(11th Cir. 2014); see also Eldred v. Ashcroft, 537 U.S. 186, 219-20 (2003)
(explaining that “copyright law contains built-in First Amendment
accommodations.”); Golan v. Holder, 565 U.S. 302, 327-29 (2012) (holding
that there was no need for heightened First Amendment review in copy-
right cases because of “the idea/expression distinction and the fair use
defense.”); Harper & Row Publishers, Inc. v. Nation Enterprises, 471 U.S.
539, 556 (1985) (rejecting a First Amendment claim ‘‘[i]n view of the First
Amendment protections already embodied in the Copyright Act’s distinc-
tion between copyrightable expression and uncopyrightable facts and
ideas, and the latitude for scholarship and comment traditionally afforded
by fair use’’); New Era Publications Int’l, ApS v. Henry Holt & Co., 873
F.2d 576, 584 (2d Cir. 1989) (summarizing earlier case law holding that
the fair use defense encapsulated First Amendment protections), cert.
denied, 493 U.S. 1094 (1990); Religious Technology Center v. Netcom
On-Line Communication Services, Inc., 923 F. Supp. 1231, 1258 (N.D. Cal.
1995) (explaining, in an early internet copyright case, that the Supreme
Court has recognized that the Copyright Act itself embodies a balance be-
tween the rights of copyright holders, which are guaranteed by Article I,
section 8 of the Constitution, and the protections of the First Amendment).

The idea/expression dichotomy is separately analyzed in section
4.02.

4Cambridge University Press v. Patton, 769 F.3d 1232, 1257 (11th
Cir. 2014).

5See Keeling v. Hars, 809 F.3d 43, 49-50 (2d Cir. 2015). Derivative
works are analyzed in section 4.05[3].

6Sony Corp. of America v. Universal City Studios, Inc., 464 U.S. 417,
448 (1984).

7See Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 577 (1994).
8Blanch v. Koons, 467 F.3d 244, 251 (2d Cir. 2006).
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“permits courts to avoid rigid application of the copyright
statute when, on occasion, it would stifle the very creativity
which that law is designed to foster.”9 As a consequence,
“fair use is a context-sensitive inquiry that does not lend
itself to simple bright-line rules.”10

The fair use defense generally applies where a work is
used “for purposes such as criticism, comment, news report-
ing, teaching (including multiple copies for classroom use),
scholarship or research . . . .”11

In evaluating whether the fair use defense is available,
courts may consider other factors (as discussed later in this
section), but must consider12 four statutory factors:

E the purpose and character of the use, including
whether it is of a commercial nature or is for nonprofit
educational purposes;13

9Google LLC v. Oracle America, Inc., 141 S. Ct. 1183, 1196 (2021),
quoting Stewart v. Abend, 495 U.S. 207, 236 (1990) (internal quotation
marks omitted).

10Andy Warhol Foundation for Visual Arts, Inc. v. Goldsmith, 11 F.4th
26, 38 (2d Cir. 2021).

1117 U.S.C.A. § 107 (emphasis added); see also Harper & Row Publish-
ers, Inc. v. Nation Enterprises, 471 U.S. 539, 561 (1985) (holding that the
examples set forth in the preamble to section 107 give an idea of activities
that might be regarded as fair use but are not intended to be an exhaus-
tive list or to single out any particular use as presumptively fair).

12Stewart v. Abend, 495 U.S. 207, 237 (1990).
13In evaluating the purpose and character of the use, courts typically

consider whether a defendant’s use is (a) commercial and (b) transforma-
tive. Of these two considerations, transformativeness is by far the more
important one.

While “[t]here is no doubt that a finding that copying was not com-
mercial in nature tips the scales in favor of fair use. . . . the inverse is
not necessarily true, as many common fair uses are indisputably com-
mercial. For instance, the text of § 107 includes examples like ‘news report-
ing,’ which is often done for commercial profit.” Google LLC v. Oracle
America, Inc., 141 S. Ct. 1183, 1204 (2021) (finding that the purpose and
character of the work weighed in favor of fair use because—even though
Google’s use was a commercial endeavor— it was “not dispositive of the
first factor, particularly in light of the inherently transformative role that
the reimplementation played in the new Android system.”); NXIVM Corp.
v. Ross Institute, 364 F.3d 471, 477-78 (2d Cir. 2004) (“The Supreme Court
in Campbell rejected the notion that the commercial nature of [a] use
could by itself be a dispositive consideration” given that “nearly all of the
illustrative uses listed in the preamble of § 107, including news reporting,
comment, criticism, teaching, scholarship, and research . . . ‘are generally
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conducted for profit.’ ’’), quoting Campbell v. Acuff-Rose Music, Inc., 510
U.S. 569, 584 (1994).

In evaluating whether a work is commercial, the issue “is not
whether the sole motive of the use is monetary gain, but whether the user
stands to profit from exploitation of the copyrighted material without pay-
ing the customary price.” Harper & Row Publishers, Inc. v. Nation
Enterprises, 471 U.S. 539, 562 (1985). In A&M Records, Inc. v. Napster,
Inc., 239 F.3d 1004 (9th Cir. 2001), for example, the Ninth Circuit found
that Napster’s peer-to-peer “file sharing” service was “commercial” even
though it charged no fees for use because, among other things, it allowed
users to “get for free something they would ordinarily have to buy.” The
Ninth Circuit emphasized that “[d]irect economic benefit is not required to
demonstrate a commercial use.” In Napster, there was evidence that the
service, backed by venture capitalists, had hoped, like many Internet
start-ups, to generate traffic and brand identity, so that it would eventu-
ally earn money. Likewise, in UMG Recordings, Inc. v. MP3.com, Inc., 92
F. Supp. 2d 349 (S.D.N.Y. 2000), the court found defendant’s My.MP3.com
service commercial because even though subscribers were “not currently
charged a fee, defendant seeks to attract a sufficiently large subscription
base to draw advertising and otherwise make a profit.” UMG Recordings,
Inc. v. MP3.com, Inc., 92 F. Supp. 2d 349, 351 (S.D.N.Y. 2000).

The central focus of the inquiry into the purpose and character of a
work is whether (and to what extent) “the new work merely supersedes
the objects of the original creation . . . or instead adds something new,
with a further purpose or different character, altering the first with new
expression, meaning or message; . . . in other words, whether and to
what extent the work is transformative.” Campbell v. Acuff-Rose Music,
Inc., 510 U.S. 569, 579 (1994), quoting Pierre N. Leval, Toward A Fair Use
Standard, 103 Harv. L. Rev. 1105, 1111 (1990). To be transformative,
“[c]ommentators have put the matter more broadly, asking whether the
copier’s use ‘fulfill[s] the objective of copyright law to stimulate creativity
for public illumination.’ ’’ Google LLC v. Oracle America, Inc., 141 S. Ct.
1183, 1202-03 (2021), quoting Leval, 103 Harv. L. Rev. at 1111. Accord-
ingly, even copying 100% of a work could be tranformative if it “adds
something new and important.” See 141 S. Ct. at 1203, citing Campbell,
510 U.S. at 579. “An ‘artistic painting’ might, for example, fall within the
scope of fair use even though it precisely replicates a copyrighted ‘advertis-
ing logo to make a comment about consumerism.’ ’’ 141 S. Ct. at 1203, cit-
ing 4 Nimmer on Copyright § 13.05[A][1][b] (quoting Netanel, Making
Sense of Fair Use, 15 Lewis & Clark L. Rev. 715, 746 (2011)).

The evaluation of whether a work is transformative ‘‘may be guided
by the examples given in the preamble to section 107, looking to whether
the work is for criticism, or comment, or news reporting, and the like’’
Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 578–79 (1994). Although
“transformative use is not absolutely necessary for a finding of fair use,
the goal of copyright, to promote science and the arts, is generally
furthered by the creation of transformative works.” Id. at 579.

The character of a work weighs in favor of finding fair use if it
“adds value to the original” or uses the original “as raw material,
transformed in the creation of new information, new aesthetics, new
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insights and understandings.” Castle Rock Entertainment, Inc. v. Carol
publishing Group, Inc., 150 F.3d 132, 141 (2d Cir. 1998) (finding “slight to
nonexistent” transformative value to a trivia quiz), quoting Leval, 103
Harv. L. Rev. at 1111. Cf. Michaels v. Internet Entertainment Group Inc.,
48 U.S.P.Q.2d 1891, 1998 WL 882848 (C.D. Cal. Sept. 10, 1998) (finding
the use of twenty-seven seconds from a forty-five-minute videotape of
actress Pamela Anderson Lee and a former boyfriend engaging in sexual
relations (displayed in blurry two to five-second segments) transformative
when used in a report aired on the television show “Hard Copy” about the
plaintiff’s dispute over the pending unauthorized release of the video over
the Internet).

The more transformative the new work, the less important other
factors (including the commercial character of a work) become. See, e.g.,
A.V. v. iParadigms, LLC, 562 F.3d 630, 639 (4th Cir. 2009) (holding that
defendants’ use of high school term papers in a database to compare and
evaluate plagiarism claims was highly transformative and that the com-
mercial aspect of the use was not significant in light of its transformative
nature). Thus, even a practice that has a negative effect on the market for
a genuine product may be found to be a fair use if it serves a transforma-
tive purpose. See Sony Computer Entertainment, Inc. v. Connectix Corp.,
203 F.3d 596, 607 (9th Cir.) (“some economic loss . . . does not compel a
finding of no fair use.”), cert. denied, 531 U.S. 871 (2000); see also Sony
Computer Entertainment America, Inc. v. Bleem, LLC, 214 F.3d 1022,
1027, (9th Cir. 2000) (holding that copying “screen shots” from Sony com-
puter games for use in advertisements constituted a fair use under nar-
row circumstances in part because “comparative advertising redounds
greatly to the purchasing public’s benefit with very little corresponding
loss to the integrity of . . . [the] copyrighted material.”). Likewise, even
an exact or complete copy of a work may be found to be a fair use if it is
transformative. See, e.g., Perfect 10, Inc. v. Amazon.com, Inc., 508 F.3d
1146, 1163–65 (9th Cir. 2007) (holding entire images copied in search
results to be a fair use where the copying in connection with operation of a
visual search engine was “highly transformative”); “As noted in Campbell,
a ‘transformative work’ is one that alters the original work ‘with new
expression, meaning, or message.’ . . . ‘A use is considered transformative
only where a defendant changes a plaintiff’s copyrighted work or uses the
plaintiff’s copyrighted work in a different context such that the plaintiff’s
work is transformed into a new creation.’ ’’) (emphasis added, citation
omitted); Nunez v. Caribbean Int’l News Corp., 235 F.3d 18, 22–23 (1st
Cir. 2000) (holding republication of photos taken for a modeling portfolio
in a newspaper to be transformative because the photos served to inform,
as well as entertain); Field v. Google Inc., 412 F. Supp. 2d 1106, 1118–22
(D. Nev. 2006) (holding Google’s practice of caching content to be a fair use
because it was highly transformative and served a noncompetitive purpose
by enabling users to access a site when the original page was inaccessible,
allowing users to compare changes to a site over time, highlighting search
terms to allow users to understand why a page was deemed responsive to
a query, using various design features to underscore that the cached copy
is not intended to replace the original and encouraging users to access the
original, and ensuring that site owners could disable the cache functional-
ity so that their sites would not be copied by Google).
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A use “can be transformative in function or purpose without alter-
ing or actually adding to the original work.” A.V. v. iParadigms, LLC, 562
F.3d 630, 639 (4th Cir. 2009) (holding that making an exact digital copy of
a student’s thesis for the purpose of determining whether it included pla-
giarism was a fair use); Swatch Group Mgmt. Servs. v. Bloomberg LP, 756
F.3d 73, 84 (2d Cir. 2014) (quoting iParadigms for this proposition in a
case in which the court held that a new service’s dissemination of verbatim
transcripts of plaintiff’s recorded conference calls with securities analysts
was a fair use and served at least an arguably transformative purpose—
namely, to publish factual information, which otherwise was restricted to
narrow group of analysts, to the public); see also Authors Guild, Inc. v.
HathiTrust, 755 F.3d 87, 97-98 (2d Cir. 2014) (citing iParadigms and
Ninth Circuit opinions for the proposition that copying entire books
without substantive alteration nonetheless was transformative because
“the creation of a full-text searchable database is a quintessentially
transformative use.”); Bill Graham Archives v. Dorling Kindersley Ltd.,
448 F.3d 605, 609-11 (2d Cir. 2006) (holding the exact reproduction of
reduced size Grateful Dead concert posters to be a fair use in connection
with publication of a biography of the band; “DK’s purpose in using the
copyrighted images at issue in its biography of the Grateful Dead is plainly
different from the original purpose for which they were created. Originally,
each of BGA’s images fulfilled the dual purposes of artistic expression and
promotion. The posters were apparently widely distributed to generate
public interest in the Grateful Dead and to convey information to a large
number people about the band’s forthcoming concerts. In contrast, DK
used each of BGA’s images as historical artifacts to document and repre-
sent the actual occurrence of Grateful Dead concert events featured on Il-
lustrated Trip ‘s timeline.”); Hughes v. Benjamin, 437 F. Supp. 3d 382, 390
(S.D.N.Y. 2020) (collecting cases for the proposition that “a new work may
be transformative even where it consists entirely of portions of the origi-
nal work, or indeed even where it is an ‘exact replication’ of the original
work.”); Philpot v. Media Research Center Inc., 279 F. Supp. 3d 708, 717
(E.D. Va. 2018) (citing iParadigms and Perfect 10 in holding that
defendant’s use of exact copies of plaintiff’s concert photographs of Kenny
Chesney and Kid Rock, on defendant’s pro-life website, to identify celebri-
ties who support conservative political candidates, was transformative
and a fair use because the images were used “in a completely different
context.”). But see Barcroft Media, Ltd. v. Coed Media Group, LLC, 297 F.
Supp. 3d 339, 351-55 (S.D.N.Y. 2017) (holding that a competing celebrity
news site’s use of plaintiff’s photographs on its website was not transfor-
mative and not a fair use).

As explained by the Fourth Circuit, “even a wholesale reproduction
may be transformed when placed in a ‘new context to serve a different
purpose,’ but the secondary use still must generate a societal benefit by
imbuing the original with new function or meaning.” Brammer v. Violent
Hues Productions, LLC, 922 F.3d 255, 263 (4th Cir. 2019), quoting Perfect
10, Inc. v. Amazon.com, Inc., 508 F.3d 1146, 1165 (9th Cir. 2007). Survey-
ing prior cases from both the Fourth Circuit and other circuits, the court
in Brammer observed that “courts have typically found contextual changes
sufficiently transformative in two recurring situations: technological uses
and documentary uses.” 922 F.3d at 263-64. The panel elaborated that:
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In the first category, copyrighted works provide raw material for new
technological functions. These functions are indifferent to the expressive
aspects of the copied works. For example, we have held transformative the
total reproduction of student essays for a plagiarism detection service because
the database served an “entirely different function” that was unrelated to the
expressive content of those essays. A.V. ex rel. Vanderhye v. iParadigms, LLC,
562 F.3d 630, 639 (4th Cir. 2009); accord Google Books, 804 F.3d at 216–17
(holding that an online book archive was “highly transformative” because it
served the purpose of allowing users to search books for terms of interest);
Perfect 10, 508 F.3d at 1165 (holding that an online image search index was
“highly transformative”). This only makes sense: a contrary ruling would have
risked impairing the functionality of these new information-sorting
technologies.

In the second category, copyrighted works serve documentary purposes and
may be important to the accurate representations of historical events. These
representations often have scholarly, biographical, or journalistic value, and
are frequently accompanied by commentary on the copyrighted work itself. See,
e.g., Bill Graham Archives v. Dorling Kindersley Ltd., 448 F.3d 605, 609 (2d
Cir. 2006) (concert posters transformed when reproduced in pictorial history of
the Grateful Dead); Núñez v. Caribbean Int’l News Corp., 235 F.3d 18, 23 (1st
Cir. 2000) (modeling photograph transformed when published as part of
newspaper coverage of a related controversy).

Brammer v. Violent Hues Productions, LLC, 922 F.3d 255, 264 (4th Cir.
2019); see also id. at 263 & n.3 (reversing the district court’s holding that
use of a photo found online, in connection with information about housing
in the area depicted in the photograph, for attendees of defendant’s film
festival, was used in a transformational manner and was a fair use, where
the district court placed undue weight on the subjective intent of the par-
ties, given that “[t]he transformational inquiry is largely objective.”).

When a work is simply retransmitted in a different medium, it is
less likely to be found to be transformative. See, e.g., Disney Enterprises,
Inc. v. VidAngel, Inc., 869 F.3d 848, 861 (9th Cir. 2017) (DVD to streaming
not transformative); A&M Records, Inc. v. Napster, Inc., 239 F.3d 1004,
1015 (9th Cir. 2001) (concluding that “downloading MP3 files does not
transform the copyrighted work.”); Infinity Broadcast Corp. v. Kirkwood,
150 F.3d 104, 108 & n.2 (2d Cir. 1998) (holding radio rebroadcasts over
telephone lines were not transformative, noting that “a change of format,
though useful, is not technically a transformation.”); UMG Recordings,
Inc. v. MP3.com, Inc., 92 F. Supp. 2d 349, 351 (S.D.N.Y. 2000) (finding that
the reproduction of music from CD-ROMs to MP3 files did not transform
the works; “defendant adds no ‘new aesthetics, new insights and
understandings’ to the original music recordings it copies, . . . but simply
repackages those recordings to facilitate their transmission through an-
other medium.”).

Likewise, deleting offensive words from a motion picture to make
them more accessible to people who otherwise might not watch them was
held not to be transformative because “removing objectionable content
may permit a viewer to enjoy a film, . . . [but that] does not necessarily
‘add. . . something new’ or change the ‘expression, meaning, or message’ of
the film . . . Star Wars is still Star Wars, even without Princess Leia’s bi-
kini scene.” Disney Enterprises, Inc. v. VidAngel, Inc., 869 F.3d 848, 861
(9th Cir. 2017) (quotations omitted); see also Disney Enterprises, Inc. v.
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VidAngel, Inc., 371 F. Supp. 3d 708, 719-22 (C.D. Cal. 2019) (rejecting
VidAngel’s fair use defense and granting summary judgment for plaintiffs).

As explained by Judge Leval, transformativeness is different from
transformation for purposes of evaluating derivative works. He wrote that
“derivative works generally involve transformations in the nature of
changes of form . . . ,” such as the translation of a novel into another
language, the adaptation of a novel into a movie or play, or the recasting
of a novel as an e-book or an audio book. Authors Guild v. Google Inc., 804
F.3d 202, 215 (2d Cir. 2015), cert. denied, 136 S. Ct. 1658 (2016). By
contrast, copying from an original for the purpose of criticism or commen-
tary about the original, or provision of information about it, “tends most
clearly to satisfy Campbell’s notion of the ‘transformative’ purpose involved
in the analysis of Factor One.” Id.; see also supra § 4.05[3] (analyzing de-
rivative works).

Where a work is based on an earlier work, the new work may be
deemed a fair use, if it is sufficiently transformative, or alternatively
found to be merely an infringing derivative work. See, e.g., Louis Vuitton
Malletier, S.A. v. My Other Bag, Inc., 674 F. App’x 16, 19 (2d Cir. 2016) (af-
firming summary judgment for the defendant on the issue of fair use
where the defendant’s use of plaintiff’s Louis Vuitton copyrighted pattern
on a cheap canvas bag with the slogan “My Other Bag” was deemed to be
a transformative parody); Salinger v. Colting, 607 F.3d 68, 83 (2d Cir.
2010) (agreeing with the district court that the author of “60 Years Coming:
Through the Rye” was not likely to prevail on its fair use defense in a suit
alleging that the novel was merely an infringing derivative work of J.D.
Salinger’s “The Catcher in the Rye”). In Perfect 10, Inc. v. Amazon.com,
Inc., 508 F.3d 1146 (9th Cir. 2007), the Ninth Circuit rejected the argu-
ment that providing access to infringing websites could never be deemed
transformative and is inherently not a fair use. The court acknowledged
that a party claiming fair use must act in a manner generally compatible
with principles of good faith and fair dealing. It distinguished Video
Pipeline, Inc. v. Buena Vista Home Entertainment, Inc., 342 F.3d 191,
198–200 (3d Cir. 2003), cert. denied, 540 U.S. 1178 (2004), and Atari Games
Corp. v. Nintendo of America Inc., 975 F.2d 832 (Fed. Cir. 1992) as cases
where the alleged infringers “intentionally misappropriated the copyright
owners’ works for the purpose of commercial exploitation,” whereas in
Amazon.com, Google was “operating a comprehensive search engine that
only incidentally indexes infringing websites. This incidental impact does
not amount to an abuse of the good faith and fair dealing underpinnings
of the fair use doctrine . . . . Google’s inclusion of thumbnail images
derived from infringing websites in its Internetwide search engine activi-
ties does not preclude Google from raising a fair use defense.” Perfect 10,
Inc. v. Amazon.com, Inc., 508 F.3d at 1164 n.8. In A.V. v. iParadigms, LLC,
562 F.3d 630 (4th Cir. 2009), the Fourth Circuit rejected the argument
that a defendant’s use could not be transformative where the defendant
added nothing additional to the work. In that case, the defendant oper-
ated a database designed to detect plagiarism in assignments submitted
by high school students. Plaintiffs argued that their term papers were
copied into the database without authorization by the defendant, who in
turn argued that its copying was a fair use. Judge Traxler, writing for the
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panel, explained that “[t]he use of a copyrighted work need not alter or
augment the work to be transformative in nature. Rather, it can be
transformative in function or purpose without altering or actually adding
to the original work.” A.V. v. iParadigms, LLC, 562 F.3d 630, 639 (4th Cir.
2009), citing Perfect 10, Inc. v. Amazon.com, Inc., 508 F.3d 1146, 1165 (9th
Cir. 2007). He explained that just like Google’s use of copyrighted images
in thumbnails as part of a search index was highly transformative even
though the images themselves were not altered (in that they served a dif-
ferent function than the original images served), iParadigms’ use of
plaintiffs’ works had an entirely different function and purpose than the
original—to prevent plagiarism and stop student works from being
plagiarized. Pierre Leval’s terminology, while adopted by the Supreme
Court, has been criticized as somewhat confusing by Seventh Circuit
Judge Posner, who in an opinion joined by then-Chief Judge Flaum and
Judge Rovner, sought to recast consideration of whether a work was
“transformative” or “superseding” in economic terms. According to Judge
Posner, “copying that is complementary to the copyrighted work (in the
sense that nails are complements of hammers) is fair use, but copying
that is a substitute for the copyrighted work (in the sense that nails are
substitutes for pegs or screws), or for derivative works from the
copyrighted work . . . is not fair use.” Ty, Inc. v. Publications Int’l Ltd.,
292 F.3d 512, 517 (7th Cir. 2002) (citation omitted).

Whether a secondary user’s good faith or bad faith is relevant to
fair use analysis is not entirely clear. In considering the purpose and
character of the use, the Supreme Court observed in 1985 that “[f]air use
presupposes ‘good faith’ and ‘fair dealing.’ ’’ Harper & Row Publishers, Inc.
v. Nation Enterprises, 471 U.S. 539, 562 (1985); see also Brammer v. Vio-
lent Hues Productions, LLC, 922 F.3d 255, 266 (4th Cir. 2019) (explaining
that “[b]ecause good faith is . . . presumed, most appellate courts, when
considering a user’s mental state, have just asked whether the ‘bad faith
subfactor weighs in plaintiffs’ favor.’ ’’) (citing prior cases and holding that
failing to appreciate that a photograph found online was copyrighted
amounted to negligence, not good faith). In Google LLC v. Oracle America,
Inc., 141 S. Ct. 1183 (2021), however, the Supreme Court, in finding fair
use, opined that it had “no occasion” in that case “to say whether good
faith is as a general matter a helpful inquiry.” Id. at 1204. As for bad
faith, the Court reinforced its skepticisim, as expressed in Campbell,
“about whether bad faith has any role in a fair use analysis.” Id., citing
Campbell, 510 U.S. at 585 n.18. Justice Breyer, writing for the 6-2 major-
ity in Google v. Oracle America, explained that “this skepticism justifiable,
as ‘[c]opyright is not a privilege reserved for the well-behaved.’ ’’ 141 S. Ct.
at 1204, quoting ; Pierre N. Leval, Toward a Fair Use Standard, 103 Harv.
L. Rev. 1105, 1126 (1990); see also id. at 1128 (writing that fair use
determinations depend “on factors pertinent to the objectives of copyright
law and not on the morality or motives of either the secondary user or the
copyright-owning plaintiff.”). “If the use is otherwise fair, then no permis-
sion need be sought or granted.” Campbell v. Acuff-Rose Music, Inc., 510
U.S. 569, 585 n.18 (1994); see also, e.g., Blanch v. Koons, 467 F.3d 244, 256
(2d Cir. 2006) (suggesting that good faith was de-emphasized by the
Supreme Court in Campbell but noting, in any case, that failing to seek
permission for copying, by itself, does not amount to bad faith); National
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E the nature of the copyrighted work;14

Football Scouting, Inc. v. Rang, 912 F. Supp. 2d 985, 992 (W.D. Wash.
2012) (rejecting the argument that a defendant’s failure to respond to
cease and desist letters should weigh against a finding of fair use, in
entering summary judgment for the defendant based on fair use; “National
points to its repeated cease and desist letters. However, if Rang was
entitled to protection under fair use, the letters add nothing to the analy-
sis because Rang would have been entitled to ignore them.”).

14The nature of the copyrighted work focuses on whether a work is
more creative or factual, and whether it is published or unpublished.

The Supreme Court has noted that creative works are ‘‘ ‘closer to
the core of intended copyright protection’ than informational or functional
works ‘with the consequence that fair use is more difficult to establish
when the former works are copied.’ ’’ Dr. Seuss Enterprises, L.P. v. Penguin
Books USA, Inc., 109 F.3d 1394, 1402 (9th Cir. 1997), quoting Campbell v.
Acuff-Rose Music, Inc., 510 U.S. 569, 586 (1994); see also Google LLC v.
Oracle America, Inc., 141 S. Ct. 1183, 1201-02 (2021) (holding that Google’s
reimplementation of Java SE APIs was a fair use and that the nature of
the work weighed in favor of fair use because “the declaring code is, if
copyrightable at all, further than are most computer programs (such as
the implementing code) from the core of copyright.”; “Like other computer
programs, it is functional in nature. But unlike many other programs, its
use is inherently bound together with uncopyrightable ideas (general task
division and organization) and new creative expression (Android’s
implementing code). Unlike many other programs, its value in significant
part derives from the value that those who do not hold copyrights, namely,
computer programmers, invest of their own time and effort to learn the
API’s system. And unlike many other programs, its value lies in its efforts
to encourage programmers to learn and to use that system so that they
will use (and continue to use) Sun-related implementing programs that
Google did not copy.”); Stewart v. Abend, 495 U.S. 207, 237 (1990) (“In gen-
eral, fair use is more likely to be found in factual works than in fictional
works.”); Brammer v. Violent Hues Productions, LLC, 922 F.3d 255, 266-67
(4th Cir. 2019) (explaining that fair use is more difficult to establish where
a work is protected by “thicker rights”).

In evaluating this factor, unpublished works are entitled to
enhanced protection. Once a work has been published, even a creative
work will no longer be eligible for enhanced protection. See Perfect 10, Inc.
v. Amazon.com, Inc., 508 F.3d 1146, 1167 (9th Cir. 2007).

Second Circuit Judge Pierre Leval has argued that the “transforma-
tive purpose inquiry” that is conventionally analyzed in connection with
the purpose and character of the use, is also relevant to an evaluation of
the nature of the work because “[o]ne cannot assess whether the copying
work has an objective that differs from the original without considering
both works, and their respective objectives.” Authors Guild v. Google Inc.,
804 F.3d 202, 220 (2d Cir. 2015), cert. denied, 136 S. Ct. 1658 (2016).

Needless to say, “courts have hardly ever found that the second fac-
tor in isolation played a large role in explaining a fair use decision.” 804
F.3d at 222; see also Dr. Seuss Enters., L.P. v. Penguin Books USA, Inc.,
109 F.3d 1394, 1402 (9th Cir. 1997) (noting that this second factor “typi-

4.10[1] E-COMMERCE AND INTERNET LAW

4-228

PAGE PROOFS - SUBJECT TO REVISION 
© 2022 Ian C. Ballon, www.IanBallon.net



E the amount and substantiality of the portion used in
relation to the copyrighted work as a whole;15 and

cally has not been terribly significant in the overall fair use balancing.”).
But see Google LLC v. Oracle America, Inc., 141 S. Ct. 1183, 1201 (2021)
(beginning the Court’s analysis finding that Google’s reapplication of Java
SE APIs constituted a fair use with consideration of the nature of the
copyrighted work “[f]or expository purposes . . . .”).

15In evaluating the amount and substantiality of the portion used,
courts should look at the amount copied relative to the entire work (both
quantitatively and qualitatively)—not as an absolute amount, in isola-
tion—and the purpose for the copying. See Google LLC v. Oracle America,
Inc., 141 S. Ct. 1183, 1204-05 (2021) (finding this factor weighed in favor
of fair use; “If one considers the declaring code in isolation, the quantita-
tive amount of what Google copied was large. Google copied the declaring
code for 37 packages of the Sun Java API, totaling approximately 11,500
lines of code . . . [or] virtually all the declaring code needed to call up
hundreds of different tasks. On the other hand, if one considers the entire
set of software material in the Sun Java API, the quantitative amount
copied was small. The total set of Sun Java API computer code, including
implementing code, amounted to 2.86 million lines, of which the copied
11,500 lines were only 0.4 percent.”).

The extent of permissible copying varies with the purpose and
character of the use. Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569,
586–87 (1994). “The ‘substantiality’ factor will generally weigh in favor of
fair use where . . . the amount of copying was tethered to a valid, and
transformative, purpose.” Google LLC v. Oracle America, Inc., 141 S. Ct.
1183, 1205 (2021). Indeed, as noted in connection with the earlier discus-
sion of transformation, “a new work may be transformative even where it
consists entirely of portions of the original work, or indeed even where it
is an ‘exact replication’ of the original work.” Hughes v. Benjamin, 437 F.
Supp. 3d 382, 390 (S.D.N.Y. 2020) (collecting cases).

Wholesale copying does not preclude a finding of fair use per se, but
may weigh against it. See Cariou v. Prince, 714 F.3d 694, 710 (2d Cir.
2013); A.V. v. iParadigms, LLC, 562 F.3d 630, 642 (4th Cir. 2009); Kelly v.
Arriba Soft Corp., 336 F.3d 811, 820 (9th Cir. 2003) (citing earlier case
law). “[A]s the amount of the copyrighted material that is used increases,
the likelihood that the use will constitute a ‘fair use’ decreases.” Bond v.
Blum, 317 F.3d 385, 396 (4th Cir. 2003). ‘‘The larger the amount, or the
more important the part, of the original that is copied, the greater the
likelihood that the secondary work might serve as an effectively compet-
ing substitute for the original, and might therefore diminish the original
rights holder’s sales and profits.’’ Authors Guild v. Google Inc., 804 F.3d
202, 221 (2d Cir. 2015), cert. denied, 136 S. Ct. 1658 (2016). By contrast,
“[i]f the secondary user only copies as much as is necessary for his or her
intended use, then this factor will not weigh against him or her.” Arriba
Software, 336 F.3d at 820. However, unlike trademark fair use (infra
§ 6.14), “the law does not require that the secondary artist may take no
more than is necessary.” Cariou v. Prince, 714 F.3d 694, 710 (2d Cir. 2013).
In short, “[t]here are no absolute rules as to how much of a copyrighted
work may be copied and still be considered a fair use.” Maxtone-Graham
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v. Burtchaell, 803 F.2d 1253, 1263 (2d Cir. 1986), cert. denied, 481 U.S.
1059 (1987).

Courts typically look at both the size of an excerpt and its quality
(or whether the “essence” of the work was copied). For example, in Harper
& Row Publishers, Inc. v. Nation Enterprises, 471 U.S. 539, 564–65 (1985),
the Court found that a comparatively short, 300 word excerpt in a book
review of President Gerald Ford’s memoirs supplanted the potential mar-
ket for or value of the copyrighted work because it included many of the
more important details that otherwise were to appear in a licensed excerpt
in a competing newsmagazine.

By contrast, the defendant’s inclusion of twenty seconds of footage,
edited from a promotional trailer, in a forty-four-minute television
biography program, was found to be a fair use in Hofheinz v. A & E Televi-
sion Networks, 146 F. Supp. 2d 442 (S.D.N.Y. 2001). Similarly, in Hofheinz
v. AMC Productions, Inc., 147 F. Supp. 2d 127 (E.D.N.Y. 2001), a court
found that the unauthorized inclusion of certain movie clips and
photographs in a documentary film, in addition to excerpts which had
been expressly licensed, was likely to be found a fair use, in part because
the clips did not amount to a substantial portion of the films from which
they were excerpted. The court observed that the material did not “ge[t] at
the ‘heart’ of the copyrighted works.” In evaluating the size of an excerpt,
courts may focus both in absolute and percentage terms. See, e.g., Iowa
State University Research Foundation, Inc. v. American Broadcasting
Companies, Inc., 621 F.2d 57, 61–62 (2d Cir. 1980) (holding that a televi-
sion program’s copying of 2.5 minutes was held actionable, and not a fair
use, because it amounted to 8% of the total show).

Courts will also look at the nature of the copying. Thus, copying
even an entire work may be deemed a fair use “where the use of the origi-
nal work is limited in purpose and scope.” A.V. v. iParadigms, LLC, 544 F.
Supp. 2d 473, 483 (E.D. Va. 2008) (holding that the amount and
substantiality of the portion used either favored neither party or a finding
of fair use where the defendant used entire copies of high school students’
papers for the limited purpose of storing them digitally and reviewing
them electronically in connection with running a plagiarism detection ser-
vice, where the use was also found to be highly transformative), aff’d, 562
F.3d 630, 642 (4th Cir. 2009). Similarly, in Authors Guild v. Google Inc.,
804 F.3d 202, 221 (2d Cir. 2015), cert. denied, 136 S. Ct. 1658 (2016), the
appellate panel held that copying 100% of plaintiff’s books nevertheless
amounted to a fair use where the copying was undertaken for a highly
transformative purpose of data mining, the copying did not have an
adverse impact on the market of the genuine product, and each copy was
made “to enable search functions to reveal limited, important information
about the books.” 804 F.3d at 222. Needless to say, there is no magic
number or percentage below which the quantity and quality of the portion
copied automatically will be deemed a fair use.

In addition to being potentially relevant to the fair use defense, the
amount and substantiality of material copied without authorization could
support a defense of de minimis copying under very limited circumstances.
See supra § 4.08[1].
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E the effect of the use upon the potential market for, or
value of, the copyrighted work.16

Even a relatively small amount of copying, however, may

1617 U.S.C.A. § 107. In evaluating the effect on the potential market
for or value of the copyrighted work, courts should consider “whether the
secondary use usurps or substitutes for the market of the original work.”
Castle Rock Entertainment, Inc. v. Carol publishing Group, Inc., 150 F.3d
132, 145 (2d Cir. 1998); see also A.V. v. iParadigms, LLC, 562 F.3d 630,
643 (4th Cir. 2009) (courts must determine whether a use would “materi-
ally impair the marketability of the work and whether it would act as a
market substitute” for them; citing earlier cases). The Second Circuit has
made clear that this factor focuses not on “whether the secondary use sup-
presses or even destroys the market for the original work, or its potential
derivatives, but whether the secondary use usurps the market for the
original work.” Cariou v. Prince, 714 F.3d 694, 708 (2d Cir. 2013) (holding
that the use of plaintiff’s photographs in high end paintings that were
marketed to a different sort of collector from the copyright owner’s origi-
nal photographs did not usurp the copyright owner’s market), quoting
Blanch v. Koons, 467 F.3d 244, 258 (2d Cir. 2006). Stated differently, a
“fair use must not excessively damage the market for the original by
providing the public with a substitute for that original work.” Authors
Guild, Inc. v. HathiTrust, 755 F.3d 87, 95 (2d Cir. 2014). In the Eleventh
Circuit, “[t]he central question under the fourth factor is not whether
Defendants’ use of Plaintiffs’ works caused Plaintiff to lose some potential
revenue. Rather, it is whether Defendants’ use—taking into account the
damage that might occur if ‘everybody did it’—would cause substantial
economic harm such that allowing it would frustrate the purposes of copy-
right by materially impairing Defendants’ incentive to publish the work.”
Cambridge University Press v. Patton, 769 F.3d 1232, 1276 (11th Cir.
2014) (emphasis in the original).

While there is no bright line test for determining how much of an
impact on the market is too much—especially because fair use fundamen-
tally involves a balancing of interests—in Disney Enterprises, Inc. v.
VidAngel, Inc., 869 F.3d 848, 861 (9th Cir. 2017), the court held that
VidAngel’s “family friendly” service, which deleted certain dialogue
deemed to be offensive from plaintiffs’ motion pictures, had an adverse
impact on the potential market for or value the copyrighted work where
slightly less than half of VidAngel’s customers (49%) said in a survey that
they would watch unedited versions if VidAngel’s versions were
unavailable.

While an unauthorized use usually will be considered less fair when
it is readily available for license, in some cases courts have found this fac-
tor weighs against fair use even where the work is not commercially avail-
able if a potential future market is harmed by the use. See, e.g., Balsley v.
LFP, Inc., 691 F.3d 747, 761 (6th Cir. 2012) (finding that a publisher had
failed to rebut a presumption of market harm where it published a photo
in which plaintiffs had acquired the copyright to prevent its dissemina-
tion), cert. denied, 568 U.S. 1124 (2013); Monge v. Maya Magazines, Inc.,
688 F.3d 1164, 1181-82 (9th Cir. 2012) (finding a use not fair where the
potential market for unpublished photos was harmed by the defendant’s
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be found impermissible if it deprives a copyright owner of its

infringing publication). Ultimately, this factor focuses on the impact of a
use on the potential market for or value of the copyrighted work..

In general, “the more transformative the secondary use, the less
likelihood that the secondary use substitutes for the original” even though
“the fair use, being transformative, might well harm, or even destroy, the
market for the original.” A.V. v. iParadigms, LLC, 562 F.3d 630 (4th Cir.
2009), citing Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 591–93
(1994) (“[A] lethal parody, like a scathing theater review, kills demand for
the original, [but] does not produce a harm cognizable under the Copy-
right Act.”); see also Brownmark Films, LLC v. Comedy Partners, 682 F.3d
687, 692–93 (7th Cir. 2012) (affirming dismissal of a suit where the
defendant’s use was “clearly a parody” and did not supplant the market
for the original product, meaning that it could not have had “an actionable
effect on the potential market for or value of” the copyright holder’s video);
Sony Computer Entertainment, Inc. v. Connectix Corp., 203 F.3d 596, 607
(9th Cir.) (“Whereas a work that merely supplants or supersedes another
is likely to cause a substantially adverse impact on the potential market
of the original, a transformative work is less likely to do so.”), cert. denied,
531 U.S. 871 (2000). As the Second Circuit explained, “[f]actor Four analy-
sis is concerned with only one type of economic injury to the copyright
holder: the harm that results because the secondary use serves as a
substitute for the original work . . . . [A]ny economic ‘harm’ caused by
transformative uses does not count because such uses, by definition, do
not serve as substitutes for the original work.” Authors Guild, Inc. v.
HathiTrust, 755 F.3d 87, 99 (2d Cir. 2014).

The Supreme Court has cautioned against a mechanical approach
in evaluating the impact of a use on the market for the genuine product—
writing that “a potential loss of revenue is not the whole story”—which
requires consideration of both the amount and the source of the loss. See
Google LLC v. Oracle America, Inc., 141 S. Ct. 1183, 1206 (2021). A ‘‘ ‘le-
thal parody, like a scathing theatre review,’ may ‘kil[l] demand for the
original.’ ’’ Id., quoting Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569,
591-92 (1994). “Yet this kind of harm, even if directly translated into
foregone dollars, is not ‘cognizable under the Copyright Act.’ ’’ Google v.
Oracle, 141 S. Ct. at 1206, quoting Campbell, 510 U.S. at 592. In evaluat-
ing the impact on the market, courts, besides looking at the actual or
potential market loss to the copyright owner, should also “consider the
public benefit resulting from a particular use notwithstanding the fact
that the alleged infringer may gain commercially.” Sega Enterprises Ltd.
v. Accolade, Inc., 977 F.2d 1510, 1523 (9th Cir. 1992). The Supreme Court
has cautioned that public benefit considerations may not be relevant in all
cases, but they were relevant to the Court’s finding of fair use in Google v.
Oracle. Justice Breyer explained that the Court’s holding took into ac-
count the public benefits the copying would likely produce, suggesting
that courts, in evaluating this fair use factor, consider, among other things,
whether those benefits related to “copyright’s concern for the creative pro-
duction of new expression” and whether they were “comparatively
important or unimportant, when compared with dollar amounts likely lost
(taking into account as well the nature of the source of the loss) . . . .”
Google LLC v. Oracle America, Inc., 141 S. Ct. 1183, 1206 (2021), citing
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ability to exploit the work.17

MCA, Inc. v. Wilson, 677 F.2d 180, 183 (2d Cir. 1981) (calling for a balanc-
ing of public benefits and losses to copyright owner under this factor). In
Google v. Oracle, the Supreme Court concluded that given programmers’
investment in learning Java APIs, allowing enforcement of Oracle’s copy-
right would risk harm to the public. See 141 S. Ct. at 1208.

In Google v. Oracle, the jury’s finding of fair use was supported by
evidence that Android was not a market substitute for Java, that Android
did not harm the actual or potential market for Java SE, that regardless
of Android’s smartphone technology, Sun was poorly positioned to succeed
in the mobile phone market, and that Sun foresaw a benefit from the
broader use of the Java programming language in a new platform like like
Android, which would further expand the network of Java-trained
programmers. 141 S. Ct. at 1206-07. In affirming the jury verdict and
reversing the Federal Circuit’s ruling, the Supreme Court rejected the
Federal Circuit’s analysis that the market was adversely affected because
Google had sought unsuccessfully to obtain a license to use Java before
reimplementing 37 APIs, noting that “those licensing negotiations
concerned much more than 37 packages of declaring code, covering topics
like ‘the implementation of [Java’s] code’ and ‘branding and cooperation’
between the firms.” Id. at 1207. Justice Breyer, writing for majority, noted
that in every fair use case the plaintiff suffers “a loss of a potential market
if that potential is defined as the theoretical market for licensing the very
use at bar” Id. (emphasis in original), quoting 4 Nimmer on Copyright
§ 13.05[A][4]. The Court also observed that Android’s profitability had
much to do with third party programmers’ investment in Sun Java
programs; “It has correspondingly less to do with Sun’s investment in
creating the Sun Java API. We have no reason to believe that the Copy-
right Act seeks to protect third parties’ investment in learning how to
operate a created work.” Id. at 1208, citing Campbell, 510 U.S. at 591–92
(discussing the need to identify those harms that are “cognizable under
the Copyright Act”).

The Supreme Court also observed that consideration of the impact
on the market may prove complex “where computer programs are at issue
. . . .” Google LLC v. Oracle America, Inc., 141 S. Ct. 1183, 1206 (2021).

While an alleged infringer bears the evidentiary burden on all four
factors, where the copyright owner has evidence of whether and under
what terms a work has been exploited, the burden of going forward with
this evidence rests with the copyright owner. Cambridge University Press
v. Patton, 769 F.3d 1232, 1279-80 & n.34 (11th Cir. 2014).

17See American Geophysical Union v. Texaco Inc., 60 F.3d 913, 923
(2d Cir.), cert. dismissed, 516 U.S. 1005 (1995). Moreover, the absence of
an existing market for the genuine work may not be determinative if a
defendant’s use adversely affects the copyright owner’s ability to later
exploit it. The statute refers to the potential market for or value of the
protected work. Thus, in UMG Recordings, Inc. v. MP3.com, Inc., 92 F.
Supp. 2d 349 (S.D.N.Y. 2000), the court rejected MP3.com’s fair use defense
in part because a copyright owner is entitled to refuse to license a work or
to do so only on terms acceptable to it. The court found that the plaintiffs’
ability to market digital music in the future had been damaged by
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These fair use factors should not be applied mechanically,
with each given equal weight.18 Rather, they must be bal-
anced against one another.

While no single factor necessarily will be determinative,19

the effect of a defendant’s use on the potential market for or
value of the copyrighted work generally had been viewed as

MP3.com’s unauthorized practices. Likewise, in a subsequent case brought
against MP3.com, the court reiterated, in response to the argument that
the plaintiffs themselves had offered free downloads of their protected
MP3 music files, that “even if plaintiffs’ own uses were more exploitative
(as . . . defendant claimed . . .), defendant’s activities would still ‘invade
plaintiffs’ statutory right to license their copyrighted sound recordings to
others for reproduction’ and would still infringe ‘a copyrightholder’s
exclusive rights . . . within broad limits, to curb the development of such
a derivative market by refusing to license a copyrighted work or by doing
so only on terms the copyright owner finds acceptable.’ ’’ Teevee Toons, Inc.
v. MP3.com, Inc., 134 F. Supp. 2d 546, 547 (S.D.N.Y. 2001), quoting UMG
Recordings, Inc. v. MP3.com, Inc., 92 F. Supp. 2d at 352 (internal quota-
tion marks omitted).

The fact that a particular unauthorized use may actually enhance
demand for the genuine work likewise has not necessarily been found to
be a mitigating factor if the copyright owner in fact does not approve of
the use. The court in UMG Recordings, Inc. v. MP3.com, Inc., 92 F. Supp.
2d 349 (S.D.N.Y. 2000), for example, rejected as relevant the argument
that defendant’s service enhanced sales of plaintiffs’ works because
subscribers were required to show that they already owned a genuine
copy of a CD, or simultaneously purchase one, before being able to copy it
from the My.MP3.com online database to their personal folders. Judge
Rakoff wrote that “[a]ny allegedly positive impact of defendant’s activities
on plaintiffs’ prior market [for the sale of CDs] in no way frees defendant
to usurp a future market [online music sales] that directly derives from
reproduction of the plaintiffs’ copyrighted works.” UMG Recordings, Inc. v.
MP3.com, Inc., 92 F. Supp. 2d 349, 352 (S.D.N.Y. 2000).

On the other hand, if a copyright owner cannot articulate any cred-
ible theory of loss, the fact that a use enhances demand for the genuine
product would weigh in favor of a finding of fair use, at least for purposes
of assessing the fourth fair use factor. Judge Posner, in describing fair use
of a book in connection with a book review, wrote that it would be
“perverse” to treat copying that “increase[d] demand for the copyrighted
works” as infringing. See Ty, Inc. v. Publications Int’l Ltd., 292 F.3d 512,
517 (7th Cir. 2002).

18Cambridge University Press v. Patton, 769 F.3d 1232, 1260 (11th
Cir. 2014).

19Congress intended the four statutory criteria to serve as guidelines
for “balancing the equities” rather than “definitive or determinative” tests,
which “are to be . . . weighed together, in light of the objectives of copy-
right ‘to promote the progress of science and the useful arts.’ ’’ H.R. Rep.
No. 94-1476, 94th Cong. 2d Sess. 65 (1976), reprinted in 1976 U.S.C-
.C.A.N. 5659, 5679.
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the most important factor in the past20 and may be espe-
cially significant where a use substitutes for the original
work. Increasingly, however, the first of the four consider-
ations, the purpose and character of the use (and specifically
whether the use is transformative), is viewed as “[t]he heart
of the fair use inquiry.”21 As the Second Circuit explained,
“the Supreme Court has made clear that some of the stat-
ute’s four listed factors are more significant than others. The

20See Harper & Row Publishers, Inc. v. Nation Enterprises, 471 U.S.
539, 566 (1985) (describing this factor as “the single most important
. . . .”); A.V. ex rel. Vanderhye v. iParadigms, LLC, 562 F.3d 630, 642 (4th
Cir. 2009); Princeton University Press v. Michigan Document Services, Inc.,
99 F.3d 1381, 1385 (6th Cir. 1996), cert. denied, 520 U.S. 1156 (1997). But
see Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 577-78 (1994) (back-
ing away from the notion that any single factor was more important than
any other, holding that fair use determinations required a “case-by-case
analysis” and explaining that no single fair use factor should be considered
in isolation; “All are to be explored, and the results weighed together, in
light of the purposes of copyright.”).

21On Davis v. The Gap, Inc., 246 F.3d 152, 174 (2d Cir. 2001); see also
Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 579, 594 (1994) (reject-
ing the lower court’s analysis that the use at issue was presumptively
unfair because it was commercial and explaining that “the more
transformative the new work, the less will be the significance of other fac-
tors, like commercialism, that may weigh against a finding of fair use.”);
American Geophysical Union v. Texaco Inc., 60 F.3d 913, 926 (2d Cir.)
(suggesting that the U.S. Supreme Court has abandoned the view that the
most important factor is the effect on the potential market), cert. dismissed,
516 U.S. 1005 (1995); Hofheinz v. Discovery Communications, Inc., 60
U.S.P.Q.2d 1845, 2001 WL 1111970, at *3 n.6 (S.D.N.Y. Sept. 20, 2001)
(describing the Second Circuit as following what at the time was a minor-
ity view in placing greater emphasis on this factor). Other circuits also
have considered transformativeness to be either the more important factor
or potentially determinative in some cases. See, e.g., A.V. v. iParadigms,
LLC, 562 F.3d 630, 639 (4th Cir. 2009) (holding that making an exact
digital copy of a student’s thesis for the purpose of determining whether it
included plagiarism was a fair use); Seltzer v. Green Day, Inc., 725 F.3d
1170, 1178-79 (9th Cir. 2013) (holding the defendant’s use to be transfor-
mative and therefore a fair use). But see Kienitz v. Sconnie Nation LLC,
766 F.3d 756, 758-59 (7th Cir. 2014) (expressing skepticism with the
Second Circuit’s approach to transformativeness “because asking
exclusively whether something is ‘transformative’ not only replaces the
list in § 107 but also could override 17 U.S.C. § 106(2), which protects de-
rivative works . . .” and reiterating, in an opinion written by Judge
Easterbrook, that it was “best to stick with the statutory list, of which the
most important usually is the fourth (market effect).”), cert. denied, 575
U.S. 913 (2015). Ultimately, neither the first nor the fourth factor should
be viewed in isolation, but most courts today consider transformativeness
to often be the more important consideration.
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Court observed in Harper & Row . . . that . . . the harm
the secondary use can cause the market for, or the value of,
the copyright for the original, ‘is undoubtedly the single most
important element of fair use.’. . . In Campbell, the Court
stressed also the importance of . . . ‘the purpose and
character of the secondary use.’ ’’22

The four factors expressly listed in 17 U.S.C.A. § 107 are
not exclusive.23 Section 107 codified the common law doctrine
of fair use that existed prior to the enactment of the 1976
Copyright Act. The four factors “are a checklist of things to
be considered rather than a formula for decision; and
likewise the list of statutory purposes.”24 They “provide only
general guidance about the sorts of copying that courts and
Congress most commonly had found to be fair uses.”25 They
“are to be explored, and the results weighed together, in
light of the purpose of copyright [law].”26 Congress “intended
that courts continue the common law tradition of fair use
adjudication” and section 107 “permits and requires courts
to avoid rigid application of the copyright statute, when, on
occasion, it would stifle the very creativity which that law is
designed to foster.”27 According to the Second Circuit, “[t]he
ultimate test of fair use, therefore, is whether the copyright
law’s goal of ‘promoting the progress of science and useful

22Authors Guild v. Google Inc., 804 F.3d 202, 213-14 (2d Cir. 2015)
(quoting Harper & Row Publishers, Inc. v. Nation Enterprises, 471 U.S.
539, 566 (1985) and 17 U.S.C.A. § 107 and citing Campbell v. Acuff-Rose
Music, Inc., 510 U.S. 569, 591 (1994)), cert. denied, 136 S. Ct. 1658 (2016).

23Even though section 107 uses the mandatory term shall, a close
reading of the somewhat unusual sentence structure preceding the four
criteria shows that Congress did not intend that the four factors be the
only ones considered; merely that in every fair use determination, each of
the four factors (among other things) must be considered. See 17 U.S.C.A.
§ 107 (“In determining whether the use made of a work in any particular
case is a fair use the factors to be considered shall include . . . .”).

24Ty, Inc. v. Publications Int’l Ltd., 292 F.3d 512, 522 (7th Cir. 2002);
see also Peter Letterese & Associates, Inc. v. World Institute of Scientology
Enterprises, Int’l, 533 F.3d 1287, 1308 (11th Cir. 2008) (reiterating that
neither the examples found in the preamble to section 107 nor the four
statutory factors are to be considered exclusive). In the words of Judge
Posner, the statutory definition, “while though extensive, is not
illuminating. (More can be less, even in law).” Ty, Inc. v. Publications Int’l
Ltd., 292 F.3d 512, 522 (7th Cir. 2002).

25Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 577–78 (1994).
26Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 577–78 (1994).
27Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 577 (1994)

(internal quotation marks omitted).
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arts,’, ‘would be better served by allowing the use than by
preventing it.’ ’’28 As a practical matter, since courts may
evaluate other factors consistent with the underlying objec-
tives of the Copyright Act, but must consider each of the four
statutory criteria, in many cases the four factors alone are
determinative. Nevertheless, fair use may be found in cases
where the four criteria alone might not otherwise justify the
finding.

Examples of fair use, when unauthorized copying has been
deemed lawful, include parody, in cases involving sampling
copyrighted music in a rap song,29 and use of a photograph,30

28Castle Rock Entertainment, Inc. v. Carol publishing Group, Inc.,
150 F.3d 132, 141 (2d Cir. 1998) (quoting an earlier case and U.S. Const.,
art. I, § 8, cl. 8). In this regard, “excessively broad protection would stifle,
rather than advance, the [Copyright Act’s] objective.” Blanch v. Koons, 467
F.3d 244, 250 (2d Cir. 2006), quoting Pierre N. Leval, Toward A Fair Use
Standard, 103 Harv. L. Rev. 1105, 1109 (1990).

29See Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569 (1994)
(sampling of a copyrighted song for use in a new parody composition);
Smith v. Graham, 799 F. App’x 36 (2d Cir. 2020) (affirming summary judg-
ment for the defendants, holding that Drake’s use of the “Jimmy Smith
Rap” in “Pound Cake” was transformative, did not usurp the original or
cause a negative market effect, and was a fair use); Chapman v. Maraj,
2:18-cv-09088-VAP-SSx, 2020 WL 6260021 (C.D. Cal. Sept. 16, 2020) (hold-
ing that Nicki Minaj sampling a song without permission from Tracy
Chapman, for use on an unreleased track, was a fair use, but finding a
disputed issue of fact over whether Minaj had leaked the track and, if she
had, could be held liable for infringement).

30See, e.g., Leibovitz v. Paramount Pictures Corp., 137 F.3d 109 (2d
Cir. 1998) (holding that a famous Annie Leibovitz photograph of the actress
Demi Moore, while pregnant, in a well known pose evocative of Botticelli’s
Birth of Venus, which appeared on the cover of Vanity Fair in 1991, was
used permissibly as a fair use parody when Paramount restaged the
photoshoot and superimposed the face of a male actor on a female model’s
body to advertise an upcoming movie); Kienitz v. Sconnie Nation LLC, 766
F.3d 756 (7th Cir. 2014) (holding that the defendant’s use of a photograph
of the mayor of Madison, Wisconsin, in a parody poster and on t-shirts
making fun of the mayor’s prior involvement as a student in the annual
Mifflin Street Block Party, which as mayor he had sought to shut down,
was a fair use), cert. denied, 575 U.S. 913 (2015); Schwartzwald v. Oath
Inc., No. 19-CV-9938 (RA), 2020 WL 5441291, at *4-6 (S.D.N.Y. Sept. 10,
2020) (dismissing plaintiff’s claim for copyright infringement of a
photograph of actor John Hamm walking down the street apparently
without wearing underwear, finding that the use of the photo by Huffington
Post, in an article entitled 25 Things You Wish You Hadn’t Learned in
2013 and Must Forget in 2014, where the portion of the photo that showed
a bulge in Hamm’s pants was replaced with a graphic stating “Image
Loading,” was a fair use; rejecting the argument that alternative photos
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mask,31 and literary work32 (although satire, per se, is not
automatically a fair use33), taping television transmissions

could have been used because they “would not have accomplished Oath’s
goals of mocking both Hamm and those who obsess over viral photographs
of this sort” and holding that “Oath’s use of the Photograph was
transformative because it used the Photograph in service of its dual goals
of mocking both Hamm and those who fixate over such suggestive photos
of him—a use distinct from that which Schwartzwald intended—and
because Oath obscured the very portion of the Photograph that made it
most valuable or unique in the first instance.”).

31See Easter Unlimited, Inc. v. Rozier, 18-CV-06637 (KAM), 2021 WL
4409729, at *10-17 (E.D.N.Y. Sept. 27, 2021) (granting summary judgment
to the defendant on plaintiff’s claim of copyright infringement, holding
that Boston Celtics’ player Terry Rozier’s use of plaintiff’s “Ghost Face
Mask” in a cartoon parody of himself as “Scary Terry,” a nickname
intended to humorously invoke the fear that Mr. Rozier’s “dangerous” abil-
ity to score supposedly instilled in his NBA opponents, was a fair use as a
matter of law).

32See Suntrust Bank v. Houghton Mifflin Co., 268 F.3d 1257 (11th Cir.
2001) (finding the defendant likely to prevail on its fair use defense in
connection with “The Wind Done Gone,” a spoof of “Gone With the Wind”
written from the perspective of slaves).

33A number of courts apply the “conjure up” test to determine the
“purpose and character of the use,” under which “the parodist is permitted
a fair use of a copyrighted work if it takes no more than necessary to
‘recall’ or ‘conjure up’ the object of his parody.” Dr. Seuss Enterprises, L.P.
v. Penguin Books USA, Inc., 109 F.3d 1394, 1400 (9th Cir. 1997); see also,
e.g., MCA, Inc. v. Wilson, 677 F.2d 180, 184 (2d Cir. 1981). To constitute a
fair use parody—as opposed to mere satire—a work generally must be
targeted at the original work and not merely borrow its style “to get atten-
tion or to avoid the drudgery in working up something fresh . . . .”
Campbell v. Acuff-Rose Music, Inc., 510 U.S. at 580; see also Campbell v.
Acuff-Rose Music, Inc., 510 U.S. 569, 597 (1994) (Kennedy, J., concurring);
Rogers v. Koons, 960 F.2d 301, 310 (2d Cir.) (“the copied work must be, at
least in part, an object of the parody, otherwise there would be no need to
conjure up the original work”), cert. denied, 506 U.S. 934 (1992).

Thus, for example, the satiric book “The Cat Not in the Hat! By Dr.
Juice,” a poetic account of the O.J. Simpson murder trial in the style of
Dr. Seuss’s “The Cat in the Hat” was held to not be a fair use in Dr. Seuss
Enterprises, L.P. v. Penguin Books USA, Inc., 109 F.3d 1394, 1400-03 (9th
Cir. 1997) because the defendant’s book used the style of plaintiff’s work
to mimic the O.J. Simpson trial, rather than “The Cat in the Hat.”

Similarly, in a later case involving Dr. Seuss’s book, Oh The Places
You’ll Go!, the Ninth Circuit held that a comic book mashup between that
Dr. Seuss book and the original Star Trek television series, was not a fair
use (rejecting the district court’s analysis that the book, although not a
parody, was highly transformative and a fair use). See Dr. Seuss
Enterprises, L.P. v. ComicMix LLC, 983 F.3d 443, 450-61 (9th Cir. 2020),
cert. denied, 141 S. Ct. 2803 (2021), rev’g in relevant part, 372 F. Supp. 3d
1101, 1114-25 (S.D. Cal. 2019) (granting summary judgment for ComicMix).
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on a videocassette recorder for future viewing,34 reimplement-
ing (37 of 166 of Java SE) application programming inter-
faces (APIs) in a new mobile operating system (by using
declaring code for the APIs in connection with an original,
noninfringing implementing code, written for the Android
operating system),35 linking and copying visual images for

ComicMix’s book—Oh, the Places You’ll Boldly Go! – was written by Star
Trek episodes author David Gerrold, and borrowed “liberally—graphically
and otherwise—from [Oh The Places You’ll] Go! and other works by Dr.
Seuss, and . . . use[d] Captain Kirk and his spaceship Enterprise to tell
readers that ‘life is an adventure but it will be tough.’ ’’ 983 F.3d at 448. In
reversing the district court’s finding of fair use, the Ninth Circuit panel
wrote: “The creators thought their Star Trek primer would be ‘pretty well
protected by parody,’ but acknowledged that “people in black robes” may
disagree. Indeed, we do.” Id. Judge M. Margaret McKeown wrote that
“[a]lthough ComicMix’s work need not boldly go where no one has gone
before, its repackaging, copying, and lack of critique of Seuss, coupled
with its commercial use of Go!, do not result in a transformative use.” Id.
at 455. ComicMix had argued that the work was transformative based on
“extensive new content,” but Judge McKeown wrote that “the addition of
new expression to an existing work is not a get-out-of-jail-free card that
renders the use of the original transformative. The new expression must
be accompanied by the benchmarks of transformative use. . . . Instead of
possessing a further purpose or different character, Boldly paralleled Go!’s
purpose. In propounding the same message as Go, Boldly used expression
from Go! to “keep to [Go!’s] sentiment.” Absent new purpose or character,
merely recontextualizing the original expression by ‘plucking the most
visually arresting excerpt[s]’ of the copyrighted work is not transforma-
tive.” Id. at 453-54. The appellate panel also found that ComicMix’s
mashup adversely impacted the market for the genuine product because
Dr. Seuss Enterprises had licensed Oh The Places You’ll Go! for other
uses, including a collaboration with The Jim Henson Company and a
digital game, among other things. Id. at 458-61; see also infra § 6.14[7]
(analyzing the Lanham Act holding in the same case, in which the Ninth
Circuit ruled that the defendant’s use was protected by the First Amend-
ment, and not actionable under Rogers v. Grimaldi).

34See Sony Corp. of America v. Universal City Studios, Inc., 464 U.S.
417 (1984).

35See Google LLC v. Oracle America, Inc., 141 S. Ct. 1183 (2021)
(holding that all four fair use factors favored fair use); see also supra
§ 4.07 (discussing the Google v. Oracle case in the context of copyright
protection for software). An API is a user interface that allows program-
mers to call upon prewritten computing tasks for use in their own
programs. Google had reimplemented Java SE APIs “taking only what
was needed to allow users to put their accrued talents to work in a new
and transformative program,” Id. at 1209. Google had written its own
original code to perform the tasks, but had copied the declaring code of the
APIs to make them easy for JAVA language programmers to use. As
explained by the Court:
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the purpose of indexing websites as part of a visual search

The API reflects Sun’s division of possible tasks that a computer might perform
into a set of actual tasks that certain kinds of computers actually will perform.
Sun decided, for example, that its API would call up a task that compares one
integer with another to see which is the larger. Sun’s API (to our knowledge)
will not call up the task of determining which great Arabic scholar decided to
use Arabic numerals (rather than Roman numerals) to perform that “larger in-
teger” task. No one claims that the decisions about what counts as a task are
themselves copyrightable—although one might argue about decisions as to how
to label and organize such tasks (e.g., the decision to name a certain task
“max” or to place it in a class called “Math.” Cf. Baker v. Selden, 101 U.S. 99
(1880)).

114 S. Ct. at 1201. Justice Breyer wrote, for the majority, that one could
think of the technology as having three essential parts:

First, the API includes “implementing code,” which actually instructs the com-
puter on the steps to follow to carry out each task. Google wrote its own
programs (implementing programs) that would perform each one of the tasks
that its API calls up.

Second, the Sun Java API associates a particular command, called a “method
call,” with the calling up of each task. The symbols java.lang., for example, are
part of the command that will call up the program (whether written by Sun or,
as here, by Google) that instructs the computer to carry out the “larger number”
operation. Oracle does not here argue that the use of these commands by
programmers itself violates its copyrights.

Third, the Sun Java API contains computer code that will associate the writing
of a method call with particular “places” in the computer that contain the
needed implementing code. This is the declaring code. The declaring code both
labels the particular tasks in the API and organizes those tasks, or “methods,”
into “packages” and “classes.” We have referred to this organization, by way of
rough analogy, as file cabinets, drawers, and files. Oracle does claim that
Google’s use of the Sun Java API’s declaring code violates its copyrights.

The declaring code at issue here resembles other copyrighted works in that it is
part of a computer program. Congress has specified that computer programs
are subjects of copyright. It differs, however, from many other kinds of
copyrightable computer code. It is inextricably bound together with a general
system, the division of computing tasks, that no one claims is a proper subject
of copyright. It is inextricably bound up with the idea of organizing tasks into
what we have called cabinets, drawers, and files, an idea that is also not
copyrightable. It is inextricably bound up with the use of specific commands
known to programmers, known here as method calls (such as
java.lang.Math.max, etc.), that Oracle does not here contest. And it is
inextricably bound up with implementing code, which is copyrightable but was
not copied.

Id. at 1201 (emphasis in original).
With respect to the nature of the work, the Court concluded that it

weighed in favor of fair use, writing that “the declaring code is, if
copyrightable at all, further than are most computer programs (such as
the implementing code) from the core of copyright.” Id. at 1202. Justice
Breyer explained that “the copied declaring code and the uncopied
implementing programs call for, and reflect, different kinds of capabilities.
A single implementation may walk a computer through dozens of different
steps. To write implementing programs, witnesses told the jury, requires
balancing such considerations as how quickly a computer can execute a
task or the likely size of the computer’s memory. One witness described
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that creativity as “magic” practiced by an API developer when he or she
worries ‘about things like power management’ for devices that ‘run on a
battery.’ . . . This is the very creativity that was needed to develop the
Android software for use not in laptops or desktops but in the very differ-
ent context of smartphones.” Id. at 1202. Consequently, Justice Breyer
explained, “[t]he declaring code (inseparable from the programmer’s
method calls) embodies a different kind of creativity. Sun Java’s creators,
for example, tried to find declaring code names that would prove
intuitively easy to remember. . . . They wanted to attract programmers
who would learn the system, help to develop it further, and prove reluctant
to use another. . . . It sought to make the API ‘open’ and ‘then . . .
compete on implementations.’ ’’ Id. Thus, “the declaring code differs to
some degree from the mine run of computer programs. Like other com-
puter programs, it is functional in nature. But unlike many other
programs, its use is inherently bound together with uncopyrightable ideas
(general task division and organization) and new creative expression
(Android’s implementing code). Unlike many other programs, its value in
significant part derives from the value that those who do not hold
copyrights, namely, computer programmers, invest of their own time and
effort to learn the API’s system. And unlike many other programs, its
value lies in its efforts to encourage programmers to learn and to use that
system so that they will use (and continue to use) Sun-related implement-
ing programs that Google did not copy.” Id.

The Supreme Court characterized the purpose and character of the
use as transformative, and held that it too weighed in favor of fair use.
Justice Breyer wrote that “Google copied portions of the Sun Java API
precisely, and it did so in part for the same reason that Sun created those
portions, namely, to enable programmers to call up implementing
programs that would accomplish particular tasks. But since virtually any
unauthorized use of a copyrighted computer program (say, for teaching or
research) would do the same, to stop here would severely limit the scope
of fair use in the functional context of computer programs. Rather, in
determining whether a use is ‘transformative,’ we must go further and ex-
amine the copying’s more specifically described ‘purpose[s]’ and ‘charac-
ter.’ ’’ Id. at 1203. In so doing, the Court focused on the fact that Google
used the APIs “to create new products. . . . To the extent that Google
used parts of the Sun Java API to create a new platform that could be
readily used by programmers, its use was consistent with that creative
‘progress’ that is the basic constitutional objective of copyright itself.” Id.
Justice Breyer emphasized evidence at trial that reimplementation of
APIs is common in the industry (and that Sun itself had used pre-existing
interfaces in creating Java) and that Google copied only those desktop
APIs necessary for tasks useful for smartphone programs, and did so “only
insofar as needed to allow programmers to call upon those tasks without
discarding a portion of a familiar programming language and learning a
new one. . . . Google, through Android, provided a new collection of tasks
operating in a distinct and different computing environment. Those tasks
were carried out through the use of new implementing code (that Google
wrote) designed to operate within that new environment . . . [or, in the
words of some amici] ‘reimplementation,’ defined as the ‘building of a
system . . . that repurposes the same words and syntaxes’ of an existing
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system—in this case so that programmers who had learned an existing
system could put their basic skills to use in a new one.” Id.

The Supreme Court found that the amount and substantiality of
the portion used likewise weighed in favor of fair use. The Supreme Court
disagreed with the Federal Circuit’s conclusion that Google could have
achieved its Java-compatibility objective by copying only the 170 lines of
code that were “necessary to write in the Java language,” which the
Supreme Court found viewed “Google’s legitimate objectives too narrowly.
Google’s basic objective was not simply to make the Java programming
language usable on its Android systems. It was to permit programmers to
make use of their knowledge and experience using the Sun Java API
when they wrote new programs for smartphones with the Android
platform. In principle, Google might have created its own, different system
of declaring code. But the jury could have found that its doing so would
not have achieved that basic objective. In a sense, the declaring code was
the key that it needed to unlock the programmers’ creative energies. And
it needed those energies to create and to improve its own innovative
Android systems.” Id. at 1205-06. In so ruling the Court observed that
while the quantitative amount of what Google copied was large if the
declaring code were viewed in isolation (37 packages totaling ap-
proximately 11,500 lines of code—“virtually all of the declaring code
needed to call up hundreds of different tasks”), it was small if considered
in the context of the entire set of software material in the Java API,
including implementing code—“2.86 million lines, of which the copied
11,500 lines were only 0.4 percent.” Id. at 1205.

The Supreme Court also found that the fourth factor—the impact
on the market for the genuine product—weighed in favor of fair use given
the uncertain nature of Sun’s ability to compete in the smart phone mar-
ket, the sources of lost revenue, and “the risk of creativity-related harms
to the public . . . .” Id. at 1208. Justice Breyer explained that consider-
ation of this factor can be complex when computer programs are at issue
because a court must consider not merely lost revenue but “the public
benefits the copying will likely produce.” Id. at 1206. The court noted that,
with respect to the amount of loss, the jury could have found that Android
did not harm the actual or potential markets for Java SE because Sun
would not have been able to enter those markets successfully whether
Google did or did not copy a part of its APIs. Id. The Court also emphasized
evidence before the jury that devices using Google’s Android platform
were different in kind from the feature phones that licensed Sun technol-
ogy, and thus, rather than merely repurposing Sun’s code from larger
computers to smaller computers, “Google’s Android platform was part of a
distinct (and more advanced) market than Java software.” Id. at 1207.
Looking at “these important differences,” the jury was presented with evi-
dence to show that Android was not a market substitute. Id. In addition,
the jury heard evidence that Sun foresaw a benefit from the broader use
of the Java programming language in a new platform like Android. As for
past efforts to seek a license, the Court noted that potential licensing ne-
gotiations concerned far more than the 37 packages of declaring code and
involved use of Java implementing code, branding and cooperation.
Ultimately, “the jury’s fair use determination means that neither Sun’s ef-
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engine,36 caching (in connection with operation of an Internet

fort to obtain a license nor Oracle’s conflicting evidence can overcome evi-
dence indicating that, at a minimum, it would have been difficult for Sun
to enter the smartphone market, even had Google not used portions of the
Sun Java API.” Id. While the Court conceded that copying Java APIs
helped Google “make a vast amount of money from its Android platform
. . . , [but t]his source of Android’s profitability has much to do with third
parties’ (say, programmers’) investment in Sun Java programs. It has cor-
respondingly less to do with Sun’s investment in creating the Sun Java
API.” Id. at 1207-08. The Court observed that the Copyright Act does not
seek “to protect third parties’ investment in learning how to operate a cre-
ated work.” Id. at 1208, citing Campbell, 510 U.S. at 591–92 (discussing
the need to identify those harms that are “cognizable under the Copyright
Act”). Finally, the Court opined that “given programmers’ investment in
learning the Sun Java API, to allow enforcement of Oracle’s copyright
here would risk harm to the public.” Id. at 1208. Justice Breyer explained:

Given the costs and difficulties of producing alternative APIs with similar ap-
peal to programmers, allowing enforcement here would make of the Sun Java
API’s declaring code a lock limiting the future creativity of new programs.
Oracle alone would hold the key. The result could well prove highly profitable
to Oracle (or other firms holding a copyright in computer interfaces). But those
profits could well flow from creative improvements, new applications, and new
uses developed by users who have learned to work with that interface. To that
extent, the lock would interfere with, not further, copyright’s basic creativity
objectives. See Connectix Corp., 203 F.3d at 607; see also Sega Enterprises, 977
F.2d at 1523–1524 (“An attempt to monopolize the market by making it impos-
sible for others to compete runs counter to the statutory purpose of promoting
creative expression”); Lexmark Int’l, 387 F.3d at 544 (noting that where a
subsequent user copied a computer program to foster functionality, it was not
exploiting the programs “commercial value as a copyrighted work” (emphasis
in original)). After all, “copyright supplies the economic incentive to [both] cre-
ate and disseminate ideas,” Harper & Row, 471 U.S. at 558, and the
reimplementation of a user interface allows creative new computer code to
more easily enter the market.

Id.
In ruling that Google’s reimplementation of Java SE APIs was a

fair use, the Court explained that software programs were functional and
therefore had to be treated somewhat differently from other literary works.
See id. at 1198. Justice Breyer emphasized the importance of the idea/
expression dichotomy to the Court’s analysis (id. at 1196) and elaborated
that “[t]he fact that computer programs are primarily functional makes it
difficult to apply traditional copyright concepts in that technological
world.” Id. at 1208. The Court also made clear that its ruling, in the
context of a software program, was not meant to “overturn or modify . . .
earlier cases involving fair use—cases, for example, that involve ‘knockoff ’
products, journalistic writings, and parodies.” Id.

36See Perfect 10, Inc. v. Amazon.com, Inc., 508 F.3d 1146, 1163–67
(9th Cir. 2007); Kelly v. Arriba Soft Corp., 336 F.3d 811 (9th Cir. 2003). In
Kelly v. Arriba Software Corp., Ditto.com (previously Arriba Software
Corp.) operated a visual search engine that allowed users to locate images
on the Web. In response to a query, small, low-resolution “thumbnail” im-
ages were displayed next to a link and brief description of the correspond-
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ing site where the photograph could be found. Images were obtained
automatically by a crawler program that downloaded full-size copies to Ar-
riba’s server, where they were converted to thumbnails. Thumbnail im-
ages could be copied by users, but their resolution could not be improved.
Users, in turn, could access the site where a thumbnail originated from
via a link or, for brief periods in 1999 and 2000, view full-size copies of the
photographs via in-line links or frames (see infra §§ 9.03, 9.04), separate
and apart from the rest of the content on the linked site. The Ninth Circuit
ruled that the reproduction of thumbnail images constituted a fair use
because defendants’ copying was transformative (to index images on the
Web) and did not adversely affect the potential market for the genuine
works because the thumbnails were not a substitute for full-size, high-
resolution images. The court found that the nature of the work (creative
photographs) weighed slightly in favor of the plaintiff and the amount and
substantiality of the portion used was a neutral factor because if Arriba
had copied anything less than the complete works it would have been
more difficult to identify each image, which would have reduced the useful-
ness of the search engine. In an earlier ruling that was subsequently
vacated because the issue had not been properly preserved for appeal, the
Ninth Circuit had ruled that the defendant’s initial practice of also mak-
ing available via in-line links and frames-full size copies of the photographs
that appeared on indexed sites (with the surrounding text and other Web
content removed) was not a fair use. Displaying the exact image from a
site in isolation from the surrounding material via a frame or in-line link
was held to serve no transformative purpose and to harm the market for
genuine works because people receiving photographs in this format would
have had no reason to visit the website from which it had been copied. See
Kelly v. Arriba Soft Corp., 280 F.3d 934, 947–48 (9th Cir. 2002), vacated,
336 F.3d 811 (9th Cir. 2003).

In Perfect 10, Inc. v. Amazon.com, Inc., 508 F.3d 1146, 1163–67 (9th
Cir. 2007), the Ninth Circuit reaffirmed its 2003 opinion in a case involv-
ing very similar facts. In that case, Perfect 10, an adult magazine whose
images were widely available without authorization on the Internet, sued
Google and Amazon.com arguing that their visual search engines made
unauthorized thumbnail reproductions of infringing copies of their works
that were displayed with search results. To distinguish Kelly v. Arriba
Software Corp., Perfect 10 had argued that these thumbnail images
undermined a market for thumbnail images sold for display on cell phones.
Unlike in Kelly, Perfect 10 had argued (and the district court had agreed),
the thumbnails displayed by Google had an adverse impact on the market
for genuine products and therefore were not a fair use. The Ninth Circuit
reversed, however, concluding that “the significantly transformative
nature of Google’s search engine, particularly in light of its public benefit,
outweighs Google’s superseding and commercial uses of the thumbnails in
this case.” Perfect 10, Inc. v. Amazon.com, Inc., 508 F.3d 1146, 1166 (9th
Cir. 2007). The court noted that no downloads for mobile phones in fact
had taken place, making the superseding use “not significant.” Likewise,
although thumbnails directed users to Google AdSense partners, including
partners that hosted infringing images, which the court conceded added “a
commercial dimension that did not exist in Kelly,” the Ninth Circuit
emphasized that the district court had not determined that this com-
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mercial element was significant. Id. at 1167. Judge Ikuto, writing for the
court, concluded that “the transformative nature of Google’s use is more
significant than any incidental superseding use or the minor commercial
aspects of Google’s search engine and website.” Id. With respect to the
nature of the copyrighted work, the court found the photos to be creative
but because the images appeared on the Internet before used in search
engine results, this factor weighted only slightly against a finding of fair
use. Kelly v. Arriba and Perfect 10 v. Amazon were cited with approval by
the Second Circuit in Authors Guild v. Google Inc., 804 F.3d 202, 217, 227
(2d Cir. 2015), cert. denied, 136 S. Ct. 1658 (2016).

In a subsequent case brought by Perfect 10 against a Russian search
engine that, unlike Google, displayed full size versions of Perfect 10 im-
ages via in line links (and not merely thumbnails) and also displayed
them separate and apart from the websites on which they appeared, the
district court, in granting in part the defendant’s motion for summary
judgment, ruled, among other things, that the defendant’s use of the im-
ages in connection with a search engine nonetheless constituted a fair use
because it was highly transformative. See Perfect 10, Inc. v. Yandex, N.V.,
962 F. Supp. 2d 1146, 1154–55 (N.D. Cal. 2013). The court wrote that
“whether a browser window shows only a thumbnail and the full-size im-
age—instead of the full-size image along with part of the surrounding web
page—does not affect whether the use of the thumbnail has been
transformed.” Id. (emphasis in original). Further, the court held that
“even if yandex.com’s use of the thumbnail were broadly described as an
‘in-line link connected to a full-size image,’ that use remains highly
transformative.” Id.; see generally infra § 9.03[3][B] (discussing the case at
greater length).

By contrast, in VHT, Inc. v. Zillow Group, Inc., 918 F.3d 723, 742-44
(9th Cir.), cert. denied, 140 S. Ct. 122 (2019), the Ninth Circuit held that
the unauthorized use of copyrighted photos in connection with a visual
search engine used on a commercial real estate service’s website was not a
fair use, explaining that “the label ‘search engine’ is not a talismanic term
that serves as an on-off switch as to fair use.” Id. at 742. Unlike the
search engines at issue in Kelly v. Arriba and Perfect 10 v. Amazon (or
Perfect 10 v. Yandex), Digs, the search engine employed on the Zillow.com
website for home improvement and remodeling, was “a closed-universe
search engine” that did not crawl the web. Users could search a “search-
able set” of images within a “walled garden . . . .” Id. The search results
did not direct users to the original sources of the photos, such as the
plaintiff’s website, but rather linked to other pages within Zillow’s website.
The Ninth Circuit found that making these images searchable did not
fundamentally change their original purpose when produced by the
plaintiff. Additionally, Digs displayed entire copies of plaintiff’s images,
not merely thumbnails. Zillow’s use, the court found, merely superseded
plaintiff’s purpose in creating the images in the first place. As in Kelly v.
Arriba and Perfect 10 v. Amazon, the images at issue were found to be
creative. But unlike in those cases, the court found Zillow’s use to have
few, if any, transformative qualities. In addition, “[i]n contrast to Amazon
and Kelly, nothing justifie[d] Zillow’s full copy display of VHT’s photos on
Digs.” Id. at 744. Finally, unlike in those cases, the court found that Zil-
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search engine),37 viewing and printing copies of archived

low’s use undermined plaintiff’s market for licensing the photographs. Id.
Although the plaintiff had only licensed a handful of photos for secondary
uses (and none on a searchable database), the court characterized the
market as more significant than the merely hypothetical market at issue
in Perfect 10 v. Amazon. The appellate panel also found it significant that
the plaintiff was “actively exploring” the market for licensing its photos to
home design websites like Digs—including with Zillow itself. Id.

The Eleventh Circuit in MidlevelU, Inc. v. ACI Information Group,
989 F.3d 1205 (11th Cir. 2021), cert. denied, 141 S. Ct. 2863 (2021), follow-
ing VHT, likewise affirmed a jury finding that Newstex (operator of ACI
Information Group, a wholesale news content aggregator)’s use of
MidlevelU (operator or the ThriveAP blog)’s copyrighted articles in the
Scholarly Blog Index, a curated index of abstracts and full-text articles of
academic blogs, was not a fair use, even though its database was search-
able, because, among other things, the jury “could have reasonably found
that the Index was not a transformative use based on the Index’s inclu-
sion of iFrames showing the full-text content of MidlevelU’s articles. A
reasonable juror could have found that the iFrames obviated any need for
an Index subscriber to visit MidlevelU’s website directly, so the Index
superseded the use of the originals.” Id. at 1222.

Although admittedly commercial, placing thumbnail images on an
art gallery’s website to help potential purchasers decide whether to buy a
work was held to be highly transformative and a fair use. See Magnum
Photos Int’l, Inc. v. Houk Gallery, Inc., No. 16-CV-7030 (VSB), 2018 WL
4538902 (S.D.N.Y. Sept. 21, 2018).

In Online Policy Group v. Diebold, Inc., 337 F. Supp. 2d 1195 (N.D.
Cal. 2004), the court found links to a database company’s internal emails
explaining technical flaws in its electronic voting machines constituted a
fair use (for purposes of evaluating an award of fees for knowingly and
materially misrepresenting information in a DMCA notification pursuant
to 17 U.S.C.A. § 512(f); see infra § 4.12[9][D]), where at least some of the
emails were not entitled to copyright protection, even though the links
directed users to the defendant’s entire database. By contrast, creating
links to a stream of a live webcast of motor races that were shown in real
time was held not be a fair use in Live Nation Motor Sports, Inc. v. Davis,
81 U.S.P.Q.2d 1826, 2007 WL 79311 (N.D. Tex. Jan. 9, 2007).

37Field v. Google Inc., 412 F. Supp. 2d 1106, 1118–22 (D. Nev. 2006).
In Field, the court held that Google’s practice of caching websites was
highly transformative because it “added something new” rather than sup-
planting the genuine work, based on five separate functions. First, Google’s
cache functionality enables users to access content when the original page
is inaccessible, thus providing archival copies of value to academics,
researchers and journalists. Second, providing cached links allows users
to detect changes that have recently been made to a site. Third, because it
controls the archived copy cached on its servers, Google provides highlight-
ing, which allows users to quickly see where searched terms are located
within a page. Fourth, Google uses several design features to make it
clear that the cached copy is not intended to be a substitute for the origi-
nal page (including using a prominent disclaimer at the top of the page).
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website pages from the Wayback Machine
(www.Archive.org),38 authorizing automated copying and dis-
tribution of images over a Content Delivery Network (CDN),39

Fifth, Google ensures that any site owner can disable the cache
functionality. In the court’s view, “site owners, not Google, control whether
‘cached’ links will appear for their pages. The fact that the owners of bil-
lions of Web pages choose to permit these links to remain is further evi-
dence that they do not view Google’s cache as a substitute for their own
pages.” Id. at 1119. The court found that the commercial nature of the
enterprise did not negate its fair use. With respect to the nature of the
works, the court deemed it significant that the photographs at issue had
been made available for free on the plaintiff’s own website and that Field
had affirmatively sought to have the site indexed by Google by adding a
“robots.txt” file to ensure that all search engines would index it, when he
could have prevented Google from indexing and caching the site by simply
using the “no archive” metatag. With respect to the amount and
substantiality of the portion used, the court found that factor to be neutral
because even though the entire work is used, Google used no more of the
work than necessary. With respect to the market for the genuine product,
the court found no evidence that there was any market for Field’s
photographs and no evidence of any harm, making this factor weigh
strongly in favor of fair use. Finally, the court concluded that Google’s
good faith in operating the system was an independent factor weighing in
favor of fair use.

38Healthcare Advocates, Inc. v. Harding, Earley, Follmer & Frailey,
497 F. Supp. 2d 627 (E.D. Pa. 2007) (granting summary judgment for the
defendants).

39See Rosen v. eBay, Inc., No. CV-13-6801 MWF (Ex), 2015 WL
1600081, at *20-21 (C.D. Cal. Jan. 16, 2015). The court explained that

to ensure adequate and efficient service, service providers across the internet
use CDNs to actually distribute their content. This practice ensures that a ser-
vice provider does not rely on a single server of its own to maintain full opera-
tion of its service and means that the burden is spread and networks operate
smoothly. In essence, rather than keeping everything in one place, an
outsourced network of multiple servers is used to ensure smooth operation of
the internet generally and a service provider’s services in particular. The wide-
spread use of CDNs means that most content is passed from a service provider
to one or more third parties before reaching an end user.

Id. at *20-21. In finding distribution to a CDN network to be a fair use,
Judge Michael Fitzgerald explained that “this distribution is an inevitable
and necessary part of using the internet, and ultimately a trivial activity
that falls within the protections of the fair use doctrine.” Id. at *20. He
elaborated that “such usage is minimal and is a crucial part of maintain-
ing not only internet commerce, but the efficient operation of the internet
generally. It also causes only minor and wholly incidental copying and dis-
tribution of images.” Id. at *21. Analogizing the use to caching found
permissible by the Ninth Circuit in Perfect 10, Inc. v. Amazon.com, Inc.,
508 F.3d 1146, 1169-77 (9th Cir. 2007), Judge Fitzgerald explained that
“[a]s in Amazon.com, eBay’s use of CDNs is designed to ‘enhance [a user’s]
use, not to supersede the copyright holders’ exploitation of their works.’ ’’
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digitizing books to allow their texts to be fully searchable
(and, among other things, used for data mining40) or to allow
print-disabled library patrons access to works in formats ac-

2015 WL 1600081, at *21, quoting Perfect 10, Inc. v. Amazon.com, Inc.,
508 F.3d 1146, 1169 (9th Cir. 2007).

40Authors Guild v. Google Inc., 804 F.3d 202 (2d Cir. 2015), cert.
denied, 136 S. Ct. 1658 (2016); Authors Guild, Inc. v. HathiTrust, 755 F.3d
87 (2d Cir. 2014). In Authors Guild, Inc. v. HathiTrust, the Second Circuit
held that allowing library patrons to access the digitized book collections
of member-research university libraries that had allowed Google to
electronically scan and place their collections in a repository was a fair
use where HathiTrust (1) allowed the general public to search for particu-
lar terms across all digital copies but, unless the copyright holder autho-
rized broader use, the search results only showed page numbers on which
the search term was found within each work and the number of times the
word appeared on each page and (2) permitted member libraries to provide
patrons with certified print disabilities access to the full text of copyrighted
works in a format where they could perceive the works (such as via
software that converted the text into spoken words or magnified the text).
The appellate court remanded for further consideration the question of
whether permitting members to create a replacement copy of a work, if
the member already owned an original copy, where the original copy was
lost, destroyed or stolen and where a replacement copy was unavailable at
a “fair price” constituted a fair use.

Judge Barrington D. Parker, writing for himself and Judges Walker
and Cabranes, characterized the creation of a full-text searchable database
as “a quintessentially transformative use” that was “different in purpose,
character, expression, meaning, and message from the page (and the book)
from which it was drawn” and did not merely supersede the purpose of
the original creations or recast them in a new mode of presentation. Id. at
97. The court found the nature of the copyrighted work to be of limited
usefulness because the creative works at issue were being used for a
transformative purpose. With respect to the amount and substantiality of
the portion taken, the court found that the amount copied was not exces-
sive because it was reasonably necessary for the Trust “to make use of the
entirety of the works in order to enable the full-text search function . . . .”
Id. at 98. The appellate panel further found that maintaining four copies
at two separate locations was “reasonably necessary” to facilitate legiti-
mate uses (such as balancing the load of user web traffic to avoid burden-
ing a single site and for use as a backup at each location). Id. at 99.
Finally, the court rejected as irrelevant the argument that digitizing books
for search adversely impacted the market for licensing books for digital
search that could emerge in the future because lost licensing revenue
would only be relevant if it served as a substitute for the original product
which full-text search did not. The court also rejected the argument that
the risk of a security breach could adversely impact the market for genu-
ine works based on unrebutted evidence of the extent to which the
HathiTrust had implemented security measures to reduce the risk of a
breach, noting, however, that it was not “foreclosing a future claim based
on circumstances not predictable . . . .” Id. at 101.
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The court declined to determine whether making a replacement
copy would be permissible if (1) the member already owned an original
copy, (2) the member’s original copy was lost or stolen and (3) a replace-
ment copy was unavailable at a fair price, because the panel concluded
the plaintiffs did not have standing to object to this practice. See id. at
103–04.

In Authors Guild v. Google Inc., 804 F.3d 202 (2d Cir. 2015), cert.
denied, 136 S. Ct. 1658 (2016), the Second Circuit, in an opinion written
by Judge Pierre Leval on behalf of himself and Judges Cabranes and Par-
ker, affirmed the lower court order entered by Second Circuit Judge Denny
Chin, sitting as a district court judge, granting summary judgment for
Google, based on the findings that Google’s digitization of books for its
library and book projects, provision of digital copies to participating librar-
ies that already owned the books, and display of snippets in response to
search queries for particular terms contained in digitized books, consti-
tuted fair use of plaintiffs’ works.

Google, without permission of the rights holders, made digital cop-
ies of tens of millions of books that were submitted to it for that purpose
by major libraries. Google scanned the digital copies and established a
publicly available search tool. An Internet user could use this tool to
search without charge to determine whether a book contained a specified
word or term and would be shown ‘‘snippets’’ of text that included the
searched-for terms. Google also allowed participating libraries to download
and retain digital copies of the books they submitted, pursuant to agree-
ments that committed the libraries not to use their digital copies in viola-
tion of copyright laws.

The appellate panel held that Google’s making of a digital copy to
provide what the court characterized as ‘‘a search function’’ was a
transformative use that augmented public knowledge by ‘‘making avail-
able information about Plaintiffs’ books without providing the public with
a substantial substitute for matter protected by the Plaintiffs’ copyright
interests in the original works or derivatives of them.” Id. at 207 (emphasis
in original). The court found that Google’s provision of the snippet func-
tion was also a fair use because Google imposed significant limitations on
access to snippets, which meant that it did not supplant the market for
those books that had been digitized. Specifically, Google’s search tool
displayed a maximum of three snippets containing a given search term. A
snippet was a horizontal segment of non-overlapping text comprising
ordinarily an eighth of a page (or approximately three lines of text for a
book that contains twenty four lines per page). The search tool did not al-
low a searcher to increase the number of snippets revealed by repeated
entry of the same search term or by entering searches from different
computers (although a user could see different snippets by searching dif-
ferent terms). Google also made permanently unavailable for viewing one
snippet on each page and one complete page out of every ten (through a
process that Google called ‘‘blacklisting’’). Google also disabled snippet
view entirely for books for which a single snippet would likely satisfy a
researcher’s need for the book, such as dictionaries, cookbooks and books
of short poems. Since 2005, Google also excluded books from snippet view
at the request of the rights holder. No advertising was displayed to users
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of its search tool. Nor did Google receive any payment by reason of a
searcher’s use of Google’s link to purchase a book, in instances where a
link to allow purchase of a book was provided.

Judge Leval found Google’s digitization of books to allow data min-
ing and ‘‘text mining’’ to be transformative because it ‘‘provide[d] otherwise
unavailable information about the originals.’’ Id. at 215. Judge Leval
acknowledged that Google’s use differed from HathiTrust in two signifi-
cant respects. First, HathiTrust did not display any text from the underly-
ing work to a user, whereas Google Books provided a searcher with snip-
pets containing the word that was the subject of a given search. Second,
HathiTrust was a nonprofit educational entity, whereas Google was ‘‘a
profit-motivated commercial corporation.” Id. at 217. Judge Leval found
neither difference determinative, however.

Snippets, Judge Leval wrote, added ‘‘important value to the basic
transformative search function, which tells only whether and how often
the searched term appears in the book.’’ Id. He explained that merely
knowing that a given word is used a particular number of times does not
tell the searcher whether he or she needs to obtain a copy of the book. For
example, ‘‘a searcher seeking books that explore Einstein’s theories, who
finds that a particular book includes 39 usages of ‘Einstein’ will nonethe-
less conclude that she can skip that book if the snippets reveal that . . .
‘Einstein’ . . . is the name of the author’s cat.” Id.at 218. In finding the
provision of snippets to be transformative, Judge Leval wrote that
‘‘Google’s division of the page into tiny snippets is designed to show the
searcher just enough context surrounding the searched term to help her
evaluate whether the book falls within the scope of her interest (without
revealing so much as to threaten the author’s copyright interests).’’ Id.

With respect to Google’s commercial motivation, Judge Leval
conceded that although Google received no revenue from its operation of
Google Books, Google indirectly profited from the service. He found,
however, that Google’s profit motivation did not outweigh Google Books’
‘‘highly convincing transformative purpose, together with the absence of
significant substitutive competition . . . .” Id. at 219. In so ruling he
noted that ‘‘[m]any of the most universally accepted forms of fair use, such
as news reporting and commentary, quotation in historical or analytical
books, reviews of books, and performances, as well as parody, are all
normally done commercially for profit.’’ Id.

The panel held that the second fair use factor—the nature of the
work—was not determinative. Although plaintiffs’ works were factual,
Judge Leval wrote that the authors’ manner of expressing facts and ideas
was entitled to copyright protection. On balance, however, the court found
more significant that “the secondary use transformatively provides valu-
able information about the original, rather than replicating protected
expression in a manner that provides a meaningful substitute for the orig-
inal.” Id. at 220.

The appellate panel found that the amount and substantiality of
the use favored Google because even though Google copied the entirety of
each of plaintiffs’ books, it did not reveal the digital copies to the public.
Each copy was made “to enable search functions to reveal limited,
important information about the books.” Id. at 222.
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The court likewise found that this factor weighed in favor of fair
use with respect to the use of snippets because the amount and substanti-
ality of the portion used in making a copy was not the relevant consider-
ation. Rather, it was “the amount and substantiality of what is thereby
made accessible to a public for which it may serve as a competing
substitute.” Id. (emphasis in original). In that regard, Google had
constructed the snippet feature to substantially protect against it serving
as “an effectively competing substitute” for plaintiffs’ books through a va-
riety of limitations, including the small size of each snippet, the blacklist-
ing of one snippet per page and one page in every ten, the fact that no
more than three snippets were shown—and no more than one per page—
for each term searched, and the fact that the same snippets were shown
for a searched term no matter how many times, or from how many differ-
ent computers, the term was searched. Judge Leval explained that “[t]he
result of these restrictions is, so far as the record demonstrates, that a
searcher cannot succeed, even after long extended effort to multiply what
can be revealed, in revealing through a snippet search what could usefully
serve as a competing substitute for the original.” Id. He explained that
blacklisting permanently blocked 22% of a book’s text from snippet view
and the balance of the 78% that potentially could be shown in snippets
was not in fact accessible. “[E]ven after protracted effort over a substantial
period of time, only small and randomly scattered portions of a book will
be accessible”—as evidenced by the fact that plaintiffs had employed
researchers for a period of weeks to do multiple word searches on plaintiffs’
books and in no case were they able to access even 16% of the text “and
the snippets collected were usually not sequential but scattered randomly
throughout the book.” Id.

For similar reasons, the court held that the effect of the copying on
the market for or the value of the copyrighted work weighed in favor of
fair use. Judge Leval wrote that “[e]specially in view of the fact that the
normal purchase price of a book is relatively low in relation to the cost of
manpower needed to secure an arbitrary assortment of randomly scat-
tered snippets, we conclude that the snippet function does not give search-
ers access to effectively competing substitutes.” Id. at 224. Although Judge
Leval conceded that some sales would be lost, this was not enough to
amount to “a meaningful or significant effect ‘upon the potential market
for or value of the copyrighted work.’ ’’ Id., quoting 17 U.S.C.A. § 107(4).
Moreover, he observed that the type of loss of sales likely to be experienced
probably would involve “interests that are not protected by the copyright.”
Id. For example, Judge Leval wrote, a researcher who wanted to find out
the date when President Roosevelt was stricken by polio likely could find
this information from a snippet. He explained, however, that this detail is
a historical fact that an author’s copyright does not cover. A copyright
“does not extend to the facts communicated by . . . [a] book. It protects
only the author’s manner of expression.” Id. Judge Leval commented that
“[t]he fact that, in the case of the student’s snippet search, the informa-
tion came embedded in three lines of . . . [an author’s] writing, which
were superfluous to the searcher’s needs, would not change the taking of
an unprotected fact into copyright infringement.” Id. He further elaborated
that:
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cessible to them41), using files from a company’s mobile de-
vice operating system in order to virtualize it for use by se-
curity researchers,42 reprinting legal briefs that had been

Even if the snippet reveals some authorial expression, because of the brevity of
a single snippet and the cumbersome, disjointed, and incomplete nature of the
aggregation of snippets made available through snippet view, we think it would
be a rare case in which the searcher’s interest in the protected aspect of the
author’s work would be satisfied by what is available from snippet view, and
rarer still—because of the cumbersome, disjointed, and incomplete nature of
the aggregation of snippets made available through snippet view—that snippet
view could provide a significant substitute for the purchase of the author’s
book.

Id. at 224–25. In so ruling, the court rejected plaintiffs’ argument that
plaintiffs had a derivative right in the application of search and snippet
view functions, finding “no merit” to this argument, which in Judge Leval’s
view confused transformativeness with the type of transformation that
might be found when a derivative work is created. The court further found
that there was no market for search and snippet licenses. Id. at 225–27.

Judge Leval rejected plaintiffs’ argument that exposure to risks of
hacking undermined Google’s fair use defense because of the potentially
adverse impact on the market for the genuine products that a security
breach could cause, because Google Books’ digital scans were stored on
computers walled off from public Internet access and the evidence pre-
sented suggested they were very secure. Id. at 227–28. The court noted,
however, that:

If, in the course of making an arguable fair use of a copyrighted work, a sec-
ondary user unreasonably exposed the rights holder to destruction of the value
of the copyright resulting from the public’s opportunity to employ the second-
ary use as a substitute for purchase of the original (even though this was not
the intent of the secondary user), this might well furnish a substantial rebuttal
to the secondary user’s claim of fair use.

Id. at 227. Finally, the appellate panel held that Google’s distribution of
digital copies to participant libraries was a fair use. The court observed
that “[i]f the library had created its own digital copy to enable its provi-
sion of fair use digital searches, the making of the digital copy would not
have been infringement.” Id. at 229. Similarly, Judge Leval wrote, the
same act does not “become an infringement because, instead of making its
own digital copy, the library contracted with Google that Google would use
its expertise and resources to make the digital conversion for the library’s
benefit.” Id.

41Authors Guild, Inc. v. HathiTrust, 755 F.3d 87, 101–03 (2d Cir.
2014). The court held that providing expanded access to the print disabled
was not a transformative use, but was still permissible because the mak-
ing a copy of a copyrighted work for the convenience of a blind person was
identified by the U.S. Supreme Court as an example of fair use recognized
in the legislative history of the 1976 Copyright Act. Id. at 102, citing Sony
Corp. of America v. Universal City Studios, Inc., 464 U.S. 417, 455 n.40
(1984). The Second Circuit also found that the market for books accessible
to visually impaired readers was so insignificant that authors typically
forego royalties from specialized format versions of their works.

42See Apple Inc. v. Corellium, LLC, 510 F. Supp. 3d 1269, 1285-92
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publicly filed in court cases in a database of legal resources,43

reproducing a copyrighted photograph in an article discuss-
ing a copyright infringement suit brought over the image44

or on a blog post critical of the person depicted in the im-
age45 (or linking to an Instagram post that includes a

(S.D. Fla. 2020) (holding that a developer’s use was highly transformative
and a fair use). In rejecting Apple’s argument that the defendant merely
repacked its operating system, the court explained:

The Corellium Product is not merely a repackaged version of iOS—this time in
a virtual environment as opposed to an iPhone. Rather, Corellium makes sev-
eral changes to iOS and incorporates its own code to create a product that
serves a transformative purpose. The Corellium Product makes available sig-
nificant information about iOS, permitting users to, inter alia: (1) see and halt
running processes; (2) modify the kernel; (3) use CoreTrace, a tool to view
system calls; (4) use an app browser and a file browser; and (5) take live
snapshots. These features are beneficial to security research. And, as Apple
concedes, the Corellium Product adds significant features that are not avail-
able on Apple’s devices running iOS.

Id. at 1286-87.
43White v. West Publishing Corp., 12 Civ. 1340 (JSR), 2014 WL

3385480 (S.D.N.Y. July 3, 2014) (granting summary judgment for West
and Lexis).

44See, e.g., Leveyfilm, Inc. v. Fox Sports Interactive Media, LLC, No.
13 C 4664, 2014 WL 3368893, at *9–12 (N.D. Ill. July 8, 2014) (holding
that reprinting a copy of an image in an online article discussing a copy-
right infringement suit about the image was a fair use).

45See, e.g., Katz v. Google, Inc., 802 F.3d 1178 (11th Cir. 2015) (affirm-
ing the entry of summary judgment for the defendant-blogger in a suit
where a real estate developer and part owner of the Miami Heat purchased
the copyright to an unflattering image of himself and then sued the opera-
tor of a blog critical of his business practices for copyright infringement
for displaying the image in connection with a critical post about him);
Weinberg v. Dirty World, LLC, Case No. CV 16-9179-GW(PJWx), 2017 WL
5665023, at *5-13 (C.D. Cal. July 27, 2017) (granting partial summary
judgment for the operator of TheDirty.com, holding that a photo posted on
its website constituted a fair use; “The Post, especially viewed within the
context of the Website was transformative. Rather than using the photo to
merely identify Plaintiff or his wife, as Plaintiff did on her Facebook
profile page, or glorify Plaintiff and his wife’s lifestyle, as the creator of
Astrid in Wonderland did, the entire Post uses the Video Image as part of
a direct critique on Plaintiff’s wife’s appearance, her status as a model,
her husband, and her relationship with her husband.”); Dhillon v. Does
1-10, No. C 13-01465 SI, 2014 WL 722592 (N.D. Cal. Feb. 25, 2014) (grant-
ing summary judgment for the defendant, holding that the use of a politi-
cal candidate’s official campaign photograph on a blog critical of her views
constituted a fair use).

By contrast, merely using a commercial photo available for license,
in connection with a blog post unrelated to the photograph and not in
transformative manner, is unlikely to be deemed a fair use. See, e.g.,
Brammer v. Violent Hues Productions, LLC, 922 F.3d 255 (4th Cir. 2019)
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(holding that use of a stock photo of the Adams Morgan area of Washington
DC, copied from Flickr in response to a Google search, to promote a film
festival, was not a fair use); Michael Grecco Productions, Inc. v. Valuewalk,
LLC, 345 F.Supp.3d 482, 504-09 (S.D.N.Y. 2018) (holding that copying a
photo from a competitor’s website for use in an article on the same subject
was not a fair use).

In O’Neil v. Ratajkowski, 19 Civ. 9769 (AT), 2021 WL 4443259
(S.D.N.Y. Sept 28, 2021), the court denied cross-motions for summary
judgment on the issue of whether model Emily Ratajkowski’s posting a
photograph of herself on her own Instagram account for 24 hours (on
Instagram Stories, which disappear after that time) constituted a fair use.
Judge Analisa Torres found that the purpose of paparazzi photos such as
the one at issue in that case was to “document the comings and goings of
celebrities, illustrate their fashion and lifestyle choices, and accompany
gossip and news articles about their lives.” Id. at *6, quoting Barcroft
Media, Ltd. v. Coed Media Group, LLC, 297 F. Supp. 3d 339, 352 (S.D.N.Y.
2017). “Therefore, when news sites have copied paparazzi photographs to
document celebrities’ lives, courts have determined those uses are not
transformative. . . . By contrast, where photographs are used to com-
ment on the image—rather than to illustrate an independent news story—
courts have found those uses to be transformative.” Ratajkowski, 2021 WL
4443259, at *6. In holding the issue of transformativeness to be disputed,
Judge Torres wrote that:

A reasonable observer could conclude the Instagram Photograph merely
showcases Ratajkowski’s clothes, location, and pose at that time—the same
purpose, effectively, as the Photograph. On the other hand, it is possible a rea-
sonable observer could also conclude that, given the flowers covering
Ratajkowski’s face and body and the text “mood forever,” the Instagram
Photograph instead conveyed that Ratajkowski’s “mood forever” was her at-
tempt to hide from the encroaching eyes of the paparazzi—a commentary on
the Photograph. See Ratajkowski Dep. Tr. at 39:21–23 (noting that “mood is a
millennial way of using an expression or an image to express how someone
feels about something”).

Id. at *7. The court found the use was only minimally commercial and did
not reflect bad faith, as there was no evidence that Ratajkowski was aware
that the photorgraph was not one of numerous ones forwarded to her by
fans for resharing on social media. Judge Torres ruled that the nature of
the work weighed in favor of the plaintiff, “but only marginally so” because
it was essentialy factual in nature. Id. at *8-9. The amount and
substantially of the use weighed somewhat in favor of the plaintiff given
that she used more of the photo than necessary for her purpose, but “the
fact that it was posted on Instagram Stories lessens that weight.” Id. at
*10. Finally, with respect to the effect on the market, the court found
insufficient evidence to rule either way. The photograph was offered for
license on Splash but Ratajkowski’s face was covered in the picture and
plaintiff failed to make any money licensing it. See id. at *10-11; see gener-
ally Bill Donahue, Celebrities Keep Getting Sued Over Instagrams of
Themselves, Law360, Sept. 17, 2020 (describing similar suits by Paparazzi
photographers brought against LeBron James, Justin Bieber, Gigi Hadid,
Khloe Kardashian, and Katy Perry for reposting photogtaphs of themselves
on their own Instagram accounts).

4.10[1] E-COMMERCE AND INTERNET LAW

4-254

PAGE PROOFS - SUBJECT TO REVISION 
© 2022 Ian C. Ballon, www.IanBallon.net



copyrighted photograph, in an article that discusses the post
and the subject matter of the photo46), or as part of a website
exhibition by an art museum47 or in new works of art,48

46See, e.g., Boesen v. United Sports Publications, Ltd., 20-CV-1552
(ARR) (SIL), 2020 WL 6393010 (E.D.N.Y. Nov. 2, 2020) (dismissing, as fair
use, a photographer’s copyright infringement claim against a sports news
publisher, which had included an embedded link to an Instagram post by
professional tennis player Caroline Wozniacki, announcing her retire-
ments (which included a low-resolution, cropped version of a photograph
taken by the plaintiff), in an article it published about Wozniacki’s career,
which also quoted the text of the Instagram post); Walsh v. Townsquare
Media, Inc., 464 F. Supp. 3d 570 (S.D.N.Y. 2020) (entering judgment on
the pleadings, based on fair use, on a Paparrazzi photographer’s copyright
infringement claim, brought against the publisher of XXL magazine, which
had embedded a link to an Instagram post by hip hop artist Cardi B,
which included a photograph taken by plaintiff of Cardi B at a Tom Ford
fashion show, in an article entitled Cardi B Partners with Tom Ford for
New Lipstick Shade, which was focused on the event and referenced the
Cardi B Instagram post which featured the photograph).

47See, e.g., Marano v. Metropolitan Museum of Art, 844 F. App’x 436
(2d Cir. 2021) (affirming dismissal of plaintiff’s Complaint alleging that
the Met infringed his copyright in a 1982 photograph he took of Eddie Van
Halen playing his “Frankenstein” guitar by including it in an exhibition of
rock n’ roll instruments on its website).

48See, e.g., Cariou v. Prince, 714 F.3d 694 (2d Cir. 2013). But see Andy
Warhol Foundation for the Visual Arts, Inc. v. Goldsmith, 11 F.4th 26 (2d
Cir. 2021) (holding that Andy Warhol screenprint illustrations infringed
plaintiff ’s photograph of the musician Prince, in a decision that has been
widely criticized), rev’g, 382 F. Supp. 3d 312 (S.D.N.Y. 2019) (granting
summary judgment for the Andy Warhol Foundation); see also, e.g., Blake
Gopnik, Warhol a Lame Copier? The Judges Who Said So Are Sadly
Mistaken, N.Y. Times, Apr. 5, 2021; see generally Ian C. Ballon, Appropria-
tion Art and Fair Use under U.S. Law in Art Law: Cases and Controversies
(2022).

In Cariou v. Prince, the Second Circuit held that twenty-five of
Richard Prince’s Canal Zone paintings and collages were transformative
of Patrick Cariou’s photographs as a matter of law (while five were close
calls, remanded for the jury to evaluate). The Canal Zone paintings
incorporated classical portraits and landscape photographs torn out from
four (lawfully puchased) copies of Cariou’s book Yes Rasta, which Prince
altered by, among other things, painting “lozenges” over their subjects’
facial features and using only portions of some of the images, imagining
the characters to be part of a band.

In Warhol v. Goldsmith, the Second Circuit held that Andy Warhol’s
painting of the musician Prince infringed the plaintiff’s copyright in a
famous photograph of Prince, and was not a fair use, where both the
photograph and painting had been considered for the same Vanity Fair
cover. Unlike the typical case involving reuse of a photograph by a
contemprary artist, Warhol’s use was found to adversely impact the deriv-
ative market for licensing stylized portraits of musicians for magazine
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incorporating logos, images or text in documentary or artistic
films,49 reproducing Grateful Dead concert posters in
chronological order in a timeline in a book about the band to
commemorate historic events (and arranged in a creative
fashion and displayed in significantly reduced form),50 taking
a picture of a copyrighted object for the purpose of legiti-
mately selling the object under the first sale doctrine,51

articles. The court also found the two works to have an identical purpose
and character and, controversially, that Warhol’s use was not transforma-
tive. On transformation, the appellate panel wrote that “where a second-
ary work does not obviously comment on or relate back to the original or
use the original for a purpose other than that for which it was created, the
bare assertion of a ‘higher or different artistic use[ ]’ is insufficient to
render a work transformative.” Warhol v. Goldsmith, 11 F.4th at 41, quot-
ing Rogers v. Koons, 960 F.2d 301, 310 (2d Cir. 1992). Rogers v. Koons,
however, was decided two years before the U.S. Supreme Court’s decision
in Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569 (1994), which endorsed
and elevated Judge Leval’s analysis of transformative use, and Rogers
does not even discuss transformativeness (it addressed parody, which was
not at issue in Warhol). Rogers v. Koons was based on pre-Campbell case
and is not consistent with more current U.S. Supreme Court analysis. See
Ian C. Ballon, Appropriation Art and Fair Use under U.S. Law in Art
Law: Cases and Controversies (2022) (analyzing the Second Circuit’s
transformative use analysis in Warhol in light of controlling U.S. Supreme
Court case law (primarily Campbell and Google v. Oracle) and other circuit
court opinions).

49See, e.g., Bouchat v. Baltimore Ravens Limited Partnership, 737
F.3d 932 (4th Cir. 2014) (holding that the NFL had a fair use right to
display an artist’s copyrighted logo that was used as part of the Baltimore
Ravens football team logo incidentally in videos about the team featured
on television and on the web and in team photographs displayed at football
stadiums); Arrow Productions, Ltd. v. Weinstein Co., 44 F. Supp. 2d 359
(S.D.N.Y. 2014) (holding that a movie production company’s use of recre-
ated scenes from the pornographic movie “Deep Throat” in a critical
biographical film about Linda Lovelace, one of the actors in that movie,
was a fair use where the scenes served a completely different and
transformative purpose from the original film (to show how the actress
was being manipulated)).

50See Bill Graham Archives v. Dorling Kindersley Ltd., 448 F.3d 605,
608-15 (2d Cir. 2006).

51See Rosen v. eBay, Inc., No. CV-13-6801 MWF (Ex), 2015 WL
1600081, at *14-20 (C.D. Cal. Jan. 16, 2015) (photographs of magazines
lawfully offered for resale that included licensed copies of plaintiff’s
Paparazzi photographs). In contrast to sales on eBay.com, courts have
rejected fair use defenses raised against the same Paparazzi photographer
where the original image was unlicensed or used in a way that supplanted
the market for the genuine product. See Rosen v. Masterpiece Marketing
Group, LLC, CV 15-06629 SJO (ASx), 2016 WL 7444688, at *11-13 (C.D.
Cal. Nov. 29, 2016) (granting summary judgment for Rosen on the
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displaying the copyrighted tattoos of NBA players in a
videogame where the player’s use has been licensed,52 post-
ing a video commenting on or responding to another YouTu-
ber’s video,53 copying a competitor’s product bulletin and an-
notating it to dispute the competitor’s claims,54 posting a
copyrighted solicitation advertisement and chart on Reddit
to comment about the fundraising methods of the copyright
owner,55 and, under certain circumstances, temporary “inter-
mediate copying” undertaken for the purpose of reverse

defendant’s fair use defense where, among other things, the original photo
was not licensed and the use of a high resolution copy to advertise the
sale supplanted the market for the copyrighted work); Rosen v. R&R Auc-
tion Co., Case No. CV 15–07950–BRO (JPRx), 2016 WL 7626443, at *7-10
(C.D. Cal. Aug. 31, 2016) (granting in part plaintiff’s motion for summary
judgment, holding that defendant’s use of plaintiff’s photo to advertise a
signed copy available via online auctions was not a fair use where, among
other things, the image supplanted the market for the genuine copy).
Rosen v. eBay underscores that it can be a fair use to advertise a lawful
copy of a photo, when offered for sale, if done correctly.

52See Solid Oak Sketches, LLC v. 2K Games, Inc., 449 F. Supp. 3d
333, 347-50 (S.D.N.Y. 2020). But see Alexander v. Take-Two Interactive
Software, Inc., 489 F. Supp. 3d 812, 820-22 (S.D. Ill. 2020) (holding that
material factual disputes precluded summary judgment on the issue of
whether the defendants’ display of six tattoos inked by the plaintiff on a
professional wrestler, in its video game (which depicted the wrestler), con-
stituted a fair use).

53See, e.g., Hughes v. Benjamin, 437 F. Supp. 3d 382, 390-94 (S.D.N.Y.
2020) (dismissing plaintiff’s copyright infringement claim in a dispute be-
tween YouTubers with competing political views, holding that Benjamin
copied 20% of Hughes’ We Thought She Would Win for the transformative
purposes of criticism and commentary, as was “apparent from the broader
context of Benjamin’s YouTube channel, where it was posted” where there
was “no danger” that SJW Levels of Awareness would usurp the market of
progressive commentaries such as We Thought She Would Win because
“Benjamin’s target audience (generally political conservatives and libertar-
ians) is obviously not the same as Hughes’s target audience (generally po-
litical liberals).”); Hosseinzadeh v. Klein, 276 F. Supp. 3d 34, 41-43
(S.D.N.Y. 2017) (granting summary judgment for defendant Klein on
plaintiff’s copyright infringement claim, holding that critical commentary
on a creative video posted on YouTube constituted a fair use where Kleins’
criticism and commentary was interwoven with clips from the Hoss video).

54See Miller UK Ltd. v. Caterpillar Inc., No. 10–cv–03770, 2015 WL
6407223, at *7-8 (N.D. Ill. Oct. 21, 2015) (granting summary judgment on
Caterpillar’s counterclaim for copyright infringement).

55See, e.g., In re DMCA Subpoena to Reddit, Inc., 441 F. Supp. 3d 875,
884–87 (N.D. Cal. 2020) (holding that the use of a chart and advertise-
ment by an anonymous poster on the Jehovah’s Witness forum on Reddit,
for the purpose of discussing donations to Jehovah’s Witnesses, was a fair
use, and quashing a DMCA subpoena seeking disclosure of the poster’s
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engineering computer software.56

identity).
56Disassembly of object code was held to be a fair use in Sega

Enterprises Ltd. v. Accolade, Inc., 977 F.2d 1510 (9th Cir. 1992) because
(a) disassembly was necessary to analyze those aspects of the program
that were unprotectable, and (b) Accolade had a legitimate interest in
analyzing the program (to determine how to make its cartridges compati-
ble with the Sega Genesis console). By contrast, disassembly was held not
to be a fair use in Atari Games Corp. v. Nintendo of America Inc., 975 F.2d
832, 834 (Fed. Cir. 1992), although the court noted in dicta that disas-
sembly may be fair use when the nature of the work makes such copying
necessary to understand the unprotectable ideas and processes inherent
in the program, and the reproduction is limited in scope and does not
involve commercial exploitation of the protected aspects of the work.
Subsequently, in Sony Computer Entertainment, Inc. v. Connectix Corp.,
203 F.3d 596 (9th Cir.), cert. denied, 531 U.S. 871 (2000), the Ninth Circuit
approved of disassembly of object code software for the purpose of creating
simulated source code to allow the defendant to write an emulator program
to be used to run plaintiff’s protected video games—which are designed for
proprietary PlayStation hardware—on Apple’s operating systems. The
Ninth Circuit ruled in favor of the defendant even though the process
required the creation of multiple unauthorized temporary copies of
plaintiff’s work. See Connectix Corp., 203 F.3d at 601. The panel elaborated
that intermediate copying of software may be found to be a fair use where
it is necessary to gain access to unprotectable, functional elements of the
software itself. See id. at 603. The court clarified, however, that for
purposes of evaluating whether intermediate copying of software is a fair
use necessity means “the necessity of the method, i.e., disassembly, not the
necessity of the number of times that method was applied.” Id. at 605
(emphasis in original). In so ruling, the Ninth Circuit rejected plaintiff’s
argument that repeated intermediate copying could be found infringing in
circumstances where limited intermediate copying would amount to fair
use. Such a rule, the panel wrote, would force engineers in many cases to
select the least efficient solution simply to avoid liability, which would
involve “the kind of ‘wasted effort that the proscription against the copy-
right of ideas and facts . . . [is] designed to prevent.” Id., quoting Feist
Publications, Inc. v. Rural Telephone Service Co., 499 U.S. 340, 354 (1991).

Not all intermediate copying necessarily is a fair use. See, e.g.,
DSMC Inc. v. Convera Corp., 479 F. Supp. 2d 68, 83 (D.D.C. 2007) (deny-
ing defendant’s summary judgment motion on the issue of fair use inter-
mediate copying where the defendant was a competitor undertaking inter-
mediate copying of the plaintiff-software developer’s database schema to
write scripts to migrate data to his competing, replacement program); Fox
Broadcasting Co. v. Dish Network LLC, 905 F. Supp. 2d 1088, 1102–06
(C.D. Cal. 2012) (holding that intermediate copies of television programs
made by Dish to allow use of an advertisement-skipping technology was
not a fair use), aff’d on other grounds, 747 F.3d 1060 (9th Cir. 2014) (af-
firming the district court’s finding that the plaintiff had not shown irrepa-
rable injury without reaching the issue of liability for intermediate cop-
ies); see also Fox Broadcasting Co. v. Dish Network LLC, 160 F. Supp. 3d
1139, 1174-76 (C.D. Cal. 2015) (granting partial summary judgment in
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On the other hand, repackaging in a CD-ROM and selling
shareware software that was available free of charge over
the Internet (subject to a unilateral license providing that it
could not be commercially distributed),57 making intermedi-
ate copies of television programs to allow subscribers to use
an advertisement-skipping technology to replay the transmis-
sions without commercial interruption,58 streaming family-
friendly versions of motion pictures that omitted strong lan-
guage,59 copying news programs to create a searchable index
to allow paying subscribers to obtain relevant clips (in com-
petition with the copyright owner),60 publishing previously

favor of FOX based on the court’s finding that Dish’s practice of making
QA copies to determine where in a given transmission advertisements ap-
peared did not constitute a fair use).

For further discussion of reverse engineering as fair use, see William
S. Coats & Heather D. Rafter, The Games People Play: Sega v. Accolade
and the Right to Reverse Engineer Software, 15 Hastings Comm. & Ent.
L.J. 557 (1993).

57Storm Impact, Inc. v. Software of the Month Club, 13 F. Supp. 2d
782 (N.D. Ill. 1998).

58Fox Broadcasting Co. v. Dish Network LLC, 905 F. Supp. 2d 1088,
1102–06 (C.D. Cal. 2012), aff’d on other grounds, 747 F.3d 1060 (9th Cir.
2014) (affirming the district court’s finding that the plaintiff had not
shown irreparable injury without reaching the issue of liability for inter-
mediate copies); see also Fox Broadcasting Co. v. Dish Network LLC, 160
F. Supp. 3d 1139, 1174-76 (C.D. Cal. 2015) (granting partial summary
judgment in favor of FOX based on the court’s finding that Dish’s practice
of making QA copies to determine where in a given transmission advertise-
ments appeared did not constitute a fair use).

59Disney Enterprises, Inc. v. VidAngel, Inc., 869 F.3d 848, 860-62 (9th
Cir. 2017). The Ninth Circuit affirmed the lower court’s entry of a prelimi-
nary injunction, finding that deleting words for family-oriented and
religious viewers was not transformative because it did not change the
expression, meaning or message of the motion pictures. The court also
rejected VidAngel’s argument that its service actually benefitted the
plaintiffs because it purchased DVD copies of the movies and expanded
the audience for the copyrighted works to viewers who would not have
watched their works without filtering. The appellate panel concluded that
it was not clearly erroneous for the district court to reject this argument,
holding instead that VidAngel’s service was “an effective substitute” for
plaintiffs’ unfiltered works because surveys suggested that 49% of
VidAngel customers would have watched the movies without filters. Id. at
861; see also Disney Enterprises, Inc. v. VidAngel, Inc., 371 F. Supp. 3d
708, 719-22 (C.D. Cal. 2019) (rejecting VidAngel’s fair use defense and
granting summary judgment for plaintiffs); see generally supra § 4.04[6]
(discussing the company’s business in the context of its unsuccessful Fam-
ily Movie Act defense).

60See Fox News Network, LLC v. TVEyes, Inc., 883 F.3d 169 (2d Cir.
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unpublished wedding pictures of a celebrity in a celebrity

2018) (holding that TVEyes’ copying of Fox News’ broadcast content for
indexing and clipping services to its subscribers, while transformative,
was not a fair use because it adversely impacted FOX’s market for selling
clips from its news programming). In TVEyes, the defendant recorded all
television and radio broadcasts for more than 1,400 stations, 24 hours a
day, every day, and transformed this material (by copying the closed
captioned text that accompanied television content and using speech-to-
text software) into a searchable database for its paying subscribers, which
included the White House, more than 100 members of Congress and ABC
Television, among others (but only businesses, not consumers), who could
watch clips of up to ten minutes in length. Using this service, subscribers
could search the content using keywords, which would then display
thumbnail images of the videos and would play snippets (which began
playing 14 seconds prior to the place where the keyword appeared) and
display transactional data, including: the title of the program; the precise
date and time of the clip; a transcript of the video; the name and location
of the channel; market viewership of the clip according to the Nielsen Rat-
ings data; the publicity value of the clip according to data from the televi-
sion research company, SQAD; and a web address to the website for the
channel that features the program or for the program itself if such a web
address existed. See Fox News Network, LLC v. TVEyes, Inc., 124 F. Supp.
3d 325 (S.D.N.Y. 2015), aff’d in part, rev’d in part, 883 F.3d 169 (2d Cir.
2018); Fox News Network, LLC v. TVEyes, Inc., 43 F. Supp. 3d 379
(S.D.N.Y. 2014). The district court had deemed fair uses the functions en-
abling clients of TVEyes to search for videos using keyword search terms,
to watch the resulting videos, and to archive the videos on the TVEyes
servers; but had held that certain other functions were not a fair use, such
as those enabling TVEyes’s clients to download videos to their computers,
to email videos to others, or to watch videos after searching for them by
date, time, and channel (rather than by keyword). On appeal, Fox did not
challenge the lower court’s holding that the creation of the text-searchable
database was a fair use but alleged infringement based on redistribution
of audio-visual content.

The Second Circuit held that TVEyes’s copying and redistribution
of Fox content was not a fair use, based primarily on the fourth fair use
factor—the impact on the potential market for or value of the copyrighted
work. Specifically, it held that TVEyes’s Watch function (which also
enabled clients to archive, download and email clips, as well as to view
clips after conducting a date/time search) was not a fair use and should be
enjoined. See 883 F.3d at 181-82. The panel concluded that “TVEyes’s re-
distribution of Fox’s audiovisual content serves a transformative purpose
in that it enables TVEyes’s clients to isolate from the vast corpus of Fox’s
content the material that is responsive to their interests, and to access
that material in a convenient manner. But because that re-distribution
makes available virtually all of Fox’s copyrighted audiovisual content—
including all of the Fox content that TVEyes’s clients wish to see and
hear—and because it deprives Fox of revenue that properly belongs to the
copyright holder, TVEyes has failed to show that the product it offers to
its clients can be justified as a fair use.” Id. at 174.

4.10[1] E-COMMERCE AND INTERNET LAW

4-260

PAGE PROOFS - SUBJECT TO REVISION 
© 2022 Ian C. Ballon, www.IanBallon.net



gossip magazine,61 copying celebrity photographs on a wed-
ding dress store’s online blog,62 uploading to and download-
ing files from a storage locker located in the Cloud incident
to the resale of digital music (as opposed to personal use),63

publishing on Twitter a 55-second political campaign video
that included an unlicensed 40-second excerpt of a song,64

and automatically scraping news stories to include 300
character and 140 character excerpts in a subscription report
service65 have been held not to constitute a fair use. Needless

With respect to the first factor, the court found the service “at least
somewhat transformative.” Id. at 178. The panel concluded that the second
factor was neutral, while the third factor—the amount and substantiality
of the portion taken—strongly favored Fox because TVEyes’s clients were
able to “see and hear virtually all of the Fox programming . . . .” Id. at
181. Of greatest significance, the court found that that, with respect to the
fourth factor, TVEyes “usurped a function for which Fox is entitled to
demand compensation under a licensing agreement.” Id.

61Monge v. Maya Magazines, Inc., 688 F.3d 1164 (9th Cir. 2012).
62See FameFlynet, Inc. v. Jasmine Enterprises, Inc., 344 F. Supp. 3d

906, 911-15 (N.D. Ill. 2018).
63Capitol Records, LLC v. ReDigi, Inc., 910 F.3d 649, 660–63 (2d Cir.

2018), cert. denied, 139 S. Ct. 2760 (2019). In ReDigi, the defendant cre-
ated a secondary market for the resale of digital music. The defendant’s
Media Manager software, when downloaded by a user, automatically
identified legitimate copies of sound recordings purchased from iTunes (or
other ReDigi users), which could then be uploaded to ReDigi’s “Cloud
Locker,” at which point they would be deleted from the user’s hard drive
so that no more than one copy of the work existed at any one time. A
user’s music file could be sold to other ReDigi users, at which point the
seller’s access to the file would be terminated and transferred to the
purchaser, who could store it in the Cloud Locker, stream it, resell it or
download it to his or her computer or other device.

64See Grant v. Trump, — F. Supp. 3d —, 2021 WL 4435443 (S.D.N.Y
2021) (denying former President Trump’s motion to dismiss plaintiff’s
copyright infringement suit arising out of Trump’s publication on Twitter
of a 55 second video cartoon supporting his unsuccessful reelection effort,
which included an unlicensed 40 second excerpt of plaintiff’s song, “Electric
Avenue,” which the court characterized as a political satire, not a parody
of Grant or his song; “The creator of the video here made a wholesale copy
of a substantial portion of Grant’s music in order to make the animation
more entertaining. The video did not parody the music or transform it in
any way. The video’s overarching political purpose does not automatically
make this use transformative, and the other fair use factors also favor the
plaintiffs at this stage.”).

65Associated Press v. Meltwater U.S. Holdings, Inc., 931 F. Supp. 2d
562, 550–61 (S.D.N.Y. 2013). In Meltwater, the court held that the use of
AP articles in Meltwater’s news summaries was not transformative and
that the summaries were substitutes for the genuine works, with subscrib-
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to say, simply using a copy to save the cost of buying ad-
ditional software licenses66 or downloading songs without
paying for them ostensibly on a try-before-you-buy basis67

have also been found not to be a fair use.

The fair use doctrine “has been called the most trouble-
some in the whole law of copyright.”68

The statutory criteria codified by Congress in the 1970s do
not always translate exactly to cyberspace, especially the
first time a new use is considered. Among other things, there
are many acts of copying that occur in cyberspace because of
TCP/IP protocols (such as caching and routing)69 or other in-
formation dissemination practices that may occur as the
result of third-party conduct that may be virtually impos-
sible to monitor or control (such as acts of infringement by
individual subscribers of large, legitimate ISPs or people
who anonymously post material to interactive areas of
corporate websites)70 that many people in the Internet com-
munity believe constitute—or should constitute—fair use.71

While there may be strong policy arguments why particular

ers clicking through to the AP articles only 0.08% of the time. The amount
and substantiality of the portion taken also weighed against a finding of
fair use because Meltwater’s scraping tool automatically took the lede
from every AP story which, depending on the length of the article,
amounted to between 4.5% and 61% of a genuine work. The court rejected
Meltwater’s analogy of its service to the search engines at issue in Kelly v.
Arriba Soft Corp., 336 F.3d 811 (9th Cir. 2003) and Perfect 10, Inc. v.
Amazon.com, Inc., 508 F.3d 1146, 1163–67 (9th Cir. 2007) because, among
other things, Meltwater’s searches were not publicly available and were
run against only a defined list of content providers.

66See Wall Data Inc. v. Los Angeles County Sheriff’s Dept., 447 F.3d
769, 778–82 (9th Cir. 2006).

67See BMG Music v. Gonzalez, 430 F.3d 888, 889–91 (7th Cir. 2005),
cert. denied, 547 U.S. 1130 (2006). Judge Easterbrook, on behalf of the
panel, ridiculed Gonzalez’s argument that she only copied 30 files as “no
more relevant than a thief’s contention that he shoplifted ‘only 30’ compact
disks, planning to listen to them at home and pay later for any he liked.”
430 F.3d at 891. In any case, the defendant’s argument that she was
merely sampling songs for potential purchase was undercut by the fact
that none of the 30 songs at issue had either been purchased or deleted
from her hard drive.

68Monge v. Maya Magazines, Inc., 688 F.3d 1164, 1170 (9th Cir. 2012),
quoting Dellar v. Samuel Goldwyn, Inc., 104 F.2d 661, 662 (2d Cir. 1939).

69See supra §§ 1.04, 4.03.
70See infra §§ 4.11, 4.12, chapters 48 to 50.
71Congress has established liability limitations that may apply to

some of these acts. See infra § 4.12. Fair use in connection with informa-
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practices should be considered fair use, the applicability of
the defense in a given case generally is determined in
litigation. Whether the fair use defense may be asserted suc-
cessfully also depends in part on who is asserting it.72

Because an evaluation of fair use involves a balancing of
interests, the issue most often is resolved on motion for sum-
mary judgment or at trial.73 Where fair use determinations
may be made based on a side-by-side comparison, however,
fair use may be resolved on a motion to dismiss.74

tion distribution systems also is addressed in chapter 9. The potential
relevance of Internet time in fair use analysis is addressed below in
§ 4.10[3].

72As illustrated in the Church of Scientology cases analyzed below in
§ 4.10[4], the same act of copying may lead to liability for some defendants,
while others may be exonerated under the fair use defense. For example,
if an infringing film clip is posted on a website by its owner, the owner
may be held liable for copyright infringement while the companies hosting
the site or providing Internet access to it might avoid liability under the
fair use defense, depending on the particular facts of the case.

73Fair use is a mixed question of law and fact. The determination
ultimately is a legal one, but to render the issue of law there may be “sub-
sidiary factual questions”—such as whether there was harm to the actual
or potential markets for the copyrighted work or how much of the
copyrighted work—that must be addressed, depending on the facts of a
given case. See Google LLC v. Oracle America, Inc., 141 S. Ct. 1183, 1199-
1200 (2021).

74See, e.g., Brown v. Netflix, Inc., 855 F. App’x 61 (2d Cir. 2021) (af-
firming dismissal of plaintiff’s copyright infringement claims where Netflix
used 8 seconds of plaintiff’s song as part of a documentary film’s commen-
tary on burlesque art and its resurgence in Portland); Marano v. Metropol-
itan Museum of Art, 844 F. App’x 436 (2d Cir. 2021) (affirming dismissal of
plaintiff’s Complaint alleging that the Met infringed his copyright in a
1982 photograph of Eddie Van Halen playing his “Frankenstein” guitar by
including the photograph in an exhibition of rock n’ roll instruments on
the Met’s website); Brownmark Films, LLC v. Comedy Partners, 682 F.3d
687, 690–94 (7th Cir. 2012) (affirming dismissal of a suit where the issue
of whether an episode of South Park constituted a fair use parody of the
viral Internet video “What What (In The Butt)” could be determined by a
side-by-side comparison of the two videos); see also Lombardo v. Dr. Seuss
Enterprises, L.P., 729 F. App’x 121 (2d Cir. 2018) (affirming judgment on
the pleadings for the plaintiff, who was held entitled to a declaratory judg-
ment that his play did not infringe the defendant’s work because it was a
fair use parody).

In most cases, however, “[b]ecause fair use is a fact-intensive in-
quiry, it is rarely appropriate for a court to make a determination of fair
use at the motion to dismiss stage.” Grant v. Trump, — F. Supp. 3d —,
2021 WL 4435443, at *3 (S.D.N.Y 2021) (denying former President
Trump’s motion to dismiss a copyright infringement suit arising out of his
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Although fair use is merely a defense, rather than an af-
firmative right, and may be difficult to gauge in some cases
except through litigation, some users have sought to assert
fair use affirmatively in declaratory judgment actions75 or
suits for damages based on the Digital Millennium Copy-
right Act76 or state law,77 where copyright owners have
submitted notifications under the DMCA or otherwise al-
leged infringement involving material or activity that the
users contend amount to fair use. Courts have also af-
firmatively held that copyright owners must consider fair
use in certifying their good faith belief that a given use is
unauthorized, in a DMCA notification (asking that a service
provider disable access to or remove user-submitted
content).78

A list of reasonably current fair use opinions collected
from Pacer is maintained by the U.S. Copyright Office in its

publication on Twitter of a 55 second video cartoon supporting his unsuc-
cessful reelection effort, which included an unlicensed 40 second excerpt of
plaintiff’s song, “Electric Avenue”).

75Suits by users seeking a declaration that a given use is fair may be
difficult to maintain as declaratory judgment actions where the copyright
owner denies that it intends to sue the user for copyright infringement.
See, e.g., Brave New Films 501(C)(4) v. Weiner, 91 U.S.P.Q.2d 1262, 2009
WL 1622385 (N.D. Cal. June 10, 2009). Users ultimately may have dif-
ficulty obtaining a judicial determination that a use is fair absent a real
threat of litigation. It may also be difficult to bring a declaratory judgment
action except with respect to particular uses of specific works, given that
fair use determinations are often fact-specific and cannot be made in the
abstract. Cf. Windstream Services, LLC v. BMG Rights Management (US)
LLC, 16 Civ. 5015 (KMW) (RLE), 2017 WL 1386357 (S.D.N.Y. Apr. 17,
2017) (dismissing Windstream’s suit for a declaratory judgment that
Windstream was entitled to the safe harbors created by sections 512(a)
and 512(c), for lack of subject matter jurisdiction), appeal dismissed,
Docket No. 17–1515, 2017 WL 5329346 (2d Cir. Sept. 25, 2017); Veoh
Networks, Inc. v. UMG Recordings, Inc., 522 F. Supp. 2d 1265 (S.D. Cal.
2007) (dismissing a declaratory relief action brought by a user generated
content site, where the plaintiff sought a declaration of its compliance
with the Digital Millennium Copyright Act in general, rather than with
respect to specific copyrighted works).

76See 17 U.S.C.A. § 512(f); see generally infra § 4.12[9][D] (damages
and attorneys’ fees for misrepresentation in DMCA notices).

77See infra § 4.12[9][F].
78See, e.g., Lenz v. Universal Music Corp., 815 F.3d 1145 (9th Cir.

2016); see generally infra § 4.12[9] (analyzing DMCA notifications and
counter notifications).
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Fair Use Index.79

4.10[2] Case Study: Grappling with Technology
American Geophysical Union v. Texaco, Inc.

In a controversial decision, the Second Circuit held in 1994
in American Geophysical Union v. Texaco, Inc.,1 that a scien-
tist’s practice of photocopying individual scientific articles
that he kept in personal files in his office as a matter of con-
venience (to save the time it otherwise would have taken to
retrieve the articles in journals maintained in Texaco’s
library) did not constitute fair use in view of the predomi-
nantly archival (rather than research-oriented) purpose of
the copying, and because of the harm this practice caused to
the publisher’s market for licensing photocopying. The ma-
jority wrote that the scientist’s copying “served, at most, to
facilitate [his] research, which in turn might have led to the
development of new products and technology that could have
improved Texaco’s commercial performance.”2

The 1994 Texaco opinion could be explained in part
because the economic consequences to plaintiffs in that case
were more direct than in a typical case where a research sci-
entist photocopies a few articles from a library for his own
personal use. Although, by stipulation, the court ruled on
the practices of only one Texaco scientist, who was selected
at random, the Texaco suit actually was brought by a number
of research publications which collectively offered a special
license that would have allowed research facilities to make
additional copies of articles from participating journals.
Plaintiffs therefore arguably lost license fees that otherwise
might have been earned.3

Read more broadly the Texaco opinion seemed to many to
narrow the scope of the fair use defense. For this reason, in

79See https://www.copyright.gov/fair-use/fair-index.html.

[Section 4.10[2]]
1American Geophysical Union v. Texaco Inc., 37 F.3d 881 (2d Cir.

1994). The opinion subsequently was modified in American Geophysical
Union v. Texaco Inc., 60 F.3d 913 (2d Cir.), cert. dismissed, 516 U.S. 1005
(1995).

2American Geophysical Union v. Texaco Inc., 37 F.3d 881, 889 (2d
Cir. 1994), modified, 60 F.3d 913 (2d Cir.), cert. dismissed, 516 U.S. 1005
(1995).

3See Ian C. Ballon, “Determining Fair Use in Cyberspace,” L.A. Daily
Journal, Sept. 6, 1995, at 7.
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6.14 Fair Use in Internet Cases

6.14[1] In General

As under copyright law, trademark fair use is a complete
defense to a claim of infringement and its applicability is
determined in part by case law and therefore essentially
through litigation. The standards for evaluating fair use
under the Lanham Act used to be more precisely defined
than under the Copyright Act (which sets up a multi-part
balancing test).1 The increased prominence given to the
nominative fair use doctrine since the early 1990s and statu-
tory amendments to the Lanham Act during roughly the
same time period have made case law even more important
in evaluating fair use. At the present time, there are differ-
ences in how the circuits apply fair use tests which, in par-
ticular cases, could be outcome determinative.

Fair use (and First Amendment) issues arise more fre-
quently in cyberspace than on terra firma. In addition to
constituting intellectual property, a website or other Internet
location constitutes a forum for speech. Conduct takes the
form of content online and in mobile communications.2 As a
consequence, it has become increasingly more important to
understand the contours of fair use.

This section addresses statutory fair use rights under vari-
ous provisions of the Lanham Act (in section 6.14[2]) and
nominative fair use (in section 6.14[3]), as well as fair use is-
sues in conjunction with logos, thumbnail images and
Favicons (in section 6.14[3.5]), parody (in section 6.14[4]),
hashtags (in section 6.14[4.5]) and consumer criticism and
gripe sites (in section 6.14[5]). A checklist of issues to
consider in evaluating unauthorized uses of a mark that
may nonetheless be a fair use or otherwise permissible is set
forth in section 6.14[6]. First Amendment restrictions on
enforcement of Lanham Act rights in cases involving artistic
uses, under Rogers v. Grimaldi3 and subsequent case law, is
analyzed in section 6.14[7].

In addition to the subsections set forth below, readers
should review section 7.12 (in chapter 7), which addresses

[Section 6.14[1]]
1
See supra § 4.10.

2
See infra § 39.01.

3
Rogers v. Grimaldi, 875 F.2d 994 (2d Cir. 1989).

6.14[1]CONTEXT FOR DEVELOPING THE LAW OF THE INTERNET
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fair use and First Amendment defenses in connection with
domain names. Fair and permissible uses of marks in con-
nection with sponsored links and keyword advertisements is
separately analyzed in section 9.11 in chapter 9. Fair and
permissible uses of a mark in connection with metatags or
other website coding is addressed in section 9.10 in chapter
9. Fair and permissible uses of a mark in conjunction with
links, in-line links and frames is analyzed in sections 9.03
and 9.04 in chapter 9.

6.14[2] Statutory Fair Use

6.14[2][A] Overview

Fair use is defined by statute in different places in Title
15 of the U.S. Code. Section 1115(b)(4) provides the basic
fair use defense for uses “other than as a mark” and good
faith product descriptions, which has long been codified as
part of the Lanham Act. In 1996, Congress enacted ad-
ditional fair use criteria applicable to all Lanham Act claims
in conjunction with its enactment of the Federal Trademark
Dilution Act, but in 2006 it scaled back these provisions to
make them applicable only to claims for dilution (although
as a practical matter the defenses remain viable under the
general rubric of uses “other than as a mark.”). In addition,
the 2006 amendment added an express reference to the
judicially created doctrine of nominative fair use, although
only with respect to dilution. In 1999, Congress also created
a fair use exception for claims brought under the Anticyber-
squatting Consumer Protection Act. In addition to these
statutory criteria, nominative fair use is separately consid-
ered in section 6.14[3].

In general, a “fair use may not be a confusing use.”1

6.14[2][B] Section 1115(b)(4)—Uses Otherwise
Than as A Mark

Trademark fair use is codified at 15 U.S.C.A. § 1115(b)(4),
which exempts uses of a mark which are “otherwise than as

[Section 6.14[2][A]]
1
Playboy Enterprises, Inc. v. Netscape Communications Corp., 354

F.3d 1020, 1029 (9th Cir. 2004). Courts apply a different text for nomina-
tive fair use than nominative use. Playboy Enterprises, Inc. v. Netscape
Communications Corp., 354 F.3d 1020, 1029 (9th Cir. 2004); see infra
§ 6.14[3] (nominative fair use).

6.14[1] E-COMMERCE AND INTERNET LAW

6-300

PAGE PROOFS - SUBJECT TO REVISION 
© 2022 Ian C. Ballon, www.IanBallon.net



a mark” or are used in good faith only to describe the goods
or services of a party or their geographic origin. Section
1115(b)(4) provides that, in a suit for infringement of an
incontestable trademark, it is a defense that a defendant’s
use of a name, term or device alleged to be infringing is a
use “otherwise than as a mark, of the party’s individual
. . . .”1 As articulated by various circuit courts, a defendant
is entitled to a fair use defense under this provision if it
establishes that it used the allegedly infringing term (1)
other than as a mark, (2) in a descriptive sense, and (3) in
good faith.2

The fair use defense insulates from liability a defendant’s
use of a term or device “which is descriptive of and used
fairly and in good faith only to describe the goods or services
of such party, or their geographic origin.”3 As explained by
the Second Circuit, “[i]t is a fundamental principle . . . that,
although trademark rights may be acquired in a word or im-
age with descriptive qualities, the acquisition of such rights
will not prevent others from using the word or image in good
faith in its descriptive sense, and not as a trademark.”4 For
the defense to apply, it is not necessary that a plaintiff’s

[Section 6.14[2][B]]
115 U.S.C.A. § 1115(b)(4).
2
See, e.g., Kelly-Brown v. Winfrey, 717 F.3d 295, 308 (2d Cir. 2013);

Car-Freshner Corp. v. S.C. Johnson & Son, Inc., 70 F.3d 267, 269–70 (2d
Cir. 1995) (holding that Johnson was fully entitled to use a pine-tree
shape descriptively notwithstanding Car–Freshener’s use of a tree shape
as a mark); Hard Candy, LLC v. Anastasia Beverly Hills, Inc., 921 F.3d
1343, 1363-64 (11th Cir. 2019) (finding no fair use of the arbitrary mark
HARD CANDY by a competing cosmetics company), quoting Int’l Stamp
Art, Inc. v. U.S. Postal Service, 456 F.3d 1270, 1274 (11th Cir. 2006); see
also SportsFuel, Inc. v. PepsiCo., Inc., 932 F.3d 589 (7th Cir. 2019) (affirm-
ing that the use of “The Sports Fuel Company” as a tagline in conjunction
with the house mark “GATORADE” was a fair use where the tagline was
used descriptively and not as a mark, producers of nutritional sports
products for athletes regularly invoked “Sports Fuel” terminology to de-
scribe products they sell, and Gatorade used “Sports Fuel” fairly and in
good faith).

315 U.S.C.A. § 1115(b)(4).
4
Car-Freshner Corp. v. S.C. Johnson & Son, Inc., 70 F.3d 267, 269

(2d Cir. 1995); see also Radio Channel Networks, Inc. v. Broadcast.com,
Inc., 98 Civ. 4799 (RPP), 1999 WL 124455 (S.D.N.Y. Mar. 8, 1999) (holding
Broadcast.com’s use of “the radio channel” to be a descriptive, fair use),
aff’d mem., 201 F.3d 432 (2d Cir. 1999); see also, e.g., Pinterest, Inc. v.
Pintrips, Inc., 140 F. Supp. 3d 997, 1023-28 (N.D. Cal. 2015) (holding, fol-
lowing a bench trial, that the defendant’s use of “Pin” as a verb for attach-

6.14[2][B]CONTEXT FOR DEVELOPING THE LAW OF THE INTERNET
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mark be classified as merely “descriptive” (as opposed to
inherently distinctive, for purposes of evaluating the
strength of the mark5), but rather that it be used to describe
a product or service, rather than to claim trademark rights.

In KP Permanent Make-Up, Inc. v. Lasting Impression I,
Inc.,6 the U.S. Supreme Court made clear that the section
1115(b) “places the burden of proving likelihood of confusion
(that is, infringement) on the party charging infringement
even when relying on an incontestable registration.”7 The
Court rejected the argument that a defendant relying on the
affirmative defense of fair use had any obligation to negate
likelihood of confusion to establish its entitlement to the
defense. Instead, it held that “the defendant has no indepen-
dent burden to negate the likelihood of any confusion in rais-
ing the affirmative defense that a term is used descriptively,
not as a mark, fairly, and in good faith.”8

Justice Souter, writing for the Court, conceded that there
could be some consumer confusion in a fair use case, espe-
cially where the mark at issue originally was descriptive. He
wrote that “[w]hile we . . . recognize that mere risk of confu-
sion will not rule out fair use, we think it would be improvi-
dent to go further in this case.”9 He explained that “our hold-
ing that fair use can occur along with some degree of
confusion does not foreclose the relevance of the extent of
any likely consumer confusion in assessing whether a
defendant’s use is objectively fair.”10

On remand, the Ninth Circuit ruled that the issue of fair
use presented a jury question that precluded summary judg-
ment, citing the Supreme Court’s opinion for the proposition

ing one virtual object to another, consistent with a “long and pervasive use
of similar pinning features and buttons employed” by other software and
internet companies, including Microsoft and Facebook, to be a permissible
use “otherwise than as a mark.”).

5
See supra § 6.02[2] (analyzing the strength of a mark).

6
KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc., 543 U.S.

111 (2004).
7
KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc., 543 U.S.

111, 118 (2004).
8
KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc., 543 U.S.

111, 124 (2004).
9
KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc., 543 U.S.

111, 123 (2004).
10

KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc., 543 U.S.
111 (2004).

6.14[2][B] E-COMMERCE AND INTERNET LAW
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that “customer confusion remains a factor in evaluating fair
use.”11 Among the relevant factors for the jury to consider in
evaluating the fairness of the use, the court cited the degree
of likely confusion, the strength of the trademark, the
descriptive nature of the term for the product or service be-
ing offered by KP and the availability of alternate descrip-
tive terms, the extent of the use of the term prior to the
registration of the trademark, and any differences among
the times and contexts in which KP used the term.12

Whether treated as a fair use, or non-trademark use, use
of a mark other than in a source-identifying manner is not
actionable as trademark infringement.13

6.14[2][C] Fair Use in Dilution Cases

Congress enacted specific statutory fair use defenses to
claims for dilution under 15 U.S.C.A. § 1125(c). These defen-
ses are:

E Any fair use, including a nominative or descriptive fair
use, or facilitation of such fair use, of a famous mark
by another person other than as a designation of source

11
KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc., 408 F.3d

596, 609 (9th Cir. 2005).
12

KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc., 408 F.3d
596, 609 (9th Cir. 2005).

13
See, e.g., Rupp v. Courier-Journal, Inc., 839 F. App’x 1003 (6th Cir.

2021) (affirming dismissal of a suit by the owner of the DERBY PIE
trademark against the Louisville Courier-Journal, because its references
to “Derby pie” in an article about a Derby pie recipe and an article about a
small French Bakery which makes a Derby pie-flavored macaron were
non-trademark uses and therefore not actionable); LTTB LLC v. Red-
Bubble, Inc., 840 F. App’x 148, 150-52 (9th Cir. 2021) (affirming summary
judgment for RedBubble, holding that the owner of a trademark registra-
tion for the phrase “LETTUCE TURNIP THE BEET” could not preclude
others from displaying the pun on products, absent a showing of source-
confusion, based on aesthetic functionality, where there was “no evidence
here that consumers buy LTTB’s goods because they identify LTTB as the
source, rather than because of the aesthetic function of the phrase, ‘LET-
TUCE TURNIP THE BEET.’ ’’), aff’g, 385 F. Supp. 3d 916, 917-22 (N.D.
Cal. 2019) (“while a source-identifying trademark may embody a pun, no
one can claim exclusive rights to use the pun merely by printing it on
t-shirts, other ‘[w]earable garments and clothing,’ . . . or similar products
and calling it a ‘trademark.’ ’’). While the court in Redbubble relied pri-
marily on the aesthetic functionality doctrine (supra § 6.13[2]), the court’s
opinion makes clear that the defendant was using the pun, not the mark
that embodies the pun.

6.14[2][C]CONTEXT FOR DEVELOPING THE LAW OF THE INTERNET
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for the person’s own goods or services, including use in
connection with—
○ advertising or promotion that permits consumers to

compare goods or services;1 or
○ identifying and parodying, criticizing, or comment-

ing upon the famous mark owner or the goods or
services of the famous mark owner;2

E Noncommercial use of the mark;3 and
E All forms of news reporting and news commentary4

As detailed in the first edition of this treatise, Congress in
1996 had originally provided that noncommercial use of a
mark and all forms of news reporting and commentary ap-
plied to all claims brought under section 1125 and not merely
dilution claims.5 While these two defenses were not modified
when section 1125(c) was revised in 2006, Congress changed
the preface to section 1125(c)(3) to make clear that the de-
fenses apply to claims for dilution by blurring or tarnish-
ment only.6 These defenses nonetheless would still have
potential application to other Lanham Act claims, albeit no
longer expressly.

Courts have held that the first bullet point above—fair use
pursuant to section 1125(c)(3)(A)—requires a showing of good
faith.7

[Section 6.14[2][C]]
1Comparative advertising involving a third party’s mark is only

permissible when the use is fair. See supra § 6.12[5][C].
2This defense was added in 2006 in place of:

E Fair use of a famous mark in a comparative commercial advertise-
ment or promotion to identify competing goods or services.

3The examples of noncommercial use of a mark cited by Senator Or-
rin Hatch when he introduced the original bill in 1995 included “parody,
satire, editorial and other forms of expression that are not part of a com-
mercial transaction.” World Championship Wrestling v. Titan Sports, Inc.,
46 F. Supp. 2d 118, 122 (D. Conn. 1999) (statement of Sen. Hatch).

415 U.S.C.A. § 1125(c)(3). As originally enacted in 1996, merely own-
ing such a mark was sufficient to provide a complete defense under the
statute. See generally supra § 6.11 (analyzing dilution claims and defenses).

5
See Ian C. Ballon, E-Commerce and Internet Law: Treatise with

Forms § 6.14[1][C] (Glasser LegalWorks 1st ed. 2001) (analyzing these
provisions of the Federal Trademark Dilution Act).

6
See 15 U.S.C.A. § 1125(c)(3).

7
See, e.g., JA Apparel Corp. v. Abboud, 568 F.3d 390, 401 (2d Cir.

2009); Rosetta Stone Ltd. v. Google, Inc., 676 F.3d 144, 169 (4th Cir. 2012).

6.14[2][C] E-COMMERCE AND INTERNET LAW
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In addition to fair use, the First Amendment also may
limit a court’s ability to grant relief, especially injunctive
relief that impinge upon protected speech.8

6.14[2][D] Fair Use Under the Anticybersquatting
Consumer Protection Act

The Anticybersquatting Consumer Protection Act (ACPA),
which applies only to domain names, includes an express
exception that “bad faith intent,” which is a required show-
ing for relief under the statute, may not be found where a
court determines that a registrant “believed and had reason-
able grounds for believing” that the use of a domain name
“was a fair use or otherwise lawful.”1 Domain names are
analyzed extensively in chapter 7, including sections 7.06
(analyzing the ACPA) and 7.12 (fair use).

6.14[3] Nominative Fair Use

The nominative fair use defense developed as a judicial
doctrine permitting certain uses of a trademark to refer to
the trademarked product.1 Nominative fair use is increas-
ingly important in the era of the internet and smart phones
where every individual potentially is a publisher and non-
trademark use (or uses that are not source-identifying) of
protected terms in online discourse is more common.
Nominative fair use is a judge-made doctrine devised by the
Ninth Circuit in 1992 in New Kids on the Block v. News

8
See infra § 7.12

[Section 6.14[2][D]]
115 U.S.C.A. § 1125(d)(1)(B)(ii).

[Section 6.14[3]]
1Other fair use principles may apply when a mark is used to refer to

something other than the mark holder’s goods or services. See New Kids
on the Block v. News Am. Pub., Inc., 971 F.2d 302, 308 (9th Cir. 1992) (“If
the defendant’s use of the plaintiff’s trademark refers to something other
than the plaintiff’s product, the traditional fair use inquiry will continue
to govern.”); see also, e.g., E.S.S. Entertainment 2000, Inc. v. Rock Star
Videos, Inc., 547 F.3d 1095, 1099 (9th Cir. 2008) (affirming the entry of
summary judgment for the defendant based on the First Amendment, but
holding that the nominative fair use defense was inapplicable in a case
brought by the owner of the “Play Pen Gentlemen’s Club” against the
creator of the Grand Auto Theft videogame, which depicted a club named
“Pig Pen” because the defendant did not use plaintiff’s trademarked logo
to describe plaintiff’s product, and the defendant’s Lead Map Artist “testi-
fied the goal in designing the Pig Pen was . . . not to comment on Play
Pen per se.”).
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America Publishing, Inc.2 In the Ninth Circuit, there is a
separate 3 factor test for evaluating whether use of a mark
is a nominative fair use—different from the likelihood of
confusion test applied (with minor variations) in all circuits.3

Under the Ninth Circuit test, a “defendant seeking to assert
nominative fair use as a defense need only show that it used
the mark to refer to the trademarked good. . . . The burden
then reverts to the plaintiff to show a likelihood of
confusion.”4 In the Third Circuit, by contrast, nominative
fair use is an affirmative defense that a defendant can assert
if a plaintiff can establish a prima facie case of trademark
infringement, judged by a potentially somewhat more re-
strictive test than that applied by the Ninth Circuit.5 In the
Second Circuit, courts are directed to consider both the Ninth
Circuit and Third Circuit approaches in applying the
traditional Polaroid test for likelihood of confusion.6 The
Fifth Circuit appears to agree with the Ninth Circuit that
nominative fair use “is a claim that a mark’s use is nonin-
fringing and therefore creates no likelihood of confusion.”7

Courts in other circuits have not ruled definitely.8

The Lanham Act, in section 1114(b)(4), incorporated the
concept of “use otherwise than as a trademark” but only in

2
New Kids on the Block v. News America Pub., Inc., 971 F.2d 302

(9th Cir. 1992).
3
See supra § 6.08.

4
Toyota Motor Sales, U.S.A., Inc. v. Tabari, 610 F.3d 1171, 1183 (9th

Cir. 2010).
5
See Century 21 Real Estate Corp. v. Lendingtree, Inc., 425 F.3d 211,

222-31 (3d Cir. 2005).
6
See International Information Systems Security Certification

Consortium, Inc. v. Security University, LLC, 823 F.3d 153, 167-68 (2d Cir.
2016).

7
Board of Supervisors for Louisiana State University Agricultural

and Mechanical College v. Smack Apparel Co., 550 F.3d 465, 488-89 (5th
Cir. 2008).

8
See, e.g., Swarovski Aktiengesellschaft v. Bldg. No. 19, Inc., 704 F.3d

44, 50 (1st Cir. 2013) (recognizing nominative fair use, noting that the
circuit had “never endorsed any particular version of the doctrine.”); Cheval
Int’l v. Smartpak Equine, LLC, Civ. 14-5010, 2016 WL 1064496, at *6-10
(D.S.D. Mar. 15, 2016) (noting the lack of direction on how the Eighth
Circuit would evaluate nominative fair use (or initial interest confusion)
in denying defendant’s motion for summary judgment on plaintiff’s
trademark infringement claim, where the plaintiff objected to the fact
that when its marks were searched online, the defendant’s website ap-
peared prominently).
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connection with the description of a party’s own business or
product, rather than the trademark owner’s product or
service. Consequently, case law on “non-trademark use” of a
mark developed over the years, which the Ninth Circuit came
to call nominative fair use in 1992 in New Kids on the Block
v. News America Publishing, Inc.9 Even as the boy band from
the early 1990s that is its namesake has long since been
forgotten, New Kids on the Block remains a leading and
widely cited case.

Nominative fair use occurs when (1) the alleged infringer
uses the trademark holder’s mark to describe the trademark
holder’s product, even if the goal of the accused infringer is
to describe its own product; or (2) if the only practical way to
refer to something is to use the trademarked term.10

The Ninth Circuit has the most developed body of case law
on nominative fair use and applies its fair use test in place
of the traditional test to evaluate likelihood of confusion.11

The Third Circuit, by contrast, incorporates aspects of the
Ninth Circuit’s test with a modified test for evaluating likeli-
hood of confusion, which could lead to a different outcome
from the Ninth Circuit test, depending on the facts of a given
case.

Second Circuit courts are directed to consider both ap-
proaches,12 as discussed below.

While not all circuits have specifically considered nomina-
tive fair use, even in the absence of controlling case law all
circuits recognize the concept of non-trademark use.

Courts have long acknowledged that a mark may be found
to involve “a non-trademark use” where it would be difficult
to avoid the mark in describing particular goods or services
or their geographic origin. For example, the use of the name

9
New Kids on the Block v. News America Pub., Inc., 971 F.2d 302

(9th Cir. 1992).
10

Century 21 Real Estate Corp. v. Lendingtree, Inc., 425 F.3d 211, 214
(3d Cir. 2005).

11The New Kids on the Block test is applied only for evaluating
nominative fair use. The regular likelihood of confusion test is applied by
the Ninth Circuit in cases involving statutory fair use. Playboy Enterprises,
Inc. v. Netscape Communications Corp., 354 F.3d 1020, 1029 (9th Cir.
2004); see generally supra § 6.08.

12
See International Information Systems Security Certification

Consortium, Inc. v. Security University, LLC, 823 F.3d 153, 167-68 (2d Cir.
2016).
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“Volkswagen” in the sign for a Volkswagen repair shop was
held to be a fair use because it would have been “difficult, if
not impossible, . . . to avoid altogether the use of the word
‘Volkswagen’ or its abbreviation ‘VW . . . [to] signify appel-
lants’ cars.’ ’’13 Similarly, a television station was held
entitled to advertise its coverage of the “Boston Marathon”
even though it did not have rights to use those words as a
trademark.14 Use of a mark in a user’s online product review,
to identify a product being reviewed, was also found to con-
stitute a nominative fair use.15 In these cases, “where the
use of a trademark does not attempt to capitalize on
consumer confusion or to appropriate the cachet of one prod-
uct for a different one,” the nominative use of a mark—
“where the only word reasonably available to describe a thing
is pressed into service—lies outside the strictures of
trademark law.”16 Nominative use “is fair because it does not
imply sponsorship or endorsement by the trademark
holder.”17

13
Volkswagenwerk Aktiengesellschaft v. Church, 411 F.2d 350, 352

(9th Cir. 1969). As explained by the Ninth Circuit:

With many well-known trademarks, such as Jell-O, Scotch tape and Kleenex,
there are equally informative non-trademark words describing the products
(gelatin, cellophane tape and facial tissue). But . . . many goods and services
are effectively identified only by their trademarks. For example, one might re-
fer to “the two-time world champions” or “the professional basketball team
from Chicago,” but it is far simpler (and more likely to be understood) to refer
to the Chicago Bulls. In such cases, use of the trademark does not imply
sponsorship or endorsement of the product because the mark is used only to de-
scribe the thing, rather than to identify its source.

Indeed, it is often virtually impossible to refer to a particular product for
purposes of comparison, criticism, point of reference or any other such purpose
without using the mark. For example, reference to a large automobile
manufacturer based in Michigan would not differentiate among the Big Three
. . . .

New Kids on the Block v. News America Pub., Inc., 971 F.2d 302, 306–07
(9th Cir. 1992).

14
See WCVB-TV v. Boston Athletic Ass’n, 926 F.2d 42, 46 (1st Cir.

1991).
15

See Sen v. Amazon.com, Inc., Case No.: 3:16-CV-01486-JAH-JLB,
2018 WL 4680018, at *4 (S.D. Cal. Sept. 28, 2018) (granting summary
judgment for Amazon.com on claims for contributory and vicarious
trademark infringement under the Lanham Act, where plaintiff’s mark
appeared in an online product review posted by a user on the defendant’s
platform), aff’d in relevant part, 793 F. App’x 626 (9th Cir. 2020).

16
New Kids on the Block v. News America Pub., Inc., 971 F.2d 302,

308 (9th Cir. 1992).
17

New Kids on the Block v. News America Pub., Inc., 971 F.2d 302,
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Under the Ninth Circuit test adopted in New Kids on the
Block v. News America Publishing, Inc.,18 a use will be
deemed fair if (1) the goods or services identified are not
readily identifiable without use of the mark; (2) only so much
of the mark or marks are used as is reasonably necessary to
identify the product or service; and (3) the user does nothing
that would, in conjunction with the mark, suggest sponsor-
ship or endorsement by the trademark holder.19 In potential

308 (9th Cir. 1992).
18

New Kids on the Block v. News America Pub., Inc., 971 F.2d 302
(9th Cir. 1992).

19
New Kids on the Block v. News America Pub., Inc., 971 F.2d 302,

308 (9th Cir. 1992); see also, e.g., Adobe Systems Inc. v. Christenson, 809
F.3d 1071, 1081-82 (9th Cir. 2015) (holding that a defendant’s use of Adobe
marks in connection with an alleged “bait and switch” campaign to mar-
ket academic and OEM products by describing them as “full” or “retail”
versions, while perhaps actionable under theories of false advertising or
unfair competition, constituted nominative fair use in a trademark in-
fringement suit because the use of the marks identified the products
themselves, and was not intended to inspire a mistaken belief on the part
of consumers that the defendant was sponsored or endorsed by the
trademark holder); Playboy Enterprises, Inc. v. Netscape Communications
Corp., 354 F.3d 1020, 1030 (9th Cir. 2004) (holding that the purchase of
“Playboy” and “Playmate” as keywords to trigger banner advertisements
for a hard core pornography site was not a nominative fair use because
defendants could have used other words, besides Playboy’s trademarks, to
trigger adult-oriented banner advertisements, and in fact did so, using
over 400 other terms); Horphag Research Ltd. v. Pellegrini, 337 F.3d 1036
(9th Cir. 2003); Brother Records, Inc. v. Jardine, 318 F.3d 900 (9th Cir.
2003); Cairns v. Franklin Mint Co., 292 F.3d 1139 (9th Cir. 2002) (holding
that the sale of collectibles bearing the name and likeness of Princess Di-
ana was a nominative fair use); Playboy Enterprises, Inc. v. Welles, 279
F.3d 796 (9th Cir. 2002) (holding that the use of “Playboy,” “Playmate,”
and “Playmate of the Year 1981” on the terriwelles.com website and in
headlines, banner advertisements and metatags used to promote and
generate traffic to the site constituted a nominative fair use where the
defendant in fact was the 1981 Playmate of the Year and therefore these
uses served to identify the defendant rather than imply current sponsor-
ship or endorsement, but use of “PMOY” as wallpaper in the background
of the site was not a nominative use because Ms. Welles did not use only
so much of the mark as necessary in that instance to identify herself as
the 1981 Playmate of the Year); Abdul-Jabbar v. General Motors Corp., 85
F.3d 407 (9th Cir. 1996). But see Warner Bros. Entertainment, Inc. v. Global
Asylum, Inc., 544 F. App’x 683, 683-84 (9th Cir. 2013) (affirming the
district court’s rejection of defendant’s assertion of nominative fair use, in
affirming the entry of a preliminary injunction, where the defendant had
argued that the characters in its movie were based on members of the real
species homo floresiensis, and not from Tolkien’s fantasy hobbit characters,
because members of the species homo floresiensis had been nicknamed
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fair use case, this test has been applied in place of the test
for likelihood of confusion. Once a defendant shows that a
mark is used to describe the trademarked good, the burden
shifts to the plaintiff to show likelihood of confusion.20

Following on statements about the interplay between
statutory fair use under section 1115 and confusion in dicta
in the U.S. Supreme Court’s opinion in KP Permanent Make-
Up, Inc. v. Lasting Impression I, Inc.,21 the Third Circuit has
adopted a two-part approach for evaluating nominative fair
use cases. First, the plaintiff must prove that “confusion is
likely due to the defendant’s use of the mark.”22 Once the
plaintiff has met its burden of showing a likelihood of confu-
sion, “the burden then shifts to defendant to show that its
nominative use of plaintiff’s mark is nonetheless fair.”23

The “likelihood of confusion” test applied in potential
nominative fair use cases in the Third Circuit is a variation
of the traditional multifactor test set forth in section 6.08.24

Not all of the traditional factors, however, are applied. The
first two factors—the degree of similarity and the strength of

“Hobbits” by scientists and journalists in reference to Tolkien’s characters;
“The district court properly recognized that a nominative fair use defense
is not available because Asylum used the ‘Hobbit’ mark in the title Age of
the Hobbits to refer to Asylum’s product and not the Studios’ product.”).

20
Toyota Motor Sales, U.S.A., Inc. v. Tabari, 610 F.3d 1171, 1183 (9th

Cir. 2010).
21

KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc., 543 U.S.
111 (2004); see generally supra § 6.14[2][B]. KP Permanent was a statu-
tory fair use case where, by definition, the mark at issue is descriptive.

22
Century 21 Real Estate Corp. v. Lendingtree, Inc., 425 F.3d 211, 222

(3d Cir. 2005).
23

Century 21 Real Estate Corp. v. Lendingtree, Inc., 425 F.3d 211, 222
(3d Cir. 2005).

24Those factors in the Third Circuit are:

(1) the degree of similarity between the owner’s mark and the al-
leged infringing mark;

(2) the strength of the owner’s mark;

(3) the price of the goods and other factors indicative of the care
and attention expected of consumers when making a purchase;

(4) the length of time the defendant has used the mark without ev-
idence of actual confusion;

(5) the intent of the defendant in adopting the mark;

(6) evidence of actual confusion;

(7) whether the goods, though not competing, are marketed
through the same channels of trade and advertised through the
same media;
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the mark—are deemed neither useful nor appropriate in a
nominative fair use case.25 The other factors may be consid-
ered, subject to the district court’s determination in each
case which factors are appropriate, guided by the ultimate
goal of “assess[ing] whether consumers are likely to be
confused by the use not because of its nominative nature,
but rather because of the manner in which the mark is being
nominatively employed.”26 In other words, likelihood of confu-
sion would have to be shown without reference to the degree
of similarity between the owner’s mark and the alleged
infringer’s mark and the strength of the owner’s mark,
because these factors would tend to show likelihood of confu-
sion in a nominative fair use case, precisely “because the
mark is being employed in a nominative manner.”27

If a plaintiff meets its burden of showing likelihood of
confusion under this modified test, the burden then shifts to
the defendant to show that the use is a nominative fair use.
Characterizing the Ninth Circuit test as suffering from a
lack of clarity, the Third Circuit requires consideration of
whether: (1) the use of plaintiff’s mark is necessary to de-
scribe (a) plaintiff’s product or service, and (b) defendant’s
product or service; (2) only so much of the plaintiff’s mark
used as is necessary to describe plaintiff’s products or ser-
vices; and (3) the defendant’s conduct or language reflect the

(8) the extent to which the targets of the parties’ sales efforts are
the same;

(9) the relationship of the goods in the minds of consumers because
of the similarity of function; and

(10) other facts suggesting that the consuming public might expect
the prior owner to manufacture a product in the defendant’s
market or that he is likely to expand into that market.

See Interpace Corp. v. Lapp, Inc., 721 F.2d 460, 463 (3d Cir. 1983); Scott
Paper Co. v. Scott’s Liquid Gold, Inc., 589 F.2d 1225 (3d Cir. 1978); see
generally supra § 6.08.

25
Century 21 Real Estate Corp. v. Lendingtree, Inc., 425 F.3d 211, 225

(3d Cir. 2005).
26

Century 21 Real Estate Corp. v. Lendingtree, Inc., 425 F.3d 211, 226
(3d Cir. 2005) (emphasis in original); see also, e.g., Buying For The Home,
LLC v. Humble Abode, LLC, 459 F. Supp. 2d 310 (D.N.J. 2006) (applying
this test in a sponsored link case and evaluating (1) the price of the goods
and other factors indicative of the care and attention expected of consum-
ers when making a purchase; (2) the length of time the defendant has
used the mark without evidence of actual confusion; (3) the intent of the
defendant in adopting the mark; and (4) evidence of actual confusion).

27
Century 21 Real Estate Corp. v. Lendingtree, Inc., 425 F.3d 211, 224

(3d Cir. 2005) (emphasis in original).
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true and accurate relationship between the plaintiff and
defendant’s products or services.28

The Third Circuit test, derived from Ninth Circuit law and
the Supreme Court’s KP Permanent Make-Up, Inc. decision,
plainly differs from the Ninth Circuit in the particular fair
use factors that each circuit applies. The Third Circuit’s
emphasis on whether use is necessary to describe both the
plaintiff and the defendant’s product arguably reflects a more
crimped view of nominative fair use than that articulated by
the Ninth Circuit, which focuses on whether the use is nec-
essary to describe the trademark owner’s product. The Third
Circuit’s focus on whether “the defendant’s conduct or
language reflect the true and accurate relationship between
the plaintiff and defendant’s products or services” likewise
arguably may result in a different outcome at the margin
than the Ninth Circuit’s focus on whether the defendant
falsely implies sponsorship or endorsement from the trade-
mark owner.

Even years later, it is not entirely clear whether and to
what extent likelihood of confusion would be considered in
conjunction with nominative fair use in the Ninth Circuit in
light of the U.S. Supreme Court’s decision in KP Permanent
Make-Up, Inc. KP Permanent Make-Up was a statutory fair
use case, not one involving nominative fair use, and the
Supreme Court merely suggested without expressly holding
that confusion be considered in conjunction with fair use
under section 1115. Nevertheless, even mere suggestions by
the Supreme Court can be influential.

On remand, the Ninth Circuit ruled in KP Permanent
Make-Up, Inc. that the issue of fair use presented a jury
question that precluded summary judgment, citing the
Supreme Court’s opinion for the proposition that “customer
confusion remains a factor in evaluating fair use.”29 It
remains unclear whether the Ninth Circuit today would
include confusion factors in its assessment of nominative, as
opposed to statutory fair use and if so, precisely how they
would be applied.

In the New Kids on the Block case, the pop group New

28
Century 21 Real Estate Corp. v. Lendingtree, Inc., 425 F.3d 211,

228–31 (3d Cir. 2005).
29

KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc., 408 F.3d
596, 609 (9th Cir. 2005); see generally supra § 6.14[2][B] (discussing the
case).
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Kids on the Block sued two newspapers which had run
reader polls inviting people to register their votes for the
most popular or sexiest member of the group on 900-number
telephone lines maintained by the newspapers. The musical
group, which operated its own 900-number, brought suit for
trademark infringement, unfair competition, false advertis-
ing and related claims under the Lanham Act and California
state law. The Ninth Circuit rejected plaintiff’s argument
that the newspapers’ use of plaintiff’s name in conducting
unauthorized polls implied that the surveys were sponsored
by the musical group, finding that trademark protection
“does not extend to rendering newspaper articles, conversa-
tions, polls and comparative advertising.”30 The Ninth Circuit
found that the newspapers only used the minimum refer-
ences necessary to identify plaintiffs as the subject of their
polls and did not imply that plaintiffs had sponsored or
endorsed the surveys.31 The fact that the newspapers used
plaintiffs’ mark for profit in competition with plaintiffs’ own
900-number telephone service was deemed irrelevant since
defendants’ use of the mark did not imply plaintiffs’ sponsor-
ship or endorsement.32

By contrast, in Abdul-Jabbar v. General Motors Corp.,33

the Ninth Circuit held that General Motors’ use—without
permission—of basketball star Kareem Abdul-Jabbar’s given
name, Lew Alcindor, was not so clearly a nominative fair use
that the district court’s entry of summary judgment for the
defendants was justified. In reversing the lower court, the
appellate panel noted that use of celebrity endorsements in
television commercials was so well established that, unlike
the reader’s poll at issue in the New Kids on the Block case,

30
New Kids on the Block v. News America Pub., Inc., 971 F.2d 302,

308 (9th Cir. 1992).
31

New Kids on the Block v. News America Pub., Inc., 971 F.2d 302,
308 (9th Cir. 1992). As an example, the Ninth Circuit clarified that “a soft
drink competitor would be entitled to compare its product to Coca-Cola or
Coke, but would not be entitled to use Coca-Cola’s distinctive lettering.”
Id. at 308 n.7.

32
New Kids on the Block v. News America Pub., Inc., 971 F.2d 302,

309 (9th Cir. 1992). The Ninth Circuit further noted that plaintiffs could
not have used their trademarks to prevent publication of an unauthorized
biography or to censor parodies which used their name. The court wrote
that “the trademark laws do not give the New Kids the right to channel
their fans’ enthusiasm (and dollars) only into items licensed or authorized
by them.” Id. at 308.

33
Abdul-Jabbar v. General Motors Corp., 85 F.3d 407 (9th Cir. 1996).
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a jury could well find that GM’s use implied that Mr. Abdul-
Jabbar endorsed its products.34

In Playboy Enterprises, Inc. v. Welles,35 the Ninth Circuit
held that Terri Welles’ use of “Playboy,” “Playmate,” and
“Playmate of the Year 1981” on the terriwelles.com website
and in headlines, banner ads, and metatags used to promote
and generate traffic to the site constituted a nominative fair
use where the defendant in fact was the 1981 Playmate of
the Year and therefore these uses served to identify the
defendant rather than imply current sponsorship or
endorsement. In the words of the district court:

[T]here is no other way that Ms. Welles can identify or de-
scribe herself and her services without venturing into absurd
descriptive phrases. To describe herself as the “nude model
selected by Mr. Hefner’s magazine as its number-one prototypi-
cal woman for the year 1981” would be impractical as well as
ineffectual in identifying Terri Welles to the public.36

The court held that Welles used only so much of the marks
as reasonably necessary in connection with the banner
advertisements and headlines because she used “only the
trademarked words, not the font or symbols associated with
the trademarks.”37 The court also concluded that Welles did
nothing in conjunction with these uses to suggest sponsor-
ship or endorsement by Playboy Enterprises, Inc. (PEI) It
wrote that “[t]he marks are clearly used to describe the title
she received from PEI in 1981, a title that helps describe

34In that case, the Ninth Circuit also found that GM did not limit its
use to plaintiff’s name, but also made reference to his accomplishments
which it compared to its Olds 88 automobile. See Abdul-Jabbar v. General
Motors Corp., 85 F.3d 407, 413 (9th Cir. 1996).

35
Playboy Enterprises, Inc. v. Welles, 279 F.3d 796 (9th Cir. 2002).

36
Playboy Enterprises, Inc. v. Welles, 279 F.3d 796, 802 (9th Cir. 2002)

(quoting the district court). Welles was followed in a subsequent district
court opinion involving factual assertions about the defendant’s receipt of
an award from the plaintiff. See Comparion Medical Analytics, Inc. v.
Prime Healthcare Services, Inc., Case No. 2:14-CV-3448 SVW (MANx),
2015 WL 12746228, at *1-5 (C.D. Cal. Apr. 14, 2015) (granting summary
judgment for the defendant on claims for trademark infringement and
unfair competition under the Lanham Act and common law unfair compe-
tition, based on nominative fair use, in a case brought by a company that
“grants to hospitals awards, and then sells them the right to publicize the
awards . . . ,” where the plaintiff gave the defendant “numerous awards
. . . [and] then sued Prime for posting news of the awards on its website
. . . ” without a license to do so).

37
Playboy Enterprises, Inc. v. Welles, 279 F.3d 796 (9th Cir. 2002).
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who she is.”38 The court pointed out that in addition to doing
nothing in conjunction with her use of the marks to suggest
sponsorship or endorsement by PEI, Welles affirmatively
disavowed any sponsorship or endorsement by including a
clear disclaimer. It cautioned, however, that “affirmative ac-
tions of this type” are not required when a use is
nominative.39

The court found Welles’ use of Playboy’s marks as metatags
to also be a nominative use because “Welles has no practical
way of describing herself without using trademarked terms.
In the context of metatags, . . . she has no practical way of
identifying the content of her website without referring to
PEI’s trademarks.”40 The court noted that the terms were
not repeated extensively, such that her site would appear at
the top of a search results list.41 The court found that the
trademarked terms accurately described the contents of the
website. In addition, the court wrote that:

Forcing Welles and others to use absurd turns of phrase in
their metatags, such as those necessary to identify Welles,
would be particularly damaging in the internet search context.
Searchers would have a much more difficult time locating rel-
evant websites if they could do so only by correctly guessing
the long phrases necessary to substitute for trademarks . . . .
There is simply no descriptive substitute for the trademarks
used in Welles’ metatags. Precluding their use would have the
unwanted effect of hindering the free flow of information on
the Internet, something which is certainly not a goal of
trademark law.42

The court noted in dicta that its decision might have been
different “if the metatags listed the trademarked term so
repeatedly that Welles’ site would regularly appear above
PEI’s in searches for one of the trademarked terms.”43

By contrast, the court held that the use of wallpaper in
the background of Welles’ site with the repeated, stylized
use of the abbreviation “PMOY 1981” was not a nominative
use. Put simply, the court found that the repeated depiction

38
Playboy Enterprises, Inc. v. Welles, 279 F.3d 796, 803 (9th Cir. 2002).

39
Playboy Enterprises, Inc. v. Welles, 279 F.3d 796, 803 n.26 (9th Cir.

2002).
40

Playboy Enterprises, Inc. v. Welles, 279 F.3d 796, 803 (9th Cir. 2002).
41

Playboy Enterprises, Inc. v. Welles, 279 F.3d 796 (9th Cir. 2002).
42

Playboy Enterprises, Inc. v. Welles, 279 F.3d 796, 803–04 (9th Cir.
2002).

43
Playboy Enterprises, Inc. v. Welles, 279 F.3d 796, 804 (9th Cir. 2002).
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of “PMOY 1981” was not necessary to describe Welles.44

District courts have likewise found certain uses to be
nominative fair uses, such as the use of the plaintiff’s ROSE
BOWL mark in the official Instagram account of the City of
Pasadena, California, where the Rose Bowl typically is
played every New Year’s Day.45 Using a competitors mark to
provide an assurance of compatibility may also be found a
nominative fair use—such as “when Company A uses
Company B’s wordmark to advertise that Company A’s
products are compatible with Company B’s.”46 Likewise,

44
Playboy Enterprises, Inc. v. Welles, 279 F.3d 796, 804–05 (9th Cir.

2002).
45

See Pasadena Tournament of Roses Association v. City of Pasadena,
Case No. 2:21-CV-01051-AB-JEMx, 2021 WL 3553499, at *5-6 (C.D. Cal.
July 12, 2021) (dismissing plaintiff’s claims of trademark infringement,
unfair competition, false association, false endorsement, and false designa-
tion of origin under the Lanham Act and unfair competition under Califor-
nia law, holding that the use of ROSE BOWL on the Instagram page of
the City of Pasadena, where the Rose Bowl typically is played every New
Year’s Day, was a nominative fair use). Among other things, the court
observed that “[t]he Instagram post uses “#RoseBowl” in plain text to de-
scribe the 1956 Rose Bowl Game program depicted in the post. . . . That
program includes the term ‘Rose Bowl’ on its cover. . . . While Defendant
certainly could have called it the ‘game played on New Year’s Day in Pas-
adena,’ parties need not vaguely describe a mark as opposed to using the
trademark itself.” Id. at *6.

46
Juul Labs, Inc. v. 4X PODS, 509 F. Supp. 3d 52, 63 (D.N.J. 2020)

(finding the defendant unlikely to prevail on its nominative fair use
defense, in connection with entering a TRO in favor of the plaintiff), citing
Keurig, Inc. v. Strum Foods, Inc., 769 F. Supp. 2d 699, 704, 707–10 (D.
Del. 2011) (dismissing plaintiff’s Complaint where it could not establish
likelihood of confusion or overcome the defendant’s nominative fair use
defense, where the defendant—coffee cartridge manufacturer stated on its
packaging that the cartridges were “[f]or use by owners of Keurig® coffee
makers”); see also Align Technologies, Inc. v. Strauss Diamond Instru-
ments, Inc., No. 18-cv-06663-TSH, 2019 WL 1586776, at *5-7 (N.D. Cal.
Apr. 12, 2019) (holding that Strauss’s use of Align’s “Invisalign” and “iTero”
word marks in hashtags in connection with advertisements for a compati-
ble competing product (Straus’s “MagicSleeve,” which was a substitute
sleeve for use with Align’s iTero scanners), did not qualify as a nominative
fair use, in ruling on Align’s motion for a preliminary injunction).

In Juul Labs, the court, in entering a TRO and asset freeze order,
held that Eonsmoke was unlikely to prevail on its nominative fair use
defense under the Third Circuit’s Century 21 test (which looks at both the
Lapp likelihood of confusion factors and, as applied in Juul, (1) whether
the use of the mark was necessary to describe Juul’s and Eonsmoke’s
products, (2) whether only so much of the mark was used as is necessary,
and (3) whether an accurate relationship between Eonsmoke and Juul
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displaying a luxury brand owner’s mark in connection with a
website page for genuine bags sold on consignment was
found to be a nominative fair use,47 although the court ruled

was reflected). 509 F. Supp. 3d at 69. With respect to the first factor, the
court found Eonsmoke’s extensive use of hashtags to go beyond what was
necessary, explaining that:

Were this a case where Eonsmoke simply made a statement that its pods were
Juul-compatible, this first prong could be satisfied. See Keurig, 769 F. Supp. 2d
at 709. Pods are one component of an e-cigarette. For Eonsmoke to get consum-
ers to buy its pods for use in Juul’s e-cigarette, it must inform consumers that
the pods are Juul-compatible. Given Juul’s dominance in the market for vaping
devices, it probably would not be effective for Eonsmoke to state that its pods
are “e-cigarette compatible.” To access the majority of the market, Eonsmoke
needs to convey that its products are specifically compatible with Juul’s devices.
See Century 21, 425 F.3d at 229 (explaining that a key consideration is whether
prohibiting use of the mark would be “a forced reversion to second-best
communications”).

509 F. Supp. 3d at 69. The court likewise found the degree of use weighed
against nominate fair use because it went “far beyond a simple appending
of ‘#juul’ to a post.” Id. at 70. The court noted that posts not only included
‘‘ ‘#juul’ but also combination forms and variations, like ‘#juulgang’ and
‘#juulnation’ . . . .” Id. The court further observed that “[o]ne [hashtag]
with Juul hashtags among many unoffending posts could be written off,
but that is not the case here. Given how many Juul-related hashtags were
used and in how many posts, Eonsmoke stretched its usage of the Juul
wordmark beyond nominative fair use.” Id. Finally, with respect to the ac-
curacy of the presentation, the court observed that “some posts do not
include a compatibility statement at all, so a viewer may not perceive, cor-
rectly, that Eonsmoke and Juul make separate, compatible products. If
anything, a viewer is likely left confused about the contours of Juul and
Eonsmoke’s relationship because the posts indiscriminately blend the
Juul wordmark with the Eonsmoke brand.” Id. at 70-71.

47
See Chanel, Inc. v. RealReal, Inc., 449 F. Supp. 3d 422, 438-48

(S.D.N.Y. 2020) (dismissing Chanel’s claims for trademark infringement
and false endorsement under the Lanham Act and claims under New
York’s General Business Law, explaining that “it is highly unlikely that a
customer buying a secondhand Chanel product from The RealReal—which
unambiguously holds itself out as consignment retailer in a luxury mar-
ket—would confuse the nature of The RealReal’s business, the source of
its products, or its affiliation—or lack thereof—with Chanel.

My conclusion is the same with respect to the second and third
nominative fair use factors . . . . Chanel has not plausibly alleged facts
suggesting that The RealReal ‘stepped over the line into a likelihood of
confusion by using [Chanel’s] mark[s] too prominently or too often, in
terms of size, emphasis, or repetition.’ . . . Although The RealReal’s
website includes a ‘Chanel’ page briefly describing Chanel and advertising
products with the Chanel Trademarks, The RealReal’s website also
displays these brand-specific pages for nine other luxury fashion brands.
Chanel has identified no facts suggesting that The RealReal displays
Chanel-branded goods ‘more prominently than other luxury-brand
goods,’ ’’).
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that Chanel stated a claim for sales and advertisements of
any counterfeit items.

Fair use also may arise in connection with lawful resale of
trademarked products. In Tiffany (NJ) Inc. v. eBay, Inc.,48

Judge Richard Sullivan of the Southern District of New York
entered judgment for eBay, following a bench trial, on claims
for contributory trademark infringement, unfair competition,
false advertising and dilution and ruled that eBay’s use of
Tiffany’s trademarks in its advertising, on its homepage,
and in sponsored links purchased through Yahoo! and Google
constituted a nominative fair use. On appeal, the court
largely affirmed, but declined to address the viability of the
nominative fair use doctrine in the Second Circuit. Judge
Sack, writing for the panel, ruled that eBay’s use of the Tif-
fany mark to purchase sponsored links was not actionable
because eBay used the mark to describe accurately the genu-
ine Tiffany products offered for sale on its website and none
of eBay’s uses suggested that Tiffany affiliated itself with
eBay or endorsed the sale of its products through eBay’s
website.49 The court found it unnecessary to apply either the
Third or Ninth Circuit tests or determine if nominative fair
use is an affirmative defense or part of the likelihood of
confusion analysis, holding simply that “a defendant may
lawfully use a plaintiff’s trademark where doing so is neces-
sary to describe the plaintiff’s product and does not imply a
false affiliation or endorsement by the plaintiff of the
defendant.”50

The court likewise affirmed the entry of judgment for eBay
on Tiffany’s dilution claim based on the finding that eBay
never used Tiffany’s marks in an effort to create an associa-
tion with its product, but merely to advertise the availability
of authentic Tiffany merchandise on eBay’s website.51

Although the Second Circuit did not articulate a view on

48
Tiffany (NJ) Inc. v. eBay, Inc., 576 F. Supp. 2d 463 (S.D.N.Y. 2008),

aff’d, 600 F.3d 93 (2d Cir.), cert. denied, 562 U.S. 1082 (2010).
49

Tiffany (NJ) Inc. v. eBay, Inc., 600 F.3d 93, 107–08 (2d Cir.), cert.
denied, 562 U.S. 1082 (2010).

50
Tiffany (NJ) Inc. v. eBay, Inc., 600 F.3d 93, 107–08 (2d Cir.), cert.

denied, 562 U.S. 1082 (2010).
51

Tiffany (NJ) Inc. v. eBay, Inc., 600 F.3d 93, 111–12 (2d Cir.), cert.
denied, 562 U.S. 1082 (2010); see supra § 6.11[3]. Tiffany v. eBay is
discussed more extensively in connection with secondary liability in sec-
tion 6.10[2][I] and false advertising in section 6.12[5].
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nominative fair use in Tiffany v. eBay, several years later, in
International Information Systems Security Certification
Consortium, Inc. v. Security University, LLC,52 it weighed in
to disagree with Third Circuit’s treatment of nominative fair
use as an affirmative defense, finding that the Supreme
Court’s analysis in KP Permanent Make-Up, Inc. v. Lasting
Impression I, Inc.,53 interpreted an express provision of the
Lanham Act addressing “classic, or descriptive, fair use as
an affirmative defense.”54 As has long been noted in this
treatise, the Second Circuit observed that nominative fair
use is different from the descriptive use established as an af-
firmative defense by section 1115(b)(4). The Second Circuit
rejected the notion that nominative fair use should be an af-
firmative defense because “[n]ominative use involves using
the mark at issue as a mark to specifically invoke the mark-
holder’s mark, rather than its use, other than as a mark, to
describe the alleged infringer’s goods or services”—noting
dismissively that “[i]f Congress had wanted nominative fair
use to constitute an additional affirmative defense, it would
have provided as such.”55 Nevertheless, the court did not em-
brace the Ninth Circuit approach, “see[ing] no reason to
replace the Polaroid test in this context . . .” with a sepa-
rate test, like the Ninth Circuit’s.56 Instead, recognizing “that
many of the Polaroid factors are a bad fit” in a nominative
fair use case, because the Second Circuit has “repeatedly
emphasized that the Polaroid factors are non-exclusive[ . . .
,]” it articulated a modified version of the Second Circuit’s
standard test for evaluating likelihood of confusion to ac-
count for nominative fair use.57 Specifically, the court held
that,

52
International Information Systems Security Certification

Consortium, Inc. v. Security University, LLC, 823 F.3d 153, 167-68 (2d Cir.
2016).

53
KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc., 543 U.S.

111 (2004).
54

International Information Systems Security Certification
Consortium, Inc. v. Security University, LLC, 823 F.3d 153, 167 (2d Cir.
2016).

55
International Information Systems Security Certification

Consortium, Inc. v. Security University, LLC, 823 F.3d 153, 167 (2d Cir.
2016).

56
International Information Systems Security Certification

Consortium, Inc. v. Security University, LLC, 823 F.3d 153, 168 (2d Cir.
2016).

57
International Information Systems Security Certification
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in nominative use cases, district courts are to consider the
Ninth Circuit and Third Circuit’s nominative fair use factors,
in addition to the Polaroid factors. When considering a likeli-
hood of confusion in nominative fair use cases, in addition to
discussing each of the Polaroid factors, courts are to consider:
(1) whether the use of the plaintiff’s mark is necessary to de-
scribe both the plaintiff’s product or service and the defendant’s
product or service, that is, whether the product or service is
not readily identifiable without use of the mark; (2) whether
the defendant uses only so much of the plaintiff’s mark as is
necessary to identify the product or service; and (3) whether
the defendant did anything that would, in conjunction with
the mark, suggest sponsorship or endorsement by the plaintiff
holder, that is, whether the defendant’s conduct or language
reflects the true or accurate relationship between plaintiff’s
and defendant’s products or services.58

Judge Pooler, writing for himself and Judges Calabresi
and Straub, emphasized in a footnote, however, that in light
of the flexible nature of the Polaroid test, “this combination
of factors is not exclusive, and other factors may be consid-
ered where relevant.”59

In remanding the case for further proceedings in light of
its new test for nominative fair use, the Second Circuit panel
offered two other observations about the test it articulated.
With respect to the second nominative fair use factor in the
Second Circuit’s test, Judge Pooler directed courts “to
consider whether the alleged infringer ‘step[ped] over the
line into a likelihood of confusion by using the senior user’s
mark too prominently or too often, in terms of size, emphasis,
or repetition.’ ’’60

With respect to the third factor in the Second Circuit’s

Consortium, Inc. v. Security University, LLC, 823 F.3d 153, 168 (2d Cir.
2016).

58
International Information Systems Security Certification

Consortium, Inc. v. Security University, LLC, 823 F.3d 153, 168 (2d Cir.
2016).

59
International Information Systems Security Certification

Consortium, Inc. v. Security University, LLC, 823 F.3d 153, 168 n.6 (2d
Cir. 2016).

60
International Information Systems Security Certification

Consortium, Inc. v. Security University, LLC, 823 F.3d 153, 168-69 (2d Cir.
2016), citing McCarthy § 23:11; PACCAR Inc. v. TeleScan Technologies,
L.L.C., 319 F.3d 243, 256 (6th Cir. 2003) (“Using [the plaintiff’s]
trademarks in its domain names, repeating the marks in the main titles
of the web sites and in the wallpaper underlying the web sites, and
mimicking the distinctive fonts of the marks go beyond using the marks
‘as is reasonably necessary to identify’ [the plaintiff’s] trucks, parts, and
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test, Judge Pooler directed courts to “not, as the district
court did here, consider only source confusion, but rather
[courts] must consider confusion regarding affiliation,
sponsorship, or endorsement by the mark holder.”61

Uses that otherwise could constitute nominative fair uses,
however, may be deemed actionable in connection with
infringing sales.62

dealers.”), abrogated on other grounds by KP Permanent Make–Up, Inc. v.
Lasting Impression I, Inc., 543 U.S. 111, 116-17 (2004); ; Brother Records,
Inc. v. Jardine, 318 F.3d 900, 908 (9th Cir. 2003) (considering the fact that
the defendant used the mark ‘‘ ‘The Beach Boys’ more prominently and
boldly” than the rest of its name “The Beach Boys Family and Friends”
such that event organizers and members of the audience were confused
about who was performing); Playboy Enters., Inc. v. Welles, 279 F.3d 796,
804 (9th Cir. 2002) (holding that defendant’s repeated use of the abbrevia-
tion “PMOY ‘81” meaning “Playmate of the Year 1981” on the background/
wallpaper of her website failed to establish nominative fair use because
“[t]he repeated depiction of “PMOY ‘81” is not necessary to describe [the
defendant]”), abrogated on other grounds by Miller v. Gammie, 335 F.3d
889 (9th Cir. 2003); cf. Swarovski Aktiengesellschaft v. Building No. 19,
Inc., 704 F.3d 44, 51–52 (1st Cir. 2013) (reversing preliminary injunction
restricting discount retailer from using large size font in advertising sale
of “Swarovski” crystal figurines because lower court erred by assuming
that retailer used “more of the mark than necessary” without determining
if large size font was likely to cause consumer confusion).

The long string cite provided by the Second Circuit panel provides
some guidance for future cases.

61
International Information Systems Security Certification

Consortium, Inc. v. Security University, LLC, 823 F.3d 153, 169 (2d Cir.
2016), citing Courtenay Commc’ns Corp. v. Hall, 334 F.3d 210, 213 n. 1 (2d
Cir. 2003) (vacating dismissal of Lanham Act claims and holding nomina-
tive fair use did not supply alternative grounds for dismissal because
defendant’s “hyperlink connection to a page of endorsements suggests af-
filiation, sponsorship, or endorsement by” the plaintiff (internal quotation
marks omitted)).

62
See, e.g., State Street Global Advisors Trust Company v. Visbal, 431

F. Supp. 3d 322, 340-43 (S.D.N.Y. 2020) (granting State Street, which com-
missioned Fearless Girl —“a bronze statue that became a viral sensation
after it was placed at Bowling Green in New York City”— from the
defendant-sculptor, Kristen Visbal, to amend its Complaint to allege that
the sculptor’s use of FEARLESS GIRL (the title of the sculpture and a
trademark owned by State Street, which commissioned it) and the domain
name fearlessgirl.us, to promote unauthorized replicas, despite providing
an exclusive license to State Street, was plausibly not a fair use, such that
amendment to make these allegations would not be futile); BMW of North
America, LLC v. Win.It America, Inc., Case No. CV 17-8826 PSG (MRWx),
2019 WL 926326, at *4-6 (C.D. Cal. Jan. 25, 2019) (denying defendant’s
motion for summary judgment on defendant’s nominative fair use defense
where it was disputed whether the defendant knew the products it was
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Where applicable, nominative fair use may provide a
defense to Lanham Act trademark infringement cases and
unfair competition under both the Lanham Act and common
law principles in at least some states.63

6.14[3.5] Logos, Thumbnail Images and Favicons

As outlined in section 6.14[3], trademark fair use focuses,
among other things, on whether a party uses more of a mark
than necessary to describe a product. It has long been an
article of faith among trademark lawyers that while use of a
name or description may be a permissible fair use, use of
trademarked logo typically is not. In the modern world of
digital communications, where more people access the
Internet via mobile devices—and therefore on small
screens—the use of a small logo or thumbnail image may in
fact amount to use of no more of a mark than necessary and
indeed in some cases the only reasonable way to identify a
particular website, product or service.

Today, small reproductions of logos are commonly used on
the web to identify websites, companies, products, services
or protected content. Underscoring the growing acceptance
of this practice, many websites create their own favicons (or
icons that are displayed in a URL’s display bar in Microsoft
Explorer) to allow users to more quickly and easily identify
their sites. Thumbnail images—or smaller reproductions of
larger images – similarly are widely used by websites and
search engines to allow users to more easily identify
material. For example, a movie or song title may identify
multiple different works that share the same title, whereas
a thumbnail image may identify specifically which motion
picture or song is being offered. Some of these thumbnail im-
ages are licensed, whereas some are not. Even logos, when

selling were counterfeit).
63

See, e.g., Comparion Medical Analytics, Inc. v. Prime Healthcare
Services, Inc., Case No. 2:14-CV-3448 SVW (MANx), 2015 WL 12746228,
at *1-5 (C.D. Cal. Apr. 14, 2015) (applying nominative fair use in granting
summary judgment for the defendant on claims for trademark infringe-
ment and unfair competition under the Lanham Act and common law
unfair competition in a case brought by a company that “grants to
hospitals awards, and then sells them the right to publicize the awards
. . . ,” where the plaintiff gave the defendant “numerous awards . . .
[and] then sued Prime for posting news of the awards on its website . . . ”
without a license to do so); see generally Seltzer v. Green Day, Inc., 725
F.3d 1170, 1180 n.1 (9th Cir. 2013) (stating that California unfair competi-
tion claims are “substantially congruent” with the Lanham Act).
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reproduced in small size, may be the most effective way in
some contexts to identify a company, product or service,
where spelling out the name in text would not as easily or
effectively do so—especially given space limitations on the
screens of mobile devices.

While the law has not yet caught up with this phenome-
non, the Ninth Circuit’s decision in Playboy Enterprises, Inc.
v. Welles1 provides some guidance. In Welles, the Ninth
Circuit held that Terri Welles’ use of “Playboy,” “Playmate,”
and “Playmate of the Year 1981” on the terriwelles.com
website and in headlines, banner ads, and metatags used to
promote and generate traffic to the site constituted a nomina-
tive fair use where the defendant in fact was the 1981
Playmate of the Year and therefore these uses served to
identify Welles rather than imply current sponsorship or
endorsement. In the words of the district court:

[T]here is no other way that Ms. Welles can identify or de-
scribe herself and her services without venturing into absurd
descriptive phrases. To describe herself as the “nude model
selected by Mr. Hefner’s magazine as its number-one prototypi-
cal woman for the year 1981” would be impractical as well as
ineffectual in identifying Terri Welles to the public.2

The court held that Welles used only so much of the marks
as reasonably necessary in connection with the banner
advertisements and headlines because she used “only the
trademarked words, not the font or symbols associated with
the trademarks.”3

The court noted in dicta that its decision might have been
different “if the metatags listed the trademarked term so
repeatedly that Welles’ site would regularly appear above
PEI’s in searches for one of the trademarked terms.”4

By contrast, the court held that the use of wallpaper in
the background of Welles’ site with the repeated, stylized
use of the abbreviation “PMOY 1981” was not a nominative
use. Put simply, the court found that the repeated depiction

[Section 6.14[3.5]]
1
Playboy Enterprises, Inc. v. Welles, 279 F.3d 796 (9th Cir. 2002).

2
Playboy Enterprises, Inc. v. Welles, 279 F.3d 796, 802 (9th Cir. 2002)

(quoting the district court).
3
Playboy Enterprises, Inc. v. Welles, 279 F.3d 796 (9th Cir. 2002).

4
Playboy Enterprises, Inc. v. Welles, 279 F.3d 796, 804 (9th Cir. 2002).
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of “PMOY 1981” was not necessary to describe Welles.5

While prominent use of a logo—such as for wallpaper in
the background of a website—or repeated use of a mark, is
unlikely to be a fair use, display of a mark as a small logo in
the style of a favicon to identify a site, product or service
may be permissible where used to accurately identify the
site, product or service where screen size and other limita-
tions would make it impractical to identify the location, prod-
uct or service by a text description. Because a more tradi-
tional analysis would suggest that use of a logo in any
capacity is unlikely to be a fair use, it is advisable to display
a title or description, rather than a small trademarked im-
age or logo, where possible to do so. Nevertheless, in the
future, courts may well consider that the display of a small
image, logo or favicon-style icon to clearly identify a third
party website, product or service is a permissible fair or non-
trademark use where it is deemed to take no more of the
mark than necessary to accurately identify the site, product
or service, and where the use does not imply sponsorship or
endorsement.

6.14[4] Parody

A common misperception online is that parody provides a
complete defense to a claim of infringement. Just because
something may be amusing does not mean it is not infringing.
The Ninth Circuit clarified that:

Some parodies will constitute an infringement, some will not.
But the cry of ‘parody!’ does not magically fend off otherwise
legitimate claims of trademark infringement or dilution. There
are confusing parodies and non-confusing parodies. All they
have in common is an attempt at humor through someone
else’s trademark. A non infringing parody is merely amusing,
not confusing.1

“A parody is a humorous or satirical imitation of a work of
art that ‘creates a new art work that makes ridiculous the
style and expression of the original.’ ’’2 A parody “depends on
a lack of confusion to make its point,” and “must convey two

5
Playboy Enterprises, Inc. v. Welles, 279 F.3d 796, 804–05 (9th Cir.

2002).

[Section 6.14[4]]
1
Dr. Seuss Enterprises, L.P. v. Penguin Books USA, Inc., 109 F.3d

1394, 1405 (9th Cir. 1997) (quoting McCarthy on Trademarks § 31.38[1],
at 31-216 (rev. ed. 1995)).

2
Eli Lilly & Co. v. Natural Answers, Inc., 233 F.3d 456, 463 (7th Cir.
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simultaneous-and contradictory-messages: that it is the orig-
inal, but also that it is not the original and is instead a
parody.”3 By contrast, “an unsuccessful parody—one that
creates a likelihood of confusion—is not protected from an
infringement suit.”4

A parody may be deemed a fair use when it is “so obvious
that a clear distinction is preserved between the source of
the target and the source of the parody . . .” and the purpose
of the parody is not ‘‘ ‘to capitalize on a famous mark’s
popularity for the defendant’s own commercial use.’ ’’5 Thus,
meat sauce labeled “A.2” as a pun of the “A.1” mark6 and a
diaper bag with the words “Gucchi Goo” and red and green
bands, which allegedly was intended to poke fun at Gucci’s
mark and logo,7 were both held infringing. Similarly, the
parody book “The Cat Not in the Hat! By Dr. Juice,” which
satirized the O.J. Simpson murder trial in the style of Dr.
Seuss’ “The Cat in the Hat” was found to raise serious ques-
tions on the issue of infringement8 where the court found
that the defendant’s parody used or traded on plaintiff’s
trademarks (the Cat’s stove-pipe hat, the words “Dr. Juice”
in place of “Dr. Seuss” and the title “The Cat in the Hat”; the

2000) (holding that the defendant’s use of HERBROZAC as an herbal
alternative to the drug PROZAC® was not a parody), quoting Rogers v.
Koons, 960 F.2d 301, 309–10 (2d Cir. 1992).

3
Hormel Foods Corp. v. Jim Henson Productions, Inc., 73 F.3d 497,

503 (2d Cir. 1996) (internal quotations and citations omitted) (emphasis in
original).

4
Utah Lighthouse Ministry v. Foundation for Apologetic Information

and Research, 527 F.3d 1045, 1057 (10th Cir. 2008), citing Cliffs Notes,
Inc. v. Bantam Doubleday Dell Pub. Group, Inc., 886 F.2d 490, 494 (2d Cir.
1989) (holding confusing parodies “vulnerable under trademark law”) and
L.L. Bean, Inc. v. Drake Publishers, Inc., 811 F.2d 26, 32 n.3 (1st Cir.
1987) (writing that confusing parodies “implicate the legitimate com-
mercial and consumer objectives of trademark law”).

5
Dr. Seuss Enterprises, L.P. v. Penguin Books USA, Inc., 109 F.3d

1394, 1405-06 (9th Cir. 1997), citing Hard Rock Cafe Licensing Corp. v.
Pacific Graphics, Inc., 776 F. Supp. 1454, 1462 (W.D. Wash. 1991) (“Hard
Rain” logo held an infringement of “Hard Rock” logo).

6
See Nabisco Brands, Inc. v. Kaye, 760 F. Supp. 25 (D. Conn. 1991).

7
See Gucci Shops, Inc. v. R. H. Macy & Co., 446 F. Supp. 838

(S.D.N.Y. 1977).
8The case was before the Ninth Circuit on appeal from the entry of a

preliminary injunction order where the appellate court needed to evaluate
merely whether serious questions were raised going to the merits of the
dispute and the balance of hardships favored entry of a preliminary injunc-
tion under the standard for obtaining injunctive relief then in effect.
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court characterized these as evidencing strong proximity and
similarity) and many of the other likelihood of confusion test
factors were indeterminate.9

Although parody may be considered in the context of fair
use (and the legislative history of the Federal Trademark
Dilution Act evidences that at least with respect to consider-
ation of whether a defendant is engaged in “noncommercial
use of a mark” within the meaning of 15 U.S.C.A. § 1125(c)
it must be),10 several courts have treated parody as a factor
which should be considered in evaluating whether a plaintiff
has established likelihood of confusion.11 Under this view, a
critical parody derives benefit from the reputation of the
mark owner in that no parody could be made without the
initial mark but “the benefit ‘arises from the humorous as-
sociation, not from public confusion as to the source of the
marks,’ . . . so no inference of confusion can be drawn . . .”
simply because a mark was intentionally used.12

Thus, for example, in Louis Vuitton Malletier, S.A. v. My
Other Bag, Inc.,13 the Second Circuit affirmed summary judg-
ment for the defendant on claims of trademark infringement
and dilution brought by the luxury handbag company, Louis
Vuitton, against the manufacturer of an inexpensive canvas
bag that depicted a reproduction of a Louis Vuitton bag with
the caption “My Other Bag.”

On Louis Vuitton’s trademark infringement claim, the
court explained that “obvious differences in MOB’s mimick-
ing of LV’s mark, the lack of market proximity between the
products at issue, and minimal, unconvincing evidence of
consumer confusion compel a judgment in favor of MOB on

9
Dr. Seuss Enterprises, L.P. v. Penguin Books USA, Inc., 109 F.3d

1394, 1405-06 (9th Cir. 1997).
10

See supra § 6.14[2][C].
11

See, e.g., Elvis Presley Enterprises, Inc. v. Capece, 141 F.3d 188, 194
(5th Cir. 1998); Nike, Inc. v. Just Did It Enterprises, 6 F.3d 1225, 1231
(7th Cir. 1993); Jordache Enterprises, Inc. v. Hogg Wyld, Ltd., 828 F.2d
1482, 1486 (10th Cir. 1987); see generally supra § 6.08 (likelihood of
confusion).

12
Utah Lighthouse Ministry v. Foundation for Apologetic Information

and Research, 527 F.3d 1045, 1055 (10th Cir. 2008), quoting Jordache
Enterprises, Inc. v. Hogg Wyld, Ltd., 828 F.2d 1482, 1486 (10th Cir. 1987).

13
Louis Vuitton Malletier, S.A. v. My Other Bag, Inc., 674 F. App’x 16

(2d Cir. 2016).
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LV’s trademark infringement claim.14”

With respect to dilution, the court explained that:
“A parody must convey two simultaneous—and contradictory—
messages: that it is the original, but also that it is not the
original and is instead a parody.” Hormel Foods Corp. v. Jim
Henson Prods., Inc., 73 F.3d 497, 503 (2d Cir. 1996) (quoting
Cliffs Notes, Inc. v. Bantam Doubleday Dell Publ’g Grp., Inc.,
886 F.2d 490, 495 (2d Cir. 1989)). MOB’s bags do precisely
that. At the same time that they mimic LV’s designs and
handbags in a way that is recognizable, they do so as a draw-
ing on a product that is such a conscious departure from LV’s
image of luxury—in combination with the slogan “My other
bag”—as to convey that MOB’s tote bags are not LV handbags.
The fact that the joke on LV’s luxury image is gentle, and pos-
sibly even complimentary to LV, does not preclude it from be-
ing a parody. . . . Indeed, a parody of LV’s luxury image is the
very point of MOB’s plebian product. That distinguishes this
case from ones cited by LV where a trademark was used
merely to “promote” or “sell” goods and services, which is
impermissible.15

Likewise, a court in New York dismissed the Lanham Act
claim of an actress featured in a viral Internet video where
images of the actress were replaced with French fries and
other appetizers, in an advertisement for the TGI Friday’s
restaurant, because she could not plausibly allege that
consumers would likely be “confused or misled into thinking
that she endorsed TGI Friday’s or its appetizers.”16

While many Lanham Act parody cases involve uses in com-
merce, some parodies are non-commercial and therefore not
even actionable under the Lanham Act.17

Where a parody involves a use in commerce, whether

14
Louis Vuitton Malletier, S.A. v. My Other Bag, Inc., 674 F. App’x 16,

18 (2d Cir. 2016).
15

Louis Vuitton Malletier, S.A. v. My Other Bag, Inc., 674 F. App’x 16,
18 (2d Cir. 2016).

16
Roberts v. Bliss, 229 F. Supp. 3d 240, 251-53 (S.D.N.Y. 2017).

17
See, e.g., Koch Indus., Inc. v. Does, No. 2:10CV1275DAK, 2011 WL

1775765 (D. Utah May 9, 2011) (dismissing Lanham Act trademark in-
fringement and unfair competition claims where a parody press release
with a link to a phony website that had the same look as the actual Koch
Industries site (which in turn contained a link to the real site) involved no
commercial use. The press release related only to Koch’s political views
and activities with no reference to any of its products or business prac-
tices, none of the media outlets that received the press release believed it
and the only press coverage of the event referred to it as a hoax). When a
parody or other potentially fair use may not be deemed to involve a use in
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parody is evaluated as an element of the likelihood of confu-
sion balancing test or the fair use defense determines
whether a plaintiff has the burden to negate an inference of
parody or the defendant the burden to establish it. Except in
very close cases, the outcome should be the same, especially
because “even though it portrays the original, it also sends a
message that it is not the original and is a parody, thereby
lessening any potential confusion.”18 Under either formula-
tion, a parody should be deemed permissible if it mimics the
original work to make fun of that work (as opposed to
something else).19 By contrast, a noninfringing parody is
unlikely to be found where a defendant uses a mark to make
fun of something different or admits that its spoof would be
almost as effective without use of the plaintiff’s mark.20

Where a parody constitutes a legitimate noncommercial
use of a mark, the fact that it was undertaken for profit or in
fact devalues or places a mark in a negative context will not
affect the outcome of a case.21

Additional parody cases are considered in the following
section. A checklist of issues to consider is set forth in section
6.14[6].

6.14[4.5] Hashtags

A hashtag is an indexing tool that users, brand owners, or

commerce is analyzed further in section 6.14[5].
18

See, e.g., Elvis Presley Enterprises, Inc. v. Capece, 141 F.3d 188, 199
(5th Cir. 1998).

19A virtually identical rule is applied in evaluating whether a parody
constitutes a fair use under U.S. copyright law. See supra § 4.10.

20
See Elvis Presley Enterprises, Inc. v. Capece, 141 F.3d 188, 200 (5th

Cir. 1998) (deposition testimony that “The Velvet Elvis” lounge was
intended to poke fun at faddish bars from the 1960s and “more preten-
tious” rock clubs like The Hard Rock Cafe or Planet Hollywood and
“perhaps indirectly the country’s fascination with Elvis,” but that the
defendants “could successfully perform their parody without using Elvis
Presley’s name”).

21
See L.L. Bean, Inc. v. Drake Publishers, Inc., 811 F.2d 26, 31, (1st

Cir. 1987) (pornographic parody of a mail order catalogue); Mattel, Inc. v.
MCA Records, Inc., 296 F.3d 894 (9th Cir. 2002) (holding Aqua’s 1997 hit
song “Barbie Girl” to be a noncommercial use of the “Barbie” and “Ken”
marks and a protected parody under the First Amendment), cert. denied,
537 U.S. 1171 (2003). Both the L.L. Bean and Mattel cases analyze parody
as protected speech under the First Amendment. First Amendment issues
frequently arise in connection with celebrity rights of publicity, which are
separately considered in sections 12.03 and 12.05[4].
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others can create on Twitter, Instagram and other social
media platforms to encourage other social media users to
post on the same topic and help third parties find posts on a
common topic. Social media users may tag posts with
hashtags they have created or which were created by others.
Tagging a social media post with a particular hashtag may
allow a post to go viral and the author to gain new followers.
Using a hashtag, any user may search a platform to find all
posts tagged with the same hashtag. As explained by one
court, “hashtags provide a way to link individual posts to
larger topics and conversations.”1

A mark owner potentially may use a mark as a hashtag to
advertise its goods or services.2 A mark owner’s use (or
knowledge and tacit approval of third party use) may also be
cited as evidence of an intent to target a particular market.3

Most disputes, however, involve uses of other people’s marks
as hashtags.

The use of a mark by a third party in a non-trademark4 or

[Section 6.14[4.5]]
1
Juul Labs, Inc. v. 4X PODS, 509 F. Supp. 3d 52, 59 (D.N.J. 2020).

Quoting Twitter (in explaining how hashtags may be used on that
platform, the court in Juul explained:

A hashtag consists of the pound/number symbol (#), followed by text. When a
social media user adds a hashtag to a post, the hashtag, which is hyperlinked,
acts as a tag. This tagging has two consequences: First, if a viewer of the post
clicks the hashtag, the social media platform will take the viewer to a page
containing any other posts with that hashtag. Second, if a user searches that
hashtag through the platform’s search engine, the platform will take the user
to the page containing any posts with that hashtag. Hashtags thus have an
indexing or cataloguing function, “allow[ing] people to easily follow topics they
are interested in” and “discover content and accounts based on [their] interests.”

Id., quoting Twitter, How to use hashtags, https://help.twitter.com/en/
using-twitter/how-to-use-hashtags (last visited Dec. 12, 2020).

2
See, e.g., Bring It Om, LLC v. Bring It Om Power Yoga, LLC, Civil

Action File No. 1:19-cv-2868-TCB, 2019 WL 9633213 (N.D. Ga. Sept. 25,
2019) (enjoining defendant’s use of BRING IT OM, where plaintiff’s evi-
dence of first use in commerce included its use of mark as a hashtag in
social media).

3
See, e.g., Colgate v. JUUL Labs, Inc., 402 F. Supp. 3d 728 (N.D. Cal.

2019) (granting in part, denying in part defendant’s motion to dismiss
consumer claims in which plaintiffs cited Juul’s use of hashtags on Twit-
ter, Instagram and Facebook as evidence of an intent to market its
products to teenagers).

4
See, e.g., Lopez v. BigCommerce, Inc., 16-CV-8970 (JPO), 2017 WL

3278932 (S.D.N.Y. Aug. 1, 2017) (dismissing plaintiff’s Lanham Act claims
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descriptive manner, as a nominative fair use,5 for lawful
comparative advertising, or to facilitate commentary on a
brand, will usually not be actionable under the Lanham Act
for the reasons outlined above in sections 6.14[1] through
6.14[4].

Suits involving use of third party marks as hashtags also
may fail where the mark owner cannot establish likelihood
of confusion.6

Where a hashtag is used deceptively to cause consumer
confusion or blur or tarnish a mark or falsely insinuate
sponsorship, affiliation or endorsement, or used in combina-

alleging, among other things, that a Google search of the hashtag #rrhustle
revealed multiple infringing images, because “[t]he mere appearance of
Plaintiff’s name or image as part of the search results displayed in re-
sponse to a user-generated query does not mean that the relevant company
used Plaintiff’s name for advertising or trade purposes.”) (quoting Obado
v. Magedson, No. 13 Civ. 2382, 2014 WL 3778261, at *7 (D.N.J. July 31,
2014), aff’d, 612 F. App’x 90 (3d Cir. 2015)).

5
See Pasadena Tournament of Roses Association v. City of Pasadena,

Case No. 2:21-CV-01051-AB-JEMx, 2021 WL 3553499, at *5-6 (C.D. Cal.
July 12, 2021) (dismissing plaintiff’s claims of trademark infringement,
unfair competition, false association, false endorsement, and false designa-
tion of origin under the Lanham Act and unfair competition under Califor-
nia law, holding that defendant’s use of ROSE BOWL on the Instagram
account of the City of Pasadena, where the Rose Bowl typically is played,
including as a hashtag, was a nominative fair use; “[t]he Instagram post
uses “#RoseBowl” in plain text to describe the 1956 Rose Bowl Game
program depicted in the post. . . . That program includes the term ‘Rose
Bowl’ on its cover. . . . While Defendant certainly could have called it the
‘game played on New Year’s Day in Pasadena,’ parties need not vaguely
describe a mark as opposed to using the trademark itself.”); see generally
supra § 6.14[3] (analyzing nominative fair use).

6
See, e.g., OffWhite Productions, LLC v. Off-White LLC, 480 F. Supp.

3d 558 (S.D.N.Y. 2020) (dismissing plaintiff’s claims for Lanham Act
trademark infringement and false designation of origin, and unfair compe-
tition under New York state law, for failing to plausibly allege likelihood of
confusion, where the plaintiff, a business-to-business marketing and brand
consulting firm, alleged that the defendant-fashion house’s use of OffWhite
in marketing and promotion, including social media and website promo-
tions, public relations, SEO, and celebrity-outreach campaigns, had
displaced its URL offwhitedesign.com from Google’s top search results and
caused thousands of Twitter users to include the hashtags #OffWhite and
#OFFWHITE in Tweets referring to the defendant), appeal dismissed,
Docket No: 20-3178, 2021 WL 1247863 (2d Cir. Feb. 8, 2021).

Plaintiff’s claims with respect to hashtags in OffWhite Productions
were especially weak given the tenuous connection (if any) between
defendant’s alleged misconduct and individual, third-party consumers’ use
of hashtags.
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tion with other infringing, diluting, or unfair practices, use
of a mark as a hashtag potentially may be actionable.7 Given

7
See, e.g., Juul Labs, Inc. v. 4X PODS, 509 F. Supp. 3d 52, 63-71

(D.N.J. 2020) (entering a TRO and asset freeze, finding Juul likely to
prevail in establishing likelihood of confusion and Eonsmoke unlikely to
prevail on its nominative fair use defense, in a suit where Eonsmoke’s use
of hashtags went beyond what was deemed necessary to identify
Eonsmoke’s products as compatible with Juul’s (using, in addition to
#juul, the hashtags #juulnation and #juulgang), where the court observed
that “[o]ne [instance] with Juul hashtags among many unoffending posts
could be written off, but that is not the case here. Given how many Juul-
related hashtags were used and in how many posts, Eonsmoke stretched
its usage of the Juul wordmark beyond nominative fair use.”); Juul Labs,
Inc. v. 4X PODS, Civil Action No. 18-15444 (KM) (MAH), 2020 WL
2029327, at *6-7 (D.N.J. Apr. 28, 2020) (denying defendant’s motion to
dismiss because “the use of a registered mark in a hashtag without consent
can form the basis for a claim under the Lanham Act.”); Khaled v.
Bordenave, 18 Civ. 5187 (PAE), 2019 WL 1894321, at *6 (S.D.N.Y. Apr. 29,
2019) (allowing hip hop artist DJ Khaled and ATK Entertainment to
amend their complaint to add, among other things, allegations concerning
uses by defendants of plaintiffs’ WE THE BEST mark, including
#WETHEBEST and #WETHEBESTBRANDS, as hashtags to advertise
products in social media; and rejecting the defendant’s argument that use
of a mark in hashtags could not amount to trademark infringement);
Align Technology, Inc. v. Strauss Diamond Instruments, Inc., Case No. 18-
cv-06663-TSH, 2019 WL 1586776, at *6-7 (N.D. Cal. Apr. 12, 2019)
(preliminarily enjoining defendant’s use of plaintiff’s INVISALIGN and
other marks, including as hashtags in social media, and rejecting the
defendant’s argument that its use was a nominative fair use where the
defendant used plaintiff’s marks to refer to its own products and the
hashtags represented “a use of Align’s marks beyond what is reasonably
necessary to identify Strauss’s product.”); Museum of Modern Art v.
MOMACHA IP LLC, 339 F. Supp. 3d 361, 377–78 (S.D.N.Y. 2018) (prelim-
inary enjoining the defendant from using MOMA or MOMACHA or the
momacha.com domain name, where, among other things, the defendant
used (on social media) the hashtag “#MoMaCha,” which was close to
MoMa, and “#museum,” “#gallery,” “#newyorkart,” and “#modernart,” to
further strengthen the relatedness of services in consumers’ minds, in ad-
dition to publishing articles about MOMACHA that included phrases such
as “modern art experience,” “art installation,” and “[t]he café, whose name
is a play on MoMa’s, also doubles as a gallery,” which had the same confus-
ing effect); Chanel, Inc. v. WGACA, LLC, 18 Civ. 2253 (LLS), 2018 WL
4440507, at *2-3 (S.D.N.Y. Sept. 14, 2018) (denying defendant’s motion to
dismiss and rejecting its nominative fair use defense, holding that the
owner of the CHANEL trademark plausibly alleged that WGACA’s use of
the hashtag #WGACACHANEL infringed Chanel’s trademarks (and sup-
ported a claim for false advertising) by alleging that WGACA conjoined its
acronym with the Chanel trademark to create the impression that WGACA
was affiliated with Chanel or was an authorized Chanel retailer, where
WGACA’s social media pages included quotations of Coco Chanel,
photographs of Chanel-branded products, and photographs of models and
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the nature of a hashtag as an indexing tool, however, use of
a mark as a hashtag should not be actionable per se, where
properly labeled and not deceptive or confusing or used more
times than necessary.

The use of hashtags is analyzed in greater detail in section
9.09[2] in chapter 9.

6.14[5] Fair Use and First Amendment Issues
Involving Consumer Criticism and Gripe
Sites, Blogs and Personal Homepages

Consumer criticism sites (also called gripe sites and
sometimes denominated as “sucks” sites when that appella-
tion is applicable) are websites and blogs dedicated to
complaints about a single company or multiple businesses. It
is often difficult to successfully challenge one of these sites
because noncommercial use of a mark is not actionable as
trademark infringement, dilution or unfair competition
under the Lanham Act. Where a site has commercial
components, remedies may be available (to the extent of the
commercial use) unless the use of a mark represents a fair
use. Even if potentially actionable, an infringement or unfair

public-opinion influencers wearing or carrying Chanel handbags, includ-
ing photographs from previous Chanel advertisements); Safeway Transit
LLC v. Discount Party Bus, Inc., 334 F. Supp. 3d 995, 1009 (D. Minn.
2018) (permanently enjoined DPB and Fernandez “from using or contribut-
ing to the use of the ‘Rent My Party Bus’ and ‘952 Limo Bus’ trademarks
or related domain names, keywords, or hashtags in connection with the
advertisement, marketing, or sale of transportation services.”), aff’d on
other grounds, 954 F.3d 1171 (8th Cir. 2020) (affirming the lower court’s
rulings that there was no unjust enrichment to support disgorgement of
defendant’s profits, and that disgorgement of profits for deterrence was
not warranted, and declining to award attorneys’ fees to the plaintiff);
Public Impact, LLC v. Boston Consulting Group, Inc., 169 F. Supp. 3d 278,
294-95 (D. Mass. 2016) (holding, in granting a preliminary injunction,
that use of the hashtag #publicimpact on Twitter was likely to infringe the
plaintiff’s “Public Impact” trademark); Fraternity Collection, LLC v.
Fargnoli, No. 13 Civ. 664 (CWR), 2015 WL 1486375, at *5-6 (S.D. Miss.
Mar. 31, 2015) (denying defendant’s motion to dismiss plaintiff’s false
advertising claim, holding that a designer’s use of #fratcollection and
#fraternitycollection could plausibly infringe on plaintiff’s FRATERNITY
COLLECTION trademark; “The Court accepts for present purposes the
notion that hashtagging a competitor’s name or product in social media
posts could, in certain circumstances, deceive consumers. Being mindful of
the posture of this case, ‘at the pleading stage, general factual allegations
of injury resulting from the defendant’s conduct may suffice, for on a mo-
tion to dismiss we presume that general allegations embrace those specific
facts that are necessary to support the claim.’ ’’) (citation omitted).
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competition claim may be unsuccessful if a mark owner can-
not show likelihood of confusion or dilution. For example,
likelihood of confusion may be difficult to establish if a site
owner’s antipathy for the mark owner is clear (as in the case
of “sucks” sites) or the site’s status as a forum for criticism
or commentary is apparent. Regardless of the commercial,
confusing or dilutive nature of a site or the absence of any of
these factors, where a confusingly similar or dilutive varia-
tion of a mark is used as a domain name, remedies may be
available under the Anticybersquatting Consumer Protec-
tion Act (ACPA) if, but only if, a bad faith intent to profit
from the use, registration or trafficking in the domain name
may be shown. Alternatively, if a domain name is merely
used in bad faith (rather than with a bad faith intent to
profit), so long as use may be shown (and not mere registra-
tion), online arbitration in the form of ICANN’s Uniform
Domain Name Dispute Resolution Policy (UDRP) proceeding
may be pursued, which is usually quick and inexpensive, al-
though the decision is not binding if either party files suit
within ten business days of receiving notice of a final
decision.1 In addition, if a mark is being used in a deceptive
(as opposed to merely critical) manner, relief may be avail-
able because false or deceptive speech is not constitutionally
protected. Businesses nevertheless should be careful and
strategic in approaching user sites and blogs, both to evalu-
ate whether and how a case could be presented that would
be viable and to determine whether the very act of sending a
cease and desist letter or filing suit will be productive or
merely generate more publicity for the website or blog and
the views expressed there. These strategic considerations,
both in connection with Lanham Act claims and other reme-
dies potentially available to address consumer critics or over-
enthusiastic fans, are outlined in section 9.13. A checklist of
Lanham Act issues to consider, which are analyzed in this
subsection, is set forth in section 6.14[6].

Low barriers to entry allow almost anyone to publish
content over the Internet. Fans, critics and others make it
increasingly difficult for brand owners to control their identi-
ties in cyberspace.

Disgruntled former employees or angry customers, among
others, may use a company’s marks in ways harmful to the

[Section 6.14[5]]
1
See infra § 7.05.
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brand owner on blogs, social network pages or other Internet
sites or services. While a business may be able to limit op-
portunities for mischief by registering in advance obvious
variations of its marks and websites as domain names, and
may use public relations firms and search optimization
companies to increase the volume of positive material online
in response to critical information, once a gripe site has been
established it may be difficult if not impossible to actually
close it down. Depending on the facts of the case, use of a
mark on a blog, personal homepage, fansite or consumer or
employee criticism site—if undertaken in a noncommercial
manner or not in a trademark sense, or potentially if quali-
fied with adequate disclaimers or explanations (although
disclaimers alone may not be sufficient)2 and not deceptive—
may be found not actionable, not likely to cause consumer
confusion or dilute the value of the mark, a fair use or
protected First Amendment speech. This may be the case
even if the site displays harshly critical or offensive opinions
about a company.3

Case law involving Internet fans and critics has evolved
since the mid 1990s and is not entirely consistent. Decisions
often turn on the specific facts presented—and those that
appear most compelling to the trier of fact. As with any fact-
specific area of law, the same essential facts presented by
more skilled counsel or to triers of fact with different life ex-
periences may, at the margin, lead to different outcomes. In
addition, trial courts typically rule based on the legal posi-
tions presented to them by opposing parties and therefore
may not consider better arguments that in hindsight should
have been raised. Courts in different circuits also sometimes
take a different view of the same legal question. All of these
factors should be considered in evaluating potential claims
and defenses—and whether to take action at all.

The first widely publicized case where the Internet was
used to challenge a company arose out of BellSouth Corp. v.

2
See infra § 7.08[3] (use of disclaimers).

3Many company executives and even lawyers who are not well versed
with the law of defamation assume that nasty or offensive comments are
actionable. Opinions, even when offensive, are protected by the First
Amendment. Moreover, non-IP claims against sites or services for mate-
rial posted by users or other third parties generally are preempted by the
Communications Decency Act. See infra §§ 9.13, 37.05.

6.14[5] E-COMMERCE AND INTERNET LAW

6-334

PAGE PROOFS - SUBJECT TO REVISION 
© 2022 Ian C. Ballon, www.IanBallon.net



Internet Classified.4 In that 1996 suit, BellSouth sought relief
for state law dilution and other claims involving Internet
website creator RealPages, Inc., which allegedly infringed its
trademarks “The Real Yellow Pages,” “Real Talk,” “Real
Consumer Tips,” “Real Savings Coupon” and “Let Your
Fingers Do The Walking” by using the domain name
realpages.com and the terms “Real Pages,” “Real Internet
Pages” and “Let Your Mouse Do the Walking.”5 To publicize
the dispute, defendants posted the pleadings on the
realpages.com website and sought to gain public sympathy
for their position (and generate negative publicity for
BellSouth). The case underscored how the Internet had lev-
eled the playing field—and indeed may give an advantage to
a lone critic over a large organization or business entity by
allowing that person a forum to air his or her grievances to
the entire Internet community.

In Bally Total Fitness Holding Corp. v. Faber,6 the first
reported decision involving a consumer criticism site where
the Lanham Act issues were analyzed extensively, a health
club chain was unsuccessful in shutting down the “Bally
Sucks” site operated by a website designer, which in the
words of Judge Dean Pregerson of the Central District of
California, was “dedicated to complaints about Bally’s health
club business.” In analyzing likelihood of confusion, the court
emphasized the limited possibility that consumers could
confuse the defendant’s site with the genuine Bally site or
the parties’ respective services:

Web page design is a service based on computer literacy and
design skills. This service is far removed from the business of
managing health clubs. The fact that the parties both advertise
their respective services on the Internet may be a factor tend-
ing to show confusion, but it does not make the goods related.
The Internet is a communications medium. It is not itself a
product or a service. Further, Faber’s site states that it is “un-
authorized” and contains the words “Bally sucks.” No reason-
able consumer comparing Bally’s official website with Faber’s
site would assume Faber’s site “to come from the same source,

4
BellSouth Corp. v. Internet Classifieds of Ohio, No. 1:96–CV–0769–

CC, 1997 WL 33107251 (N.D. Ga. Nov. 12, 1997).
5For further discussion of the case, see generally infra § 7.29.
6
Bally Total Fitness Holding Corp. v. Faber, 29 F. Supp. 2d 1161

(C.D. Cal. 1998).

6.14[5]CONTEXT FOR DEVELOPING THE LAW OF THE INTERNET

6-335Pub. 12/2021

PAGE PROOFS - SUBJECT TO REVISION 
© 2022 Ian C. Ballon, www.IanBallon.net



or thought to be affiliated with, connected with, or sponsored
by, the trademark owner.”7

The court’s analysis illustrates potentially how easy it
may be for a disgruntled former customer or employee to es-
tablish a blog or website critical of a mark owner. Indeed,
the more blatantly abrasive the message, the less likely it is
that a court would find consumer confusion. For example,
Judge Pregerson found that use of the word “Sucks” superim-
posed over the plaintiff’s mark made them dissimilar for
purposes of likelihood of confusion analysis.8 The use of the
word “Sucks” also meant that “the reasonably prudent user
would not mistake Faber’s site for Bally’s official site.”

Judge Pregerson likewise held that the sites were not com-
petitive, which also cut against a finding of likelihood of
confusion. In the court’s words, “Bally’s site is a commercial
advertisement. Faber’s site is a consumer commentary. Hav-
ing such different purposes demonstrates that these sites
are not proximately competitive.”

His analysis of the effect of defendant’s site on consumers
trying to reach Bally via a search engine request was espe-
cially instructive. Although Bally had argued that prospec-
tive users who mistakenly called up defendant’s site might
become discouraged and fail to continue to search for Bally’s
site, the court was unpersuaded because the defendant’s site
was intended for consumer criticism—rather than a com-
mercial purpose—and the defendant prominently noted that
it was “unauthorized.” In addition, he did not use plaintiff’s
trademark as a domain name. Judge Pregerson wrote that:

Faber’s use of the Bally mark does not significantly add to the
large volume of information that the average user will have to
sift through in performing the average Internet search. See
Teletech Customer Care Mgmt., Inc. v. TeleTech Co., 977 F.
Supp. 1407, 1410 (C.D. Cal. 1997) (noting that average search
can result in 800 to 1000 “hits”). Whether the average user
has to sift through 799 or 800 “hits” to find the official Bally
site will not cause the frustration indicated in Teletech and

7
Bally Total Fitness Holding Corp. v. Faber, 29 F. Supp. 2d 1161

(C.D. Cal. 1998), quoting 3 J. Thomas McCarthy, McCarthy on Trademarks
and Unfair Competition § 24:6, at 24-13 (1997).

8
Judge Pregerson wrote that:

“Sucks” has entered the vernacular as a word loaded with criticism. Faber has
superimposed this word over Bally’s mark. It is impossible to see Bally’s mark
without seeing the word “sucks.” Therefore, the attachment cannot be
considered a minor change.
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Panavision because Faber is not using Bally’s marks in the
domain name. Moreover, even if Faber did use the mark as
part of a larger domain name, such as “ballysucks.com,” this
would not necessarily be a violation as a matter of law . . . .
[N]o reasonably prudent Internet user would believe that
“Ballysucks.com” is the official Bally site or is sponsored by
Bally.

Judge Pregerson went even further, finding that the pres-
ence of a consumer criticism site actually could benefit
consumers:

[T]he average Internet user may want to receive all the infor-
mation available on Bally. The user may want to access the of-
ficial Internet site to see how Bally sells itself. Likewise, the
user may also want to be apprised of the opinions of others
about Bally.

For this reason, he found it important that the defendant
be permitted to use Bally’s trademark in metatags, since an
order to the contrary “would effectively isolate him from all
but the most savvy of Internet users.” According to Judge
Pregerson, “[t]he main remedy of the trademark owner is
not an injunction to suppress the message, but a rebuttal to
the message.”

The court likewise held that the plaintiff was not likely to
prevail on its claim of dilution. Although the site included
internal links to other locations that showcased defendant’s
skills as a website designer, the court found that the site
merely reflected his personal point of view, rather than an
attempt to promote his business. Even if the defendant’s use
could be characterized as a commercial use in commerce
(which was required at the time to state a claim for dilu-
tion),9 the court held that tarnishment could not be shown.
Moreover, Judge Pregerson ruled that dilution could not be
established by links from the “Bally Sucks” site to gay
pornographic content. The court also ruled that the plaintiff
was unlikely to prevail on its claim for unfair competition.

By contrast, in another early case, OBH, Inc. v. Spotlight
Magazine, Inc.,10 a federal court in Buffalo found that the
defendant’s use of thebuffalonews.com domain name for a
parody and criticism site was commercial because the site
included links to defendant’s other commercial websites. In

9Today, a plaintiff must show use in commerce, rather than “com-
mercial use in commerce.” See supra § 6.11.

10
OBH, Inc. v. Spotlight Magazine, Inc., 86 F. Supp. 2d 176 (W.D.N.Y.

2000).
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that case the defendants, operators of a rental guide that
competed for classified advertisements with the Buffalo
News, used the same stylistic features on thebuffalonews.com
as the genuine website for the newspaper (at BuffNews.com)
and included links to other material on the Internet critical
of The Buffalo News. The site included a prominent dis-
claimer explaining that it was intended as a parody site and
a forum for commentary and was not affiliated with The
Buffalo News. It also included links to competing news sites
in Western New York. Defendants eventually also registered
BuffaloNews.org and BuffaloNews.net.

In finding initial interest confusion and preliminarily
enjoining defendants from using the three Buffalo News
domain names or holding themselves out as associated with
The Buffalo News based on trademark infringement, dilu-
tion and unfair competition, the court concluded that the
defendants used the mark “in the expectation that Internet
users looking for The Buffalo News’ website would mistak-
enly come to his web site where they would encounter nega-
tive and disparaging comments about The Buffalo News. In
other words, [they] hoped to trick users into coming to his
web site and receiving his message.”11 In so ruling, the court
rejected defendants’ argument that their site was a fair use
parody. The court noted that the site included a giant greet-
ing “Welcome to thebuffalonews.com” that heightened confu-
sion, rather than clarifying that the site was intended to be
a parody.12 Even if it were a parody, the court held that the
use of the domain name created likelihood of initial interest
confusion and therefore was actionable. It also ruled that
likelihood of initial interest confusion could not be remedied
by a disclaimer, which would not be seen by users until after
they accessed the site.13

Buffalo News differs from Bally in that it involved the use
of plaintiff’s mark as a domain name and its claimed non-
trademark use (parody) was not evident from reviewing the
site. In Bally, the non-commercial nature of the site was ap-
parent and the domain name registrant did not use Bally’s

11
OBH, Inc. v. Spotlight Magazine, Inc., 86 F. Supp. 2d 176, 183–84

(W.D.N.Y. 2000).
12An ineffective parody is often likely to cause confusion. See supra

§ 6.14[4] (analyzing fair use parody, which depends on a lack of confusion
to make its point).

13
See infra § 7.08[3] (use of disclaimers).
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mark as a domain name. The courts, however, also differed
in their view of the significance of whether links to external
sites amounted to commercial uses.

In subsequent cases the question of whether (and what
type of) links may render a site commercial has likewise not
been given uniform treatment by courts, although the
number of links and whether they connect directly to com-
mercial sites or only indirectly may be relevant. In People for
the Ethical Treatment of Animals v. Doughney,14 the Fourth
Circuit affirmed summary judgment for the mark owner
where the defendant’s parody site contained links to thirty
commercial sites.15 A link to a commercial site also may be
viewed as actionable where the site on which it appears could
be viewed as merely a conduit for another entity or organiza-
tion, or a site whose purpose is to direct viewers to the other
location, based on the limited nature of the site.16 By
contrast, in Bosley Medical Institute, Inc. v. Kremer,17 the
Ninth Circuit ruled that the defendant’s use of
bosleymedical.com as a consumer criticism site was not com-
mercial merely because it linked to a newsgroup,
alt.baldspot, which contained advertisements for Bosley
Medical’s competitors. The links in that case were deemed

14
People for Ethical Treatment of Animals v. Doughney, 263 F.3d 359

(4th Cir. 2001).
15In an early case following Doughney that did not involve links,

Fairbanks Capital Corp. v. Kenney, 303 F. Supp. 2d 583, 591, 593-94 (D.
Md. 2003), the court preliminarily enjoined the defendant from (1) using
the ‘FAIRBANKS’ mark in any domain name associated with defendants’
website; (2) using the ‘FAIRBANKS’ mark in the announcement on the
Kenney website homepage, stating ‘Welcome TO THE FAIRBANKS
RESOURCE SITE’ or as part of the website owner’s contact address; and
(3) using the ‘FAIRBANKS’ mark in the meta tags associated with the
Kenney website.” In that case, the defendant had registered a number of
domain names that included the FAIRBANKS mark and confusingly
named his cite “The Fairbanks Resource Site,” even though the purpose of
the site plainly was consumer criticism. The opinion does not discuss com-
mercial use or fair use principles and appears to be the result of superior
lawyering by counsel for the plaintiff.

16
See Jews for Jesus v. Brodsky, 993 F. Supp. 282, 297 (D.N.J. 1998)

(“Considering the limited nature of the defendant’s Internet site and its
hyperlink to the outreach Judaism organization Internet site, it is appar-
ent the defendant Internet site is a conduit to the outreach Judaism orga-
nization Internet site, notwithstanding the statement in the Disclaimer
[to the contrary].”), aff’d mem., 159 F.3d 1351 (3d Cir. 1998).

17
Bosley Medical Institute, Inc. v. Kremer, 403 F.3d 672 (9th Cir. 2005).
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too attenuated.18 Likewise, in Utah Lighthouse Ministry v.
Foundation for Apologetic Info. & Research (FAIR),19 the
Tenth Circuit, following Bosley Medical, held that three links
from defendants’ parody criticism site to articles on their
main website were noncommercial where the links did not
connect directly to the online bookstore housed on the site
and the defendants’ homepage was “overwhelmingly noncom-
mercial in nature, and contain[ed] only an inconspicuous
link to the . . . online bookstore.”20 Similarly, in Lamparello
v. Falwell,21 the Fourth Circuit discounted the significance of
a link from a criticism site to Amazon.com, where users could
purchase a book that the domain name registrant was
promoting, although in that case evidence apparently was
not presented to explain the potential commercial signifi-
cance of the link.22 Likewise, in Taubman Co. v. Webfeats,23

the Sixth Circuit discounted the significance of links to the
businesses of the registrant and his girlfriend. Similarly, in
Cintas Corp. v. United Here,24 a district court in the Southern
District of New York discounted the significance of links
from a union’s gripe site to the UNITE HERE website, which
in turn linked to the UNITE HERE store where the union
sold “t-shirts, pins and other sundry items[,]” writing that
“[t]he twice-removed links to a union ‘store’ is at least one
bridge too far and insufficient to establish the use of the

18
Bosley Medical Institute, Inc. v. Kremer, 403 F.3d 672, 677, (9th Cir.

2005).
19

Utah Lighthouse Ministry v. Foundation for Apologetic Information
and Research, 527 F.3d 1045 (10th Cir. 2008).

20
Utah Lighthouse Ministry v. Foundation for Apologetic Information

and Research, 527 F.3d 1045, 1053 (10th Cir. 2008); see generally infra
§ 9.03[6] (analyzing links and the significance of Utah Lighthouse on this
point).

21
Lamparello v. Falwell, 420 F.3d 309 (4th Cir. 2005).

22
Lamparello v. Falwell, 420 F.3d 309, 320 (4th Cir. 2005). The court

noted that it was unclear that the defendant would necessarily profit from
sales of the book purchased by users of his site. Given the way
Amazon.com’s affiliate program works, it is likely that the defendant
would have earned revenue from sales of the book purchased by users who
accessed Amazon.com from the fallwell.com website. Evidence to support
this proposition, however, apparently was not presented to the court.

23
Taubman Co. v. Webfeats, 319 F.3d 770, 775 (6th Cir. 2003).

24
Cintas Corp. v. United Here, 601 F. Supp. 2d 571 (S.D.N.Y), aff’d

mem., 355 F. App’x 508 (2d Cir. 2009).
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CINTAS mark for profit.”25 Links to commercial sites, in any
case, are often not determinative, but merely one factor that
courts will consider.26

Regardless of the import attached to links to commercial
sites by different judges, courts generally agree that where
criticism, fan or parody sites have no links to commercial
sites, no advertising and no other specifically commercial
content, they do not involve use of a mark in connection with
goods or services or substantial advertising (i.e., any use is
noncommercial or other than in a trademark sense) and
therefore are not actionable under the Lanham Act27 (other

25
Cintas Corp. v. United Here, 601 F. Supp. 2d 571, 580 (S.D.N.Y)

(dismissing dilution and ACPA claims based on the absence of a showing
that defendant’s conduct was undertaken for profit), aff’d mem., 355 F.
App’x 508 (2d Cir. 2009). In support of this proposition, the Cintas court
cited Utah Lighthouse Ministry v. Foundation for Apologetic Information
& Research, 527 F.3d 1045, 1053 (10th Cir. 2008) (holding that “the
roundabout path to the commercial advertising of others is simply ‘too at-
tenuated’ ’’), quoting Bosley Med. Institute v. Kremer, 403 F.3d 672, 679
(9th Cir. 2005).

26For example, in Doughney, it was likely more significant that the
defendant was using the plaintiff’s mark as a domain name, whereas in
Kremer and Utah Lighthouse the courts focused on the non-commercial
nature of the contents of the sites under consideration (and in Utah
Lighthouse, the court found plaintiff’s mark to be very weak).

27
See, e.g., Taylor Building Corp. of America v. Benfield, 507 F. Supp.

2d 832, 846 (S.D. Ohio 2007) (granting summary judgment for a consumer
critic in a trade dress infringement case where “Benfield’s website
contained no commercial content, provided no links to commercial
websites, and offered no products or services for sale on the website.”);
Savannah College of Art and Design, Inc. v. Houeix, 369 F. Supp. 2d 929
(S.D. Ohio 2004) (granting judgment for a former professor who set up a
criticism site at scad.info, where the mark owner’s site was located at
scad.edu but other entities had registered “SCAD” as domain names in
other TLDs, and where the site contained links to the professor’s
LiveJournal page and Yahoo! but included no advertisements or links to
advertising, except during the first month after the professor registered
the domain name (before he set up his own site) when it was hosted by
Register.com, which put up a placeholder “under construction” page that
advertised Register.com’s services); Ford Motor Co. v. 2600 Enterprises,
177 F. Supp. 2d 661 (E.D. Mich. 2001) (holding that use of a mark in
HTML code to create a link from a noncommercial website to ford.com,
where the link was created as art, for humor or for political purposes, was
noncommercial); see also TMI, Inc. v. Maxwell, 368 F.3d 433 (5th Cir.
2004) (finding no use in commerce on similar grounds, in an ACPA case).
As discussed later in the text of this section, TMI may be criticized
because, among other things, use in commerce is not an element of an
ACPA claim.
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than potentially the ACPA).28 Of course, whether a site is
commercial or links to a commercial site are questions that
may be hotly disputed in litigation and, at the margins,
analyzed differently by different courts.

Where a use is entirely noncommercial, it will not be
actionable. For example, in Ford Motor Co. v. 2600 Enter-
prises,29 the court denied Ford’s motion for injunctive relief
in a trademark infringement and dilution case where the
defendant had registered FuckGeneralMotors.com and used
the domain name to redirect traffic to Ford.com. Ford argued
that its mark was being used by the defendant because he
had inserted the Ford.com address into HTML code so that
users who accessed the FuckGeneralMotors.com site were
redirected by a link to Ford’s website. There was no sugges-
tion, however, that defendants, who claimed to be humorists,
artists and protestors, provided any goods or services for
sale under the FORD mark or that they solicited funds or
otherwise engaged in any commercial activity. The court
ruled that the defendant’s noncommercial use of the Ford
mark to create a link was not actionable. Following Bally
Total Fitness Holding Corp. v. Faber,30 the court wrote that
linking is central to the way the Internet operates. Congress
did not enact the federal dilution statute to be used “as a
tool for eliminating Internet links that, in the trademark
holder’s subjective view, somehow disparage its trademark.
Trademark law does not permit plaintiff to enjoin persons
from linking to its homepage simply because it does not like
the domain name or other content of the linking webpage.”31

The court concluded that defendant’s use of FORD in
programming code was simply noncommercial.

Similarly, where a site is a noncommercial protest or
consumer criticism site, using the mark of the targeted
company in metatags associated with the site will also be

28The Anticybersquatting Consumer Protection Act, 15 U.S.C.A.
§ 1125(d), does not require a showing of use in commerce; merely, a bad
faith intent to profit from the use, registration or trafficking in a domain
name. See infra § 7.06.

29
Ford Motor Co. v. 2600 Enterprises, 177 F. Supp. 2d 661 (E.D. Mich.

2001).
30

Bally Total Fitness Holding Corp. v. Faber, 29 F. Supp. 2d 1161
(C.D. Cal. 1998).

31
Ford Motor Co. v. 2600 Enterprises, 177 F. Supp. 2d 661, 664 (E.D.

Mich. 2001).
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deemed noncommercial.32

Where a site is primarily noncommercial, de minimis ef-
forts at generating revenue may not be sufficient to support
a Lanham Act claim. For example, in Taubman Co. v. Web-
feats,33 the Sixth Circuit discounted commercial components
of a consumer criticism site. In that case, the individual
plaintiff, a Web designer who registered
shopsatwillowbend.com as soon as he heard that Taubman
was planning to open a mall by that name in Plano, Texas,
set up a website that he characterized as a “fan site,” which
contained links to the individual websites of tenant stores,
as well as to his own website development business and his
girlfriend’s t-shirt business.

Judge Suhrheinrich, on behalf of himself and Judges Boggs
and Clay, conceded that links to the business sites of the
defendant and his girlfriend on the shopsatwillowbend.com
site, while “extremely minimal,” constituted use of plaintiff’s
mark in connection with advertising and therefore was ac-
tionable, but the court declined to enter injunctive relief
because defendants had removed one of the links and the
court expressed confidence that the other link either had
been or would be removed.34 Alternatively, the court held
there could be no likelihood of confusion because the
defendant placed a disclaimer on the site clarifying that it
was not the official website.35 In so ruling, the court noted
that if the defendant had not registered and used
shopsatwillowbend.com potential customers who accessed
the site in error would have “reached a dead address”
whereas instead the defendant had created a link that they

32
See, e.g., Bihari v. Gross, 119 F. Supp. 2d 309, 321–24 (S.D.N.Y.

2000) (holding defendant’s use of plaintiff’s mark in the metatags in a
consumer criticism site focused on the plaintiff’s company to be a fair use);
Bally Total Fitness Holding Corp. v. Faber, 29 F. Supp. 2d 1161, 1165 n.2
(C.D. Cal. 1998) (holding that the use of Bally’s trademark in the metatags
of a consumer criticism site did not involve use of a mark in connection
with the sale of goods or services or substantial advertising and was not
actionable, noting that an order to the contrary “would effectively isolate
him from all but the most savvy of Internet users.”); see generally infra
§ 9.10 (analyzing metatags and white-on-white text).

33
Taubman Co. v. Webfeats, 319 F.3d 770 (6th Cir. 2003).

34
See Taubman Co. v. Webfeats, 319 F.3d 770, 775 (6th Cir. 2003).

35Other courts have held that the use of a disclaimer does not miti-
gate initial interest confusion, which is likely to be heightened when a
third party’s mark is registered as a domain name. See infra § 7.08[3] (cit-
ing cases).
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could use to easily access plaintiff’s genuine site.36 Needless
to say, this observation betrayed a misunderstanding about
the way many consumers surf the net and the nature of
potential Internet confusion (although it also reflects the fact
that at the time of the decision the Sixth Circuit had not
expressly embraced initial interest confusion).37 If visitors
access a dead link, they are likely to continue searching for
the genuine site. If they encounter someone else’s website,
they may never resume their search (and if the accessed site
is commercial, it may benefit financially from misdirected
users).

In TMI, Inc. v. Maxwell,38 the Fifth Circuit ruled that the
defendant’s operation of a consumer criticism site was not
actionable under the ACPA or the Texas anti-dilution stat-
ute, where a disgruntled potential customer of TMI, Inc., a
company that built houses under the Trendmaker Homes
mark, registered TrendmakerHome.com—one letter shorter
than TMI’sTrendmakerHomes.com website—which he oper-
ated for a year before allowing the registration to lapse.
Maxwell had used the site to tell the story of his dispute
with TMI and included a disclaimer at the top of the homep-
age stating that Maxwell’s site was not the TMI site.
Maxwell accepted no advertising, but the site included a sec-
tion called the “Treasure Chest,” where people could share
and obtain information about contractors and tradespeople
who had done good work. During the one year that the site
was operational, only one name had ever been posted in
“Treasure Chest” (that of a man who had performed some
work for Maxwell). TMI presented evidence of actual
confusion: email messages intended for TMI were sent to
Maxwell’s site, but Maxwell forwarded these messages to

36Other courts undoubtedly would have ruled differently in Taubman
given that the plaintiff registered the domain name as soon as he learned
of the new development project, which is a tactic used by cybersquatters
to reserve names. In addition, the use of a mark as a domain name is ac-
tionable in some courts for preventing the mark holder from using its own
mark as a domain name. Further, some courts hold that a disclaimer is
generally ineffective in addressing initial interest confusion where a
registrant is using a mark owner’s trademark as a domain name. See
infra § 7.08[3].

37
See infra § 7.08[2] (initial interest confusion)

38
TMI, Inc. v. Maxwell, 368 F.3d 433 (5th Cir. 2004).
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TMI.39 Shortly after his registration expired, Maxwell
received a cease-and-desist letter from TMI. In response,
Maxwell attempted to re-register the domain name, which
he was unable to do because by that time TMI had registered
it. Maxwell then registered TrendmakerHome.info, but was
sued by TMI before he had the opportunity to use it.

The Fifth Circuit ruled that Maxwell’s site was noncom-
mercial, although it specifically addressed the issue in terms
of “use in commerce” rather than fair use,40 and held that
Maxwell lacked a bad faith intent to profit under the ACPA
and that his use did not violate the Texas Anti-Dilution
statute. TMI had argued that Maxwell’s site was “mixed
use” and therefore not protected from the Lanham Act’s
coverage because Maxwell put the site to commercial use by
including the Treasure Chest section. The court rejected this
argument by relying in part on a portion of the definition of
“use in commerce” that applies to trademark registration ap-
plications by potential mark owners, not infringers, and
therefore concluded that the mark was not commercial
because TMI could not show “the bona fide use of a mark in
the ordinary course of trade.”41 Even so, Treasure Chest ap-
pears to have reflected a failed attempt to develop a direc-
tory of alternative tradesmen, which could be characterized
as involving, at most, a de minimis commercial component—
which as a practical matter was likely discounted by the
court given that the site was no longer operational and that
there was only one listing ever submitted—if not merely a
venue for personal recommendations. While the court

39Actual confusion is only relevant in a trademark infringement suit
if a mark owner first establishes that a defendant’s use is actionable. In
an ACPA action, actual confusion is not directly relevant, although in
showing that a mark in confusingly similar under the ACPA a plaintiff
may refer to likelihood of confusion factors, including actual confusion,
which also may be an influential factor in some cases. See generally supra
6.08; infra 7.06.

40The court considered whether defendants’ use constituted a “com-
mercial use in commerce,” which was required in dilution cases prior to
late 2006. Today, a mark owner must only show that a defendant used its
mark or tradename in commerce to state a claim for dilution. See supra
§ 6.11. The “use in commerce” standard is sometimes confused with
noncommercial use of a mark. See infra § 7.10[1].

4115 U.S.C.A. § 1127; see generally Rescuecom Corp. v. Google Inc.,
562 F.3d 123, 131–41 (2d Cir. 2009) (explaining that the requirement for
showing bona fide use of mark in the ordinary course of trade applies to
registration applications submitted for approval to the Patent and
Trademark Office, not infringement claims); infra § 7.10[1].
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conceded that Maxwell added the Treasure Chest to draw
more people to his site, it wrote that he did so, “so that they
would see his story. This intent does not make his site com-
mercial, however.”42 The court emphasized that Maxwell
never accepted payment for listings on Treasure Chest and
charged no money for viewing it. The court also noted that
the site contained neither advertising nor links to other sites,
Maxwell did not seek to sell the domain names he registered
and TMI had presented no evidence that Maxwell ever
intended to charge money for using the site.

The outcome in Maxwell is consistent with court rulings
from the Sixth, Ninth and Tenth Circuits discussed later in
this section that have declined to find otherwise noncom-
mercial sites actionable based solely on a registrant’s use of
a third party’s mark as a domain name, although the court’s
discussion of use in commerce in Maxwell amounts to dicta.
Maxwell was decided under the Anticybersquatting Con-
sumer Protection Act (ACPA),43 but turned on the court’s
finding of the absence of a use in commerce, which is not an
element of an ACPA claim. The ACPA affords relief “without
regard to the goods or services of the parties.”44 In addition,
in evaluating use in commerce, the court relied in part on
the strict definition of “use in commerce” applicable to
registration applications, rather than infringement actions.45

Maxwell, however, could be viewed as a fair use case, even if
the wrong terminology (use in commerce) was used. One of
the factors considered under the ACPA in evaluating liability
is a registrant’s bona fide noncommercial or fair use of the
mark in a site accessible under the domain name.46 Thus, al-
though inartfully articulated, the court’s holding in Maxwell
is perhaps best understood as involving noncommercial use
under the ACPA (even though it is more likely to be cited on
the issue of use in commerce in connection with infringe-
ment, dilution and unfair competition claims). Maxwell
underscores the difficulty that mark owners face in some

42
TMI, Inc. v. Maxwell, 368 F.3d 433, 438 (5th Cir. 2004).

4315 U.S.C.A. § 1125(d); see generally infra § 7.06.
4415 U.S.C.A. § 1125(d)(1)(A).
4515 U.S.C.A. § 1127; see generally Rescuecom Corp. v. Google Inc.,

562 F.3d 123, 131–41 (2d Cir. 2009) (explaining that the requirement for
showing bona fide use of mark in the ordinary course of trade applies to
registration claims); infra § 7.10[1].

4615 U.S.C.A. § 1125(d)(1)(B)(i)(IV).
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courts when obvious variations of their marks are used as
domain names that resolve to sites that are noncommercial.

Where a site is operated by a competitor, rather than a
critic, fan, parodist, or disgruntled former customer or em-
ployee, courts may be more likely to find the site commercial
and therefore actionable in an infringement, dilution or
unfair competition case.47 Criticism by a competitor against
a competitor almost invariably amounts to commercial
speech.48

Similarly, where a registrant turns its website into a
consumer criticism site after litigation ensues or is threat-
ened, this ostensibly non-commercial ex post facto use should
not be deemed relevant in evaluating what otherwise would
be viewed as an infringing use (and indeed a party may even

47
See, e.g., Flentye v. Kathrein, 485 F. Supp. 2d 903 (N.D. Ill. 2007)

(holding that the plaintiff stated claims for violations of the ACPA, unfair
competition under the Lanham Act and Illinois law and the Illinois right
of publicity statute, where he alleged the defendants, direct competitors in
the apartment building management industry, used his name in domain
names (including Flentye.com, TimFlentye.com and
FlentyeProperties.com), metatags and email user IDs for commercial
purposes); HER, Inc. v. RE/MAX First Choice, LLC, 468 F. Supp. 2d 964
(S.D. Ohio 2007) (preliminarily enjoining defendants under the ACPA and
Lanham Act from using domain names (and linked sites) that incorporated
plaintiff’s marks and the names of its owners and their mobile phone
numbers, which defendants had registered and used to contact plaintiff’s
own customers to criticize plaintiffs, where the plaintiffs and defendants
were direct competitors and the domain names selected did not com-
municate to third parties that they were criticism sites); SNA, Inc. v.
Array, 51 F. Supp. 2d 542, 552–53 (E.D. Pa. 1999) (preliminarily enjoining
the defendant’s use based on a finding that the plaintiff was likely to
prevail on its claim for trademark infringement, writing that “[i]t is true
that the highly critical and mean-spirited content of the website would
indicate to a person examining its entire contents that this is not an SNA-
sponsored or -approved website, but that might just add further to the
viewer’s confusion about just what the relationship is.”), aff’d mem., 259
F.3d 717 (3d Cir. 2001); see also Sunlight Saunas, Inc. v. Sundance Sauna,
Inc., 427 F. Supp. 2d 1032 (D. Kan. 2006) (denying defendants’ motion for
summary judgment on plaintiff’s ACPA claim where the court could not
determine on summary judgment if defendants operated a noncommercial
criticism site for altruistic reasons or were motivated by competition to
disparage a competitor).

48
See, e.g., MCSi, Inc. v. Woods, 290 F. Supp. 2d 1030 (N.D. Cal. 2003)

(denying an anti-SLAPP motion brought by a pseudonymous poster where
the defendant posted messages on a Yahoo! stock message board from his
work computer, which the court characterized as commercial speech by a
competitor); see generally infra § 37.02 (discussing the case) & chapter 39
(First Amendment rights).
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undermine its position by seeming to act disingenuously).49

On the other hand, where a court finds the initial use to be
noncommercial, it may not be overly troubled by a regis-
trant’s more antagonistic (but noncommercial) behavior once
litigation ensues.50

49
See, e.g., Northern Light Technology, Inc. v. Northern Lights Club,

236 F.3d 57, 64–65 n.12 (1st Cir. 2001) (affirming an order preliminarily
enjoining defendants’ use of northernlights.com, where defendants’ myr-
iad explanations for their use of the site, including as a venue for aurora
borealis admirers, undermined their claim of a subjective belief in fair use
and hence their entitlement to the ACPA’s safe harbor, and where their
numerous other registrations of domain names incorporating third-party
marks, history of disregarding cease and desist letters from legitimate
trademark owners, apparent openness to sell the northernlight.com
registration to the plaintiff at the right price and their past practices evi-
denced a bad faith intent to profit); Shields v. Zuccarini, 254 F.3d 476, 485
(3d Cir. 2001) (rejecting the defendant’s argument in an ACPA case that
his websites were “protest pages” protected under the First Amendment,
not on its legal merits, but because First Amendment griping was “a
spurious explanation cooked up purely for the suit” and did not reflect
defendant’s true profit motives); E. & J. Gallo Winery v. Spider Webs Ltd.,
286 F.3d 270 (5th Cir. 2002) (granting summary judgment under the ACPA
and the Texas Anti-Dilution statute; holding that the registrants of
hundreds of famous marks as domain names had a bad faith intent to
profit from the registration of the earnestandjuluogallo.com domain name
under the ACPA where defendants acknowledged that they knew about
plaintiff’s mark and hoped the mark owner would contact them about it
and where the defendants, after they were sued, set up a “Whiney Winery”
page linked to the domain name, which was critical of the lawsuit and
alcohol consumption); Cardservice Int’l, Inc. v. McGee, 950 F. Supp. 737
(E.D. Va. 1997), aff’d mem., 129 F.3d 1258 (4th Cir. 1998).

In Cardservice Int’l, a trademark owner with superior rights was
granted permanent injunctive relief against the owner of the domain
name equivalent of its mark, where the domain name registrant, after
receiving a cease and desist letter from the plaintiff, turned his site into a
consumer criticism location and threatened to ‘‘ ‘bad mouth’ the heck out
of” the plaintiff. 950 F. Supp. at 742. Among other things, the defendant
posted statements at the disputed site accusing plaintiff of trying to steal
his domain name; used the disputed site to refer visitors to plaintiff’s
competitors; and threatened to divert plaintiff’s business to other loca-
tions. The court characterized these actions as “malicious”; not a “reason-
able continuation” of ongoing litigation and indicative of “an intention
. . . to use [plaintiff’s] registered mark to harm the company’s reputation
and ability to do business on the Internet.” Id. at 742–43.

50
See, e.g., Taubman Co. v. Webfeats, 319 F.3d 770 (6th Cir. 2003)

(noting the post-lawsuit registration of various Sucks sites, in denying a
motion for a preliminary injunction); Ford Motor Co. v. 2600 Enterprises,
177 F. Supp. 2d 661, 662 n.2 (E.D. Mich. 2001) (redirecting users to
FordReallySucks.com after being sued for linking to Ford.com).
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Courts are split over whether a third party’s use of a mark
as a domain name, as such, constitutes use of a mark in a
commercial context if it prevents the mark owner from using
its own mark as a domain name. The better view, as reflected
in a Fourth Circuit case51 and district court opinions from
New York52 and New Jersey,53 is that when a party with no
trademark rights54 uses someone else’s mark as a domain
name in a given Top Level Domain, the use is commercial to
the extent that it prevents the mark owner from commercial-
izing its own goods and services under its brand. Thus,
domain names such as Peta.org, PlannedParenthood.com,
jewsforjesus.org and jews-for-jesus.com have been held ac-
tionable when registered by third parties, but domain names
that merely incorporate a mark without supplanting the
mark owner’s own use of its mark in a given Top Level
Domain—such as, hypothetically, PetaComplaints.org or
PlannedParenthoodSucks.com—would not be viewed as com-
mercial absent additional facts (such as the nature of the
content on a given site). In contrast to using a mark in
metatags to improve a site’s ranking in response to search
engine queries55 or as part of a URL or a longer non-
confusing domain name (such as
InformationAboutCompany.com, as opposed to
Company.com), which do not concurrently restrict the rights
owner’s own use of its own mark as a domain name and
which may or may not be actionable, registration of a third

51
People for Ethical Treatment of Animals v. Doughney, 263 F.3d 359

(4th Cir. 2001).
52

OBH, Inc. v. Spotlight Magazine, Inc., 86 F. Supp. 2d 176, 183
(W.D.N.Y. 2000) (holding that a purported parody site located at
buffalonews.com was commercial because the site was “likely to prevent
or hinder Internet users from accessing plaintiffs’ services on plaintiffs’
own web site”); Planned Parenthood Federation of America, Inc. v. Bucci,
42 U.S.P.Q.2d 1430, 1997 WL 133313 (S.D.N.Y. 1997) (holding that a
website critical of Planned Parenthood’s policies using the domain name
plannedparenthood.com was commercial because it would frustrate users
and prevent them from reaching the Planned Parenthood site), aff’d mem.,
152 F.3d 920 (2d Cir.), cert. denied, 525 U.S. 834 (1998).

53
Jews for Jesus v. Brodsky, 993 F. Supp. 282, 297 (D.N.J. 1998), aff’d

mem., 159 F.3d 1351 (3d Cir. 1998).
54If a registrant owned rights to the same mark—which often hap-

pens when descriptive or suggestive marks are used by different
companies in different streams of commerce—the fact that another mark
owner was prevented from using the mark as a domain name would not
on its own be deemed actionable.

55
See infra § 9.10.
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party’s mark as a domain name, as such, may be deemed a
commercial use in some courts if it prevents the mark owner
from commercializing its own mark in a given Top Level
Domain.

The contrary view, as reflected in Sixth,56 Ninth57 and
Tenth58 Circuit cases, focuses on a registrant’s actual use
without considering the impact of the use on the mark owner.
These courts will not find the mere use of a mark as a
domain name actionable unless the use otherwise is com-
mercial (or, under the ACPA, if the registrant has a bad
faith intent to profit from use, registration or trafficking in a
domain name).59 These courts ruled that third parties that
registered ShopsatWillowBend.com, BosleyMedical.com,
UtahLighthouse.com and UtahLighthouse.org were not using
their criticism sites in commerce—despite blocking plaintiffs
from using their own marks as domain names—because the
use of these marks in connection with criticism sites was
deemed noncommercial (although two of these cases involved
weak marks, which also may have contributed to the
outcomes).

The issue of whether use of a mark as a domain name per
se constitutes a use in connection with the sale of goods or
services or substantial advertising when it prevents the
mark owner from exploiting its own mark, comes up most
frequently where an exact mark is used as a domain name
by a third party in connection with a site for criticism, com-
mentary or other noncommercial purposes and where the
registrant has not shown a bad faith intent to profit from
the use, registration or trafficking in the mark, such that
remedies under the ACPA are unavailable and relief under
the Lanham Act based the contents of the site appears
doubtful. Where a site is used in connection with the sale of
goods or services or substantial advertising, relief is avail-
able under the Lanham Act regardless of the domain name
in use. Similarly, where a registrant exhibits a bad faith
intent to profit from the use, registration or trafficking in a
domain name, remedies are available under the ACPA even

56
Taubman Co. v. Webfeats, 319 F.3d 770 (6th Cir. 2003).

57
Bosley Medical Institute, Inc. v. Kremer, 403 F.3d 672 (9th Cir. 2005).

58
Utah Lighthouse Ministry v. Foundation for Apologetic Information

and Research, 527 F.3d 1045 (10th Cir. 2008).
5915 U.S.C.A. § 1125(d).
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if the site is used for noncommercial purposes.60

Where actionable under the Lanham Act, a defendant’s
conduct in preventing a mark owner from using its mark as
a domain name may allow for relief even where the balance
of a defendant’s use of a site (or even use of a mark in
metatags61 or for sponsored links)62 may be justified as a fair
use. Conversely, where relief is unavailable a smart cyber-
squatter can block a mark owner from using its own mark in
a given Top Level Domain and simply wait until a settle-
ment offer is made to sell the domain name registration.63

Not surprisingly, some cases ultimately turn on whether the
defendant is viewed as having ulterior motives to ransom
the domain name—even if the present use appears to be
noncommercial—or whether the registrant is a genuine
critic, fan or parodist.

In People for the Ethical Treatment of Animals v. Dough-

60As discussed later in this section, where a registrant is not shown
to have had a bad faith intent to profit from the registration, use or traf-
ficking in a domain name, an ACPA claim will not be successful even if the
registrant used the plaintiff’s exact mark as a domain name.

61
See infra § 9.10.

62
See infra § 9.11.

63If the registrant first approaches the mark owner, it may provide
evidence of a bad faith intent to profit, allowing the mark owner to obtain
relief under the ACPA. Where a registrant can be shown to have previ-
ously registered numerous third-party marks as domain names an
ostensible noncommercial use may be discounted in an ACPA case. See
Shields v. Zuccarini, 254 F.3d 476, 485 (3d Cir. 2001) (rejecting the
defendant’s argument in an ACPA case that his websites were “protest
pages” protected under the First Amendment, not on its legal merits, but
because First Amendment griping was “a spurious explanation cooked up
purely for the suit” and did not reflect defendant’s true profit motives);
Northern Light Technology, Inc. v. Northern Lights Club, 236 F.3d 57,
64–65 n.12 (1st Cir. 2001) (affirming an order preliminarily enjoining
defendants’ use of northernlights.com, where defendants’ myriad explana-
tions for their use of the site, including as a venue for aurora borealis
admirers, undermined their claim of a subjective belief in fair use and
hence their entitlement to the safe harbor, and where their numerous
other registrations of domain names containing marks, history of
disregarding cease and desist letters from legitimate trademark owners,
apparent openness to sell the northernlight.com registration to the
plaintiff at the right price and their past practices evidenced a bad faith
intent to profit; “Based on defendants’ apparent modus operandi of
registering domain names containing the famous trademarks of others in
the hope that the famous trademark holder will be willing to pay to
reclaim its intellectual property rights, the district court reasonably
concluded that defendants acted according to script in this case.”).
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ney,64 the Fourth Circuit ruled that Doughney—the operator
of a parody site at peta.org (“People Eating Tasty Animals”)—
violated the Lanham Act by preventing users from obtaining
or using PETA’s goods or services.65 The court held that “[t]o
use PETA’s Mark ‘in connection with’ goods or services,
Doughney need not have actually sold or advertised goods or
services on the www.peta.org website. Rather, Doughney
need only have prevented users from obtaining or using
PETA’s goods or services, or need only have connected the
website to other’s goods or services.”66 The court acknowl-
edged that there was sparse case law on the issue, but cited
with approval two district court opinions from courts in New
York that had ruled the same way: OBH, Inc. v. Spotlight
Magazine, Inc.,67 which is discussed earlier in this section,
and Planned Parenthood Federation v. Bucci.68 The court
also noted that the defendant’s website included links to
“thirty commercial operations offering goods and services.”69

In Planned Parenthood Federation v. Bucci,70 Planned
Parenthood Federation of America, Inc., a nonprofit organi-
zation that owned incontestable service marks for “Planned
Parenthood,” sued a pro-life activist who registered
plannedparenthood.com, which he used in connection with a

64
People for Ethical Treatment of Animals v. Doughney, 263 F.3d 359

(4th Cir. 2001).
65

People for Ethical Treatment of Animals v. Doughney, 263 F.3d 359,
365 (4th Cir. 2001). PETA previously had established its website at
peta.com.

66
People for Ethical Treatment of Animals v. Doughney, 263 F.3d 359

(4th Cir. 2001).
67

OBH, Inc. v. Spotlight Magazine, Inc., 86 F. Supp. 2d 176, 183
(W.D.N.Y. 2000) (holding that a purported parody site located at
buffalonews.com was commercial because the site was “likely to prevent
or hinder Internet users from accessing plaintiffs’ services on plaintiffs’
own website”).

68
Planned Parenthood Federation of America, Inc. v. Bucci, 42 U.S.P.

Q.2d 1430, 1997 WL 133313 (S.D.N.Y. 1997) (holding that a website criti-
cal of Planned Parenthood’s policies using the domain name
plannedparenthood.com was commercial because it would frustrate users
and prevent them from reaching the Planned Parenthood site), aff’d mem.,
152 F.3d 920 (2d Cir.), cert. denied, 525 U.S. 834 (1998).

69
People for Ethical Treatment of Animals v. Doughney, 263 F.3d 359,

366 (4th Cir. 2001).
70

Planned Parenthood Federation of America, Inc. v. Bucci, 42 U.S.P.
Q.2d 1430, 1997 WL 133313 (S.D.N.Y. 1997), aff’d mem., 152 F.3d 920 (2d
Cir.), cert. denied, 525 U.S. 834 (1998).
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website that promoted the book The Cost of Abortion by
Lawrence Roberge and solicited funds in connection with
Catholic Radio’s broader effort to educate Catholics about
abortion. In addition to finding that the mere establishment
of a website constituted use of a domain name “in com-
merce,”71 Judge Wood wrote that defendant’s registration of
the plannedparenthood.com domain name affected plaintiff’s
ability to offer its services “which, as health and information
services offered in forty-eight states and over the Internet,
are surely ‘in commerce.’ ’’ Judge Wood wrote that even if
the defendant’s activities were not of a commercial nature,
the effect of those activities on plaintiff’s interstate com-
merce activities placed defendant’s conduct within the reach
of the Lanham Act. In other words, the defendant’s use of
the mark was commercial because he was using it to cause
harm to the plaintiff.72

Planned Parenthood was followed in another early district
court case, Jews for Jesus v. Brodsky,73 in which the court
preliminarily enjoined the defendant’s use of plaintiff’s
trademarks as domain names, holding that the use of
plaintiff’s mark as a domain name for a site critical of
plaintiff’s religious organization was actionable under the
Lanham Act because the defendant was acting “commercially
by disparaging it and preventing the plaintiff organization
from exploiting the mark and the name of the plaintiff
organization.”74

In that case, Steven Brodsky had registered
jewsforjesus.org and jews-for-jesus.com to operate what he

71This assessment is likely correct with respect to the requirement
for showing use in commerce. Although courts sometimes confuse the is-
sue, standing to bring a Lanham Act claim also turns on a showing of use
of a mark in connection with goods or services or substantial advertising,
which is the issue that is usually more hotly contested in consumer criti-
cism cases. See infra § 7.10.

72
Planned Parenthood Federation of America, Inc. v. Bucci, 42 U.S.P.

Q.2d 1430, 1997 WL 133313 (S.D.N.Y. 1997) (holding that a website criti-
cal of Planned Parenthood’s policies using the domain name
plannedparenthood.com was commercial because it would frustrate users
and prevent them from reaching the Planned Parenthood site) (citing
Franchised Stores of New York, Inc. v. Winter, 394 F.2d 664, 669 (2d Cir.
1968)), aff’d mem., 152 F.3d 920 (2d Cir.), cert. denied, 525 U.S. 834 (1998).

73
Jews for Jesus v. Brodsky, 993 F. Supp. 282 (D.N.J. 1998), aff’d

mem., 159 F.3d 1351 (3d Cir. 1998).
74

Jews for Jesus v. Brodsky, 993 F. Supp. 282, 308 (D.N.J. 1998), aff’d
mem., 159 F.3d 1351 (3d Cir. 1998).
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characterized as a “bogus” Internet site intended to divert
traffic from Jews for Jesus—an evangelical outreach ministry
of Jewish Christians—to his site, where he argued that Jews
should not believe in Jesus as the messiah.

As in Planned Parenthood, the court focused on the
defendant’s impact on the mark holder’s commercial use of
its mark over the Internet. Jews for Jesus, in addition to
owning registered and common law marks, operated a
website at jews-for-jesus.org, which the court characterized
as “commercial” within the meaning of the Lanham Act
because various publications and materials could be pur-
chased from the location.75

Defendant used the jewsforjesus.org domain name to
provide a link to Outreach Judaism, an organization that is
a vocal opponent of Jews for Jesus and which also offers
books and other items for sale. Mr. Brodsky decided to regis-
ter plaintiff’s marks as domain names after becoming an-
noyed by seeing advertisements for the plaintiff’s genuine
website. In his words, he intended to “intercept potential
converts before they ha[d] a chance to see the obscene
garbage on the real J4J site.”76 He subsequently registered
the jews-for-jesus.com domain name after receiving a
demand letter about his use and registration of the
jewsforjesus.org domain name. At that time, he also added a
disclaimer to his site clarifying that he was not affiliated
with Jews for Jesus.77

In holding that the plaintiff was likely to prevail on its
federal dilution claim, the court rejected the defendant’s
argument that his use of plaintiff’s mark in two domain
names constituted non-commercial fair use of the mark.78

Following the court’s rationale in the plannedparenthood.com
case, Judge Lechner concluded that:

Defendant has done more than merely register a domain name.
He has created, in his words, a “bogus ‘Jews for Jesus’ ’’ site
intended to intercept, through the use of deceit and trickery,
the audience sought by the plaintiff organization. Moreover,

75
See Jews for Jesus v. Brodsky, 993 F. Supp. 282, 290 (D.N.J. 1998),

aff’d mem., 159 F.3d 1351 (3d Cir. 1998).
76

See Jews for Jesus v. Brodsky, 993 F. Supp. 282, 291 (D.N.J. 1998),
aff’d mem., 159 F.3d 1351 (3d Cir. 1998).

77
See Jews for Jesus v. Brodsky, 993 F. Supp. 282, 292 (D.N.J. 1998),

aff’d mem., 159 F.3d 1351 (3d Cir. 1998).
78

See supra §§ 6.11, 6.14.
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the defendant internet site uses the mark and the name of the
plaintiff organization as its address, conveying the impression
to Internet users that the Plaintiff . . . is the sponsor . . . .
Although the defendant Internet site does not solicit funds
like the defendant’s site did in Planned Parenthood, the
Outreach Judaism organization Internet site (available
through a hyperlink) does so through the sale of certain
merchandise . . . . Considering the limited nature of the
defendant internet site and its hyperlink to the Outreach Ju-
daism organization Internet site, it is apparent the defendant
Internet site is a conduit to the Outreach Judaism organiza-
tion Internet site, notwithstanding the statement in the
Disclaimer [to the contrary] . . . .79

Judge Lechner also held that the defendant’s conduct con-
stituted a commercial use of the mark because it was
designed to harm the mark owner “commercially by dispar-
aging it and preventing the plaintiff organization from
exploiting the mark and the name of the plaintiff
Organization.”80 The court noted that the defendant’s site
had and would continue to inhibit the efforts of Internet us-
ers to locate the mark owner’s genuine site.

In conjunction with discussing the public interest factor
for purposes of issuing an injunction, the court also com-
mented that “the public will not be deprived of the content of
the comments from the defendant because he is free to pub-
lish on an Internet site that does not infringe upon the mark
or the name of the plaintiff organization.”81

Courts that have been reticent about finding that use of a
third party’s mark as a domain name, without more, consti-
tutes use of a mark in connection with the sale of goods or
services or advertising, generally have read Doughney, OBH,
Planned Parenthood and Jews for Jesus narrowly as involv-
ing sites that had some plausible commercial component,82 if
they have considered these cases at all.

79
Jews for Jesus v. Brodsky, 993 F. Supp. 282, 308 (D.N.J. 1998) (foot-

note omitted), aff’d mem., 159 F.3d 1351 (3d Cir. 1998).
80

Jews for Jesus v. Brodsky, 993 F. Supp. 282, 308 (D.N.J. 1998), aff’d
mem., 159 F.3d 1351 (3d Cir. 1998).

81
Jews for Jesus v. Brodsky, 993 F. Supp. 282, 318 (D.N.J. 1998), aff’d

mem., 159 F.3d 1351 (3d Cir. 1998).
82

In Taubman Co. v. Webfeats, 319 F.3d 770 (6th Cir. 2003), the Sixth
Circuit declined to adopt the Planned Parenthood court’s rationale for
finding commercial use, although it noted that in any case Planned Parent-
hood was distinguishable from the case under consideration which
involved a “sucks” site and therefore, unlike Planned Parenthood, was not
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In Bosley Med. Inst., Inc. v. Kremer,83 the Ninth Circuit
ruled that the defendant’s use of BosleyMedical.com as a
consumer criticism site did not involve use of plaintiff’s
Bosley Medical mark in connection with the sale of goods or
services and therefore plaintiff’s claims for trademark in-
fringement and dilution were not actionable. In that case,
the defendant, Michael Kremer, was a dissatisfied former
patient of Bosley Medical, a baldness treatment clinic. He
registered BosleyMedical.com and
BosleyMedicalViolations.com, which Bosley did not chal-
lenge, and five days later delivered an ultimatum to the pres-
ident of Bosley Medical threatening to use the domain names
to spread critical information on the Internet, which caused
Bosley to file suit.

likely to cause confusion. See Taubman Co. v. Webfeats, 319 F.3d 770,
777–78 (6th Cir. 2003); see also Taylor Building Corp. of America v. Benfield,
507 F. Supp. 2d 832, 845–46 (S.D. Ohio 2007) (declining to follow Planned
Parenthood on this same issue, based on Taubman); Savannah College of
Art and Design, Inc. v. Houeix, 369 F. Supp. 2d 929 (S.D. Ohio 2004)
(distinguishing Planned Parenthood and Jews for Jesus because the
defendant’s use did not deter plaintiff’s commercial success in an unlawful
manner where the defendant, a former professor who set up a criticism
site, does not offer goods and services for sale or endorse other products,
like the defendant in Planned Parenthood and does not link to websites
for fundraising or to sell products, as in Jews for Jesus).

The court in Ford Motor Co. v. 2600 Enterprises, 177 F. Supp. 2d
661 (E.D. Mich. 2001) distinguished Planned Parenthood and Jews for
Jesus because fuckgeneralmotors.com did not incorporate the plaintiff’s
mark (FORD). The court, however, also was critical of “the implication
. . . that the ‘commercial use’ requirement is satisfied any time unautho-
rized use of a protected mark hinders the mark owner’s ability to estab-
lish a presence on the Internet or otherwise disparages the mark owner
. . . .” Id. at 664. This analysis, however, is flawed because it fails to
distinguish a mark owner’s desire to establish a presence on the Internet
or avoid criticism (which are not, per se, protected by the Lanham Act)
from a third party’s act in preventing the mark owner from using its own
mark in a given Top Level Domain, which should be viewed as having a
direct commercial consequence.

In Northland Ins. Companies v. Blaylock, 115 F. Supp. 2d 1108 (D.
Minn. 2000), the court denied plaintiff’s motion for a preliminary injunc-
tion based on trademark infringement and dilution, among other claims,
where the court found that defendant’s use of northlandinsurance.com to
criticize plaintiff Northland Insurance Companies likely constituted
noncommercial speech. In so ruling, the court rejected plaintiff’s argument
that the defendant’s use of its mark as a domain name was, as such,
commercial. It emphasized, however, that its holding was made “at this
preliminary stage and from this limited record before it.”

83
Bosley Medical Institute, Inc. v. Kremer, 403 F.3d 672 (9th Cir. 2005).
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In rejecting the plaintiff’s argument that it had shown a
commercial use, the Ninth Circuit emphasized that the “[t]he
Lanham Act, expressly enacted to be applied in commercial
contexts, does not prohibit all unauthorized uses of a
trademark.”84 The court explained that “[a]ny harm to Bosley
arises not from a competitor’s sale of a similar product under
Bosley’s mark, but from Kremer’s criticism of their services.
Bosley cannot use the Lanham Act either as a shield from
Kremer’s criticism, or as a sword to shut Kremer up.”85

Bosley had argued that a mark used as a domain name in
connection with an otherwise noncommercial website is
nonetheless used in connection with goods and services
where a user can click on a link available on that website to
reach a commercial site. The court rejected this argument,
however, because the links on Kremer’s site led to the
website for his lawyers (which the court said did not
transform the noncommercial use into a commercial use) or
involved a “roundabout path to the advertising of others that
is too attenuated to render Kremer’s site commercial.”86

Specifically, Kremer’s site linked to a discussion group,
alt.baldspot, which contained advertisements for companies
that were competitors of Bosley Medical.

The court contrasted this use with the links in Nissan Mo-
tor Co. v. Nissan Computer Corp.87 In Nissan, defendant Uzi
Nissan operated a computer company that included his
name, which he publicized on a website linked to the
nissan.com and nissan.net domain names that he had
registered and sought unsuccessfully to sell to Nissan Motor
Co. In that case, the defendant’s website was used to publi-
cize his computer business and included direct links to other
commercial websites, which the Ninth Circuit panel in Bosley

84
Bosley Medical Institute, Inc. v. Kremer, 403 F.3d 672, 680 (9th Cir.

2005).
85

Bosley Medical Institute, Inc. v. Kremer, 403 F.3d 672, 680 (9th Cir.
2005); see also Career Agents Network, Inc. v. careeragentsnetwork.biz, No.
09–CV–12269–DT, 2010 WL 743053, at *10 (E.D. Mich. Feb. 26, 2010)
(following Bosley in granting defendant’s motion to dismiss, holding that a
customer’s use of plaintiff’s trademark as part of a domain name used to
negatively comment on plaintiff’s business did not amount to a use of the
mark in commerce).

86
Bosley Medical Institute, Inc. v. Kremer, 403 F.3d 672, 678 (9th Cir.

2005).
87

Nissan Motor Co. v. Nissan Computer Corp., 378 F.3d 1002 (9th Cir.
2004).
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Medical deemed significant.

The Ninth Circuit noted that the facts in Bosley Medical
superficially appeared to suggest that the defendant sought
to extort a payment in return for his agreement not to use
the domain names as a criticism site, which the court
conceded would have been deemed a use in commerce.88 The
plaintiff, however, had not sought discovery on this point.
Absent additional evidence, the court concluded that Kremer
had merely threatened to expose negative information about
Bosley Medical, not seek to extort money for the domain
name registrations.

The Ninth Circuit in Bosley Medical and the Tenth Circuit
in Utah Lighthouse Ministry v. Foundation for Apologetic
Info. & Research (FAIR),89 which involved the near identical
domain names utahlighthouse.com and utahlighthouse.org
(among others), declined to follow People for the Ethical
Treatment of Animals v. Doughney90 in holding that merely
preventing users from obtaining or using PETA’s goods or
services constituted commercial use, regardless of whether
the defendant actually sold or advertised goods or services,91

reasoning that “it would place most critical, otherwise
protected consumer commentary under the restrictions of
the Lanham Act.”92 The Ninth Circuit in Bosley also distin-
guished Doughney based on the fact that the defendant in

88
Bosley Medical Institute, Inc. v. Kremer, 403 F.3d 672, 678 (9th Cir.

2005), citing Panavision Int’l, L.P. v. Toeppen, 141 F.3d 1316 (9th Cir.
1998) (holding an attempt to sell panavision.com and panaflex.com to the
trademark owner a commercial use); Intermatic Inc. v. Toeppen, 947 F.
Supp. 1227, 1239 (N.D. Ill. 1996) (holding that “Toeppen’s intention to
arbitrage the ‘intermatic.com’ domain name constituted a commercial
use.”).

89
Utah Lighthouse Ministry v. Foundation for Apologetic Information

and Research, 527 F.3d 1045, 1053 (10th Cir. 2008).
90

People for Ethical Treatment of Animals v. Doughney, 263 F.3d 359
(4th Cir. 2001).

91
People for Ethical Treatment of Animals v. Doughney, 263 F.3d 359,

365 (4th Cir. 2001).
92

Bosley Medical Institute, Inc. v. Kremer, 403 F.3d 672, 678 (9th Cir.
2005). In point of fact, the Fourth Circuit’s rule does not stifle criticism—
merely prevent a critic from blocking a mark holder from using its own
mark as a domain name. In Bosley Medical, for example, the use of
BosleyMedical.com would be deemed actionable under the Fourth Circuit’s
analysis because it prevents a mark owner from using its own trademark
as a domain name, whereas, absent additional facts, the mere use of
BosleyMedicalViolations.com would not be actionable, even though it
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that case had set up links to more than thirty commercial
websites from his parody site. The Tenth Circuit in Utah
Lighthouse Ministry further criticized the district court deci-
sions relied upon by the Fourth Circuit in PETA—OBH and
Planned Parenthood—as basing their conclusion that the
defendant’s use was in connection with goods and services
but in fact only focused on the initial jurisdictional question
of whether the defendant’s use was “in commerce.”93

Bosley Medical potentially could have been decided differ-
ently if more evidence of the registrant’s alleged efforts to
market the domain name had been developed and presented
to the court (assuming it existed). At the same time, under
the facts of Bosley Medical, liability likely would have been
found in the Fourth Circuit under People for the Ethical

incorporated the plaintiff’s entire mark. Similarly, BosleyMedicalSucks-
.com, IHateBosleyMedical.com and multiple other variations typically ex-
ist that don’t prevent a trademark owner from using its own mark as a
domain name.

93
Utah Lighthouse Ministry v. Foundation for Apologetic Information

and Research, 527 F.3d 1045, 1054 (10th Cir. 2008). Following Utah
Lighthouse, a district court in the Tenth Circuit in Koch Indus., Inc. v.
Does, No. 2:10CV1275DAK, 2011 WL 1775765 (D. Utah May 9, 2011),
dismissed plaintiff’s claims for trademark infringement and unfair compe-
tition under the Lanham Act and cybersquatting under the ACPA where
an identified person or people issued a parody press release with a link to
a phony website that had the same look as the actual Koch Industries site
(which in turn contained a link to the real site) but had not obvious com-
mercial objective. The press release related only to Koch’s political views
and activities with no reference to any of its products or business prac-
tices, none of the media outlets that received the press release believed it
and the only press coverage of the event referred to it as a hoax. Koch
argued that the defendants—who identified themselves in the litigation as
Youth for Climate Truth—had undertaken the publicity stunt to generate
donations for their cause and in using political case and alleged that the
defendants had interfered with its ability to use its own name as a domain
name by using koch-inc.com, but the court held that these arguments
were foreclosed in the Tenth Circuit by Utah Lighthouse. Given that the
website had only been operational for a few hours and that the defendants
had only identified the name of their group during the course of the litiga-
tion, the court ruled that the case was political, not commercial. In the
words of Judge Dale A. Kimball, “[t]he Lanham Act regulates only eco-
nomic, not ideological or political, competition.” The court likewise held
that plaintiffs could not state a plausible claim under the ACPA, which
requires a showing of a bad faith intent to profit from the use, registration
or trafficking in a domain name. Plaintiff’s claim under the Computer
Fraud and Abuse Act also was dismissed. See infra § 44.08 (discussing
that aspect of the case).
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Treatment of Animals v. Doughney94 and in other courts that
view preventing a mark owner from using its own mark as a
domain name in a given Top Level Domain, and thereby
preventing users from accessing the mark owner’s goods and
services, actionable. Conversely, but for the links to thirty
commercial sites in Doughney, the Ninth Circuit panel in
Bosley Medical and the Tenth Circuit panel in Utah Light-
house likely would have ruled differently had they been pre-
sented with the facts of Doughney. Bosley Medical and Utah
Lighthouse simply apply a tougher standard.

Even in the Fourth Circuit, while use of a mark as a
domain name may be actionable where it prevents the mark
owner from using its own mark as a Top Level Domain, use
of an obvious typographical variation of a mark may not be.
In Lamparello v. Falwell,95 the Fourth Circuit reversed the
lower court’s entry of a preliminary injunction in favor of the
Reverend Jerry Falwell against the defendant’s operation of
a site critical of Dr. Falwell’s ministry that the defendant
had set up at fallwell.com (an obvious typographical mis-
spelling of the plaintiff’s name). The court conceded that the
defendant’s use likely met the commercialization require-
ment of the Lanham Act but concluded that the plaintiff
could not show likelihood of confusion. Similarly, the court
denied Dr. Falwell’s claim under the ACPA because he could
not show that the defendant had a bad faith intent to profit
from the use of the site. Even though the defendant main-
tained a link from the site to Amazon.com, where users could
purchase a book that he was promoting, the court held that
this did not diminish the communicative function of the site.96

Where commercial use may be established, likelihood of
confusion (or secondary meaning, if a mark is not inherently
distinctive)97 nonetheless may be difficult to prove if a
defendant is savvy in the way he or she creates a criticism

94
People for Ethical Treatment of Animals v. Doughney, 263 F.3d 359

(4th Cir. 2001).
95

Lamparello v. Falwell, 420 F.3d 309 (4th Cir. 2005).
96

Lamparello v. Falwell, 420 F.3d 309, 320 (4th Cir. 2005). The court
noted that it was unclear that the defendant would necessarily profit from
sales of the book purchased by users of his site. Given the way
Amazon.com’s affiliate program works, it is likely that the defendant
would have earned revenue from sales of the book purchased by users who
accessed Amazon.com from the fallwell.com website. Evidence to support
this proposition, however, apparently was not presented to the court.

97
See, e.g., New York Stock Exchange, Inc. v. Gahary, 196 F. Supp. 2d
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site. Several courts have held that use of “sucks” or similar
words or features suggesting criticism undermines any pos-
sibility of likelihood of confusion.98 For this reason, even

401 (S.D.N.Y. 2002) (denying cross motions for summary judgment in a
suit brought against defendants, who used variations of NYSE CEO
Richard Grasso’s name as screen names for offensive posts on the Raging
Bull stock message board, where the court found that factual questions on
whether the CEO’s name had acquired secondary meaning (as well as the
issue of whether particular posts constituted parody protected by the First
Amendment) precluded summary judgment); see generally supra § 6.02[2]
(discussing the requirement to show secondary meaning when a mark is
not inherently distinctive).

98
See, e.g., Taubman Co. v. Webfeats, 319 F.3d 770 (6th Cir. 2003)

(finding “no possibility of confusion” between Taubman and
taubmansucks.com because inclusion of the word sucks removes any confu-
sion about the source of the site); Arizona Board of Regents v. Doe, — F.
Supp. 3d —, 2021 WL 3684116 (D. Ariz. 2021) (denying plaintiff’s motion
for a default judgment, and dismissing ASU’s Lanham Act trademark in-
fringement and false designation of origin claims and Arizona unfair com-
petition claim for failing to show likelihood of confusion, where the plaintiff
used ASU’s marks in Instagram posts criticizing the University’s mask
policy during the COVID 19 pandemic and seeking to discourage unsafe
practices; “This is an unusual case. On one side is a major public
university that seeks to use our nation’s trademark laws in novel ways in
an effort to combat the COVID-19 pandemic. On the other side is a deeply
unsympathetic John Doe defendant (“Doe”) who posted a series of
vulgarity-filled messages on Instagram in an attempt to persuade college
students to attend maskless COVID-19 parties during the peak of the first
wave of the pandemic . . . . [A]lthough ABOR’s motivations for bringing
this lawsuit are understandable, ABOR has not established that Doe’s
challenged conduct (however odious it may be) implicates the trademark
doctrines identified in ABOR’s complaint . . . .”); Cintas Corp. v. United
Here, 601 F. Supp. 2d 571, 579–80 (S.D.N.Y) (dismissing trademark
infringement and unfair competition claims brought by the largest uniform
supplier in the United States against two labor unions that operated a
gripe site because the allegations did not create any plausible inference of
intentional deception; “First, no consumer looking for a uniform company’s
website would mistakenly visit ‘cintasexposed.org’ or any of the affiliated
websites. Second, the website, all of its content, and its prominent
disclaimer show that the Defendants were transparent in their disdain for
Cintas.”), aff’d mem., 355 F. App’x 508 (2d Cir. 2009); Taylor Building
Corp. of America v. Benfield, 507 F. Supp. 2d 832, 847 (S.D. Ohio 2007)
(granting summary judgment for a consumer critic in a trade dress in-
fringement case based on the absence of commercial use, noting that the
domain name taylorhomesripoff.com did not create a possibility of confu-
sion because no one “seeking Taylor’s website would think—even momen-
tarily—that Taylor in fact sponsored a website that included the word
‘ripoff ’ in its website address.”); Faegre & Benson, LLP v. Purdy, 367 F.
Supp. 2d 1238, 1247 (D. Minn. 2005) (holding that pictures of aborted
fetuses and a large notice identifying defendant’s site as a “parody” and
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commercial gripe sites such as PissedConsumer.com that
create subdomains focused on individual companies, actively
solicit negative comments, require brand owners to pay for
services to be able to respond to or diminish the prominence
accorded critical comments and which allegedly solicit ads
from competitors, to date have largely been able to avoid li-
ability for trademark infringement and related Lanham Act
claims.99

criticism site targeted at the law firm of Faegre & Benson made it unlikely
that the plaintiff could show likelihood of confusion in connection with its
trade dress claim based on defendant’s copying features of its website);
Bally Total Fitness Holding Corp. v. Faber, 29 F. Supp. 2d 1161, 1165 n.2
(C.D. Cal. 1998) (dicta); see also Stevo Design, Inc. v. SBR Mktg. Ltd., 968
F. Supp. 2d 1082, 1089 (D. Nev. 2013) (holding that the use of screen-
names by users to post comments on a message board was not actionable
because they did not evidence plaintiffs’ sponsorship or endorsement and
stating that “when a website includes comments critical of the mark owner,
confusion as to the mark owner’s authorization or sponsorship is
‘incredible.’ ’’; citing Patmont Motor Werks, Inc. v. Gateway Marine, Inc.,
No. C 96-2703, 1997 WL 811770, at *4 (N.D. Cal. Dec. 18, 1997)); SaleHoo
Group, Ltd. v. ABC Co., 722 F. Supp. 2d 1210 (W.D. Wash. 2010) (granting
an anonymous defendant’s motion to quash a subpoena compelling the
disclosure of his or her identity based on the finding that the plaintiff,
SaleHoo Groups. Ltd., could not make a prima facie showing of trademark
infringement in an effort to compel the disclosure of the identity of the
anonymous owner of SaleHooSucks.com because neither the domain name
nor the site’s contents was likely to cause confusion). But see Sunlight
Saunas, Inc. v. Sundance Sauna, Inc., 427 F. Supp. 2d 1032, 1065 (D.
Kan. 2006) (suggesting that sunlightsaunas-exposed.com “presents a closer
question . . . because the term ‘exposed’ does not send the same unequiv-
ocal negative message as ‘sucks.’ ’’; and therefore denying defendants’ mo-
tion for summary judgment); SNA, Inc. v. Array, 51 F. Supp. 2d 542,
552–53 (E.D. Pa. 1999) (writing, in the context of likelihood of confusion
analysis, that “[i]t is true that the highly critical and mean-spirited
content of the website would indicate to a person examining its entire
contents that this is not an SNA-sponsored or -approved website, but that
might just add further to the viewer’s confusion about just what the rela-
tionship is.”), aff’d mem., 259 F.3d 717 (3d Cir. 2001).

99
See, e.g., DeVere Group GmbH v. Opinion Corp., 877 F. Supp. 2d 67

(E.D.N.Y. 2012) (dismissing claims based on use of DeVere’s trade name in
text on PissedConsumer.com and in the DeVere.PissedConsumer.com
subdomain; applying Second Circuit law in finding initial interest confu-
sion inapplicable in this case); Ascentive, LLC v. Opinion Corp., 842 F.
Supp. 2d 450 (E.D.N.Y. 2011) (denying plaintiffs’ motion for preliminary
injunction, finding plaintiffs unlikely to prevail on their Lanham Act
claims based on the use of plaintiff’s marks in PissedConsumer.com’s
subdomains (finallyfast.pissedconsumer.com,
ascentive.pissedconsumer.com, dormia-matress.pissedconsumer.com and
dormia.pissedconsumer.com), in metatags and in the text of its website, in
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Variations on a mark for a criticism or parody site
similarly may be deemed unlikely to cause confusion. For
example, in Smith v. Wal-Mart Stores, Inc.,100 the court
granted summary judgment for a critic who brought a
declaratory judgment action to establish his right to operate
a criticism site and engage in parody. The critic initially sold
anti-Wal-Mart products on CafePress, but thereafter set up
his own site at walocaust.com (comparing Wal-Mart to Nazi
Germany). The court held that Wal-Mart failed to demon-
strate a likelihood that its trademarks “WALMART,” “WAL-
MART,” and “WAL MART” and its word mark “ALWAYS
LOW PRICES. ALWAYS.” would be confused with Smith’s
“WALOCAUST,” “WAL-QAEDA,” “FREEDOM HATER
MART,” or “BENTON VILLEBULLIES ALWAYS” concepts
and therefore granted summary judgment for the critic on
Wal-Mart’s claims for trademark infringement, cybersquat-
ting and unfair competition and deceptive trade practices.

The court also granted summary judgment for the critic on
Wal-Mart’s dilution claim, finding that the plaintiff’s speech
constituted non-commercial parody. In so ruling, the court
held that Smith’s sale of anti-Wal-Mart t-shirts and related
materials did not transform his activities into commercial
ventures where they were primarily intended to express his
views about Wal-Mart and “commercial success was a sec-
ondary motive at most.”101

In contrast to claims for trademark infringement or dilu-

connection with advertising for plaintiffs’ competitor’s products and ser-
vices); MCW, Inc. v. Badbusinessbureau.com, LLC, No. 02 Civ. 2727, 2004
WL 833595, at *16 (N.D. Tex. Apr. 14, 2004) (dismissing Lanham Act
unfair competition claims against RipOffReport.com and
BadBusinessBureau.com that used plaintiff’s trademarks in connection
with allegedly defamatory posts because no visitor to the websites would
believe that the mark holder endorsed the comments). But see Amerigas
Propane, L.P. v. Opinion Corp., Civil Action No. 12-713, 2012 WL 2327788
(E.D. Pa. June 19, 2012) (denying defendant’s motion to dismiss claims
based, in part, on the defendant’s use of plaintiff’s mark in the subdomain,
www.amerigas.PissedConsumer.com; applying Third Circuit law on initial
interest confusion).

100
Smith v. Wal-Mart Stores, Inc., 537 F. Supp. 2d 1302 (N.D. Ga.

2008).
101

Smith v. Wal-Mart Stores, Inc., 537 F. Supp. 2d 1302, 1340 (N.D.
Ga. 2008). The court based its decision on this point in part on Ayres v.
City of Chicago, 125 F.3d 1010 (7th Cir. 1997), in which the court held
that a social advocate who sold t-shirts that carried his group’s social mes-
sage was engaged in noncommercial speech which did not lose its protec-
tion because he sold the t-shirts rather than giving them away.
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tion, it may be somewhat easier, depending on the facts of
the case, to obtain relief against a consumer critic or other
potentially noncommercial site owner under the Anticyber-
squatting Consumer Protection Act (ACPA),102 if the defen-
dant registered, used or trafficked in a domain name confus-
ingly similar to (or, in the case of famous marks, dilutive of)
the plaintiff’s mark with a bad faith intent to profit.103 For
example, despite its ruling on plaintiff’s trademark infringe-
ment and dilution claims, the Ninth Circuit in Bosley Medi-
cal reversed the lower court’s dismissal of plaintiff’s ACPA
claim, ruling that in contrast to claims for trademark in-
fringement and dilution, commercial use need not be shown
to state a claim under the ACPA.104 To state an ACPA claim,

10215 U.S.C.A. § 1125(d); see generally infra § 7.06.
103

See, e.g., Northern Light Technology, Inc. v. Northern Lights Club,
236 F.3d 57 (1st Cir. 2001) (affirming an order preliminarily enjoining
defendants’ use of northernlights.com, where defendants’ myriad explana-
tions for their use of the site, including as a venue for aurora borealis
admirers, undermined their claim of a subjective belief in fair use and
hence their entitlement to the safe harbor, and where their numerous
other registrations of domain names containing marks and past practices
evidenced a bad faith intent to profit); People for Ethical Treatment of
Animals v. Doughney, 263 F.3d 359 (4th Cir. 2001) (granting summary
judgment for the plaintiff on claims of trademark infringement/unfair
competition and under the ACPA over defendant’s use of peta.org as a
parody site); Coca-Cola Co. v. Purdy, 382 F.3d 774 (8th Cir. 2004) (affirm-
ing an order preliminarily enjoining the defendant under the ACPA from
using domain names confusingly similar to plaintiffs’ marks, over First
Amendment objections); Bosley Medical Institute, Inc. v. Kremer, 403 F.3d
672 (9th Cir. 2005) (reversing and remanding for further consideration
plaintiff’s ACPA claim in connection with the defendant’s use of
bosleymedical.com, where relief otherwise was unavailable for trademark
infringement or dilution because the domain name was used to host a
consumer criticism site); Morrison & Foerster, LLP v. Wick, 94 F. Supp. 2d
1125 (D. Colo. 2000) (finding a bad faith intent to profit where the
defendant registered multiple variations of Morrison & Foerster as domain
names through NameIsForSale.com, where the court rejected Wick’s
parody defense because the court concluded that use of Morrison &
Foerster’s mark as a domain name was likely to confuse the public and
disparage the firm and where the defendant started using the tradename
Morri, Son & Foerster only after it had registered the domain names);
Toronto-Dominion Bank v. Karpachev, 188 F. Supp. 2d 110 (D. Mass. 2002)
(finding bad faith where a disgruntled customer registered sixteen mis-
spellings of plaintiff’s corporate name as domain names).

104
Bosley Medical Institute, Inc. v. Kremer, 403 F.3d 672, 680-81 (9th

Cir. 2005).
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however, a plaintiff must allege bad faith intent to profit.105

In addition, the ACPA includes a safe harbor where a
defendant believed and had reasonable grounds to believe
that its use of a domain name was a fair use or otherwise
lawful.106 The contours of this safe harbor are considered in
greater detail in sections 7.06[2] and 7.12.

In Coca-Cola Co. v. Purdy,107 the Eighth Circuit affirmed
the entry of a preliminary injunction under the ACPA
against a pro-life activist who registered multiple variations
of famous marks such as Coca-Cola, Pepsi, McDonald’s and
The Washington Post (such as my-washingtonpost.com, my
mcdonalds.com, drinkcoke.org, washingtonpost.cc and
washingtonpost.ws), to promote his political views. The court
ruled that while there was “no dispute . . . about whether
the First Amendment protects Purdy’s right to use the
Internet to protest abortion and criticize the plaintiffs or to
use expressive domain names that are unlikely to cause
confusion”108 there was no First Amendment right to use
misleading domain names that were intended to divert traf-
fic to the defendant’s pro-life website. In affirming the order,
the court noted that Purdy had registered many of the
domain names he used “not because of stands the plaintiffs
had taken on abortion, but rather to divert Internet users to
websites that could tarnish and disparage their marks by
creating initial confusion as to the sponsorship of the at-
tached websites and implying that their owners have taken
positions on a hotly contested issue.”109

On the other hand, even the ACPA will not provide relief

105
See 15 U.S.C.A. § 1125(d).

10615 U.S.C.A. § 1125(d)(1)(B)(ii).
107

Coca-Cola Co. v. Purdy, 382 F.3d 774 (8th Cir. 2004).
108

Coca-Cola Co. v. Purdy, 382 F.3d 774, 787 (8th Cir. 2004); see gener-
ally infra § 7.12 (analyzing First Amendment rights in connection with
domain names).

109
Coca-Cola Co. v. Purdy, 382 F.3d 774, 786 (8th Cir. 2004). In affirm-

ing that Purdy’s pro-life protests reflected a bad faith intent to profit, the
court somewhat questionably cited evidence that Purdy offered to stop us-
ing the Washington Post’s domain names in exchange for editorial space
in that newspaper to express his views. While the Eighth Circuit makes
much of the fact that this newspaper space was quite valuable, it does not
actually show an intent to profit. Purdy plainly was trying to obtain
something of value—a broader forum for his political views—through a
form of extortion. Although bad faith plainly was shown, bath faith is not
the same thing as a bad faith intent to profit.
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if there is no bad faith intent to profit, as is often the case
with consumer criticism sites.110 Where a consumer critic
does not evidence a bad faith intent to profit from use,
registration or trafficking in a domain name, a mark owner
may not prevail even if the critic is using a variation of its
mark as a domain name.111

110In addition to the cases cited in the following footnote, which involve
the verbatim use of a mark as a domain name, see, e.g., Lamparello v.
Falwell, 420 F.3d 309 (4th Cir. 2005) (holding that a critic who registered
and used Fallwell.com, an obvious typographical variation on Dr. Falwell’s
name, for a criticism site, did not have a bad faith intention to profit from
the registration, use or trafficking in the domain name); Rohr-Gurnee
Motors, Inc. v. Patterson., 71 U.S.P.Q.2d 1216, 2004 WL 422525 (N.D. Ill.
2004) (holding the registrant of gurneevolkswagen.com and
gurneevolkswagon.com entitled to the safe harbor, where the defendant’s
dissatisfaction with a car bought from the plaintiff/car dealer led the
plaintiff to register the domain names to detail her bad experience with
the company); see also Lucent Technologies, Inc. v. Lucentsucks.com, 95 F.
Supp. 2d 528, 535–36 (E.D. Va. 2000) (writing that a “successful showing
that lucentsucks.com is effective parody and/or a cite for critical commen-
tary would seriously undermine the requisite elements for [the ACPA].”).

111
See, e.g., TMI, Inc. v. Maxwell, 368 F.3d 433 (5th Cir. 2004) (finding

no bad faith intent to profit in a case where the defendant registered
TrendmakerHome.com and TrendmakerHome.info to criticize TMI, whose
genuine site was located at TrendmakerHomes.com, where the defendant
did not seek to sell the domain names, charged no money, displayed no
advertising and had no links to commercial sites and generally was found
to have made no commercial use of the.com site and no use at all of the.info
site); Lucas Nursery and Landscaping, Inc. v. Grosse, 359 F.3d 806, 808–11
(6th Cir. 2004) (holding that a former customer of Lucas Nursery did not
have a bad faith intent to profit when she registered and used
lucasnursery.com to post complaints about the nursery); Utah Lighthouse
Ministry v. Foundation for Apologetic Information and Research, 527 F.3d
1045, 1058–59 (10th Cir. 2008) (holding there was no bad faith intent to
profit where the defendant registered and used ten domain names that
constitute variations of the names of the plaintiff and its leadership,
including the identical domain name as plaintiff’s site in a different TLD,
where defendants operated a critical parody site); Career Agents Network,
Inc. v. careeragentsnetwork.biz, No. 09–CV–12269–DT, 2010 WL 743053,
at *8 (E.D. Mich. Feb. 26, 2010) (granting defendant’s motion to dismiss;
holding that a customer’s use of plaintiff’s trademark as part of a domain
name used to negatively comment on plaintiff’s business and use of a
privacy protect service to conceal the defendant’s identity did not evidence
a bad faith intent to profit and therefore did not violate the ACPA);
Mayflower Transit, LLC v. Prince, 314 F. Supp. 2d 362 (D.N.J. 2004) (find-
ing no bad faith intent to profit where a disgruntled former customer
registered mayflowervanline.com to express dissatisfaction in doing busi-
ness with the mark owner); Northland Ins. Companies v. Blaylock, 115 F.
Supp. 2d 1108 (D. Minn. 2000) (denying a motion for injunctive relief
where the plaintiff could not show a bad faith intent to profit in connec-
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If a domain name is used in bad faith, albeit not with a
bad faith intent to profit, and the domain name actually is in
use or was the subject of trafficking (but not mere registra-
tion), a mark owner may pursue online arbitration through
ICANN’s Uniform Domain Name Dispute Resolution Policy
(UDRP). UDRP proceedings include potential traps for the
unwary, but usually allow for quick and inexpensive relief in
the form of an order transferring or canceling a domain name
registration.112 UDRP rulings, however, are not binding if ei-
ther party files suit within ten business days from the time a
party is notified of a final ruling, although as a practical
matter most UDRP actions become final because they are
not challenged.113 Nevertheless, smart cybersquatters (as
well as smart critics who have registered third party marks
as domain names) know how to operate online without
evidencing either bad faith or a bad faith intent to profit.

Sometimes disgruntled former employees, consumer critics
and others making noncommercial use of a mark get cocky
and cross the line into commercial activity (or move from le-
gitimate commercial activity to conduct likely to cause confu-
sion or dilution). Where infringement, dilution or cybersquat-
ting may be shown, it may be enjoined. The scope of an
injunction must be narrowly tailored to address infringe-
ment, however, not non-commercial activity. In Nissan Mo-
tor Co. v. Nissan Computer Corp.,114 for example, defendants,
Uzi Nissan and two commercial ventures he ran, had used
his name in connection with various businesses for many
years and had been using nissan.com since 1994 for com-
mercial ventures unrelated to automobiles. After receiving a
cease and desist letter from Nissan Motor Co. in 1995, Uzi
Nissan also registered nissan.net. No legal action was taken
at that time. In late 1999, however, Mr. Nissan began ac-
cepting automobile-related advertisements, at which point
Nissan Motor Co. brought suit for infringement and dilution.
Thereafter, he posted information about the lawsuit, solic-
ited support from the public and established links to articles
and other material that Nissan Motor Co. viewed as

tion with the defendant’s use of northlandinsurance.com to criticize
plaintiff Northland Insurance Companies); see generally infra § 7.06
(analyzing the ACPA).

112
See infra § 7.05.

113
See infra § 7.05.

114
Nissan Motor Co. v. Nissan Computer Corp., 378 F.3d 1002 (9th Cir.

2004).
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disparaging. The district court enjoined defendants from
making any commercial use of the two domain names or
linking to sites that contained negative or disparaging infor-
mation about Nissan Motor Co.

The Ninth Circuit found initial interest confusion as a
matter of law with respect to automobile-related uses, includ-
ing links to third party sites (and remanded the case for fur-
ther consideration of plaintiff’s dilution claim). It vacated
the part of the permanent injunction that restricted non-
automobile related commercial content and disparaging ma-
terial, however, as content-based restrictions that violated
the First Amendment. The court held that this aspect of the
order went “beyond control of the Nissan name as a source
identifier”115 and therefore constituted a content-based re-
striction on speech that was impermissible. It explained that
where speech is not purely commercial—that is, if it does
more than propose a commercial transaction—then it is
entitled to full First Amendment protection. “Negative com-
mentary about Nissan Motor does more than propose a com-
mercial transaction and is, therefore, non-commercial.”116

The Ninth Circuit also declined to transfer the two domain
names.

Similarly, in Garden of Life, Inc. v. Letzer,117 the defendant
registered GardenofLife.com as a domain name before the
plaintiff even acquired trademark rights in the same name,
but he became greedy after bring approached to sell the
domain name registration and responded by registering more
than seventy additional domain names that incorporated
plaintiff’s marks or products or the name of plaintiff’s
founder or a book he had authored. He also started using the
domain names for sites that mocked Garden of Life, its
founder and its products, but ultimately created confusion
about the origin of the sites and their connection to the
plaintiff, resulting in a preliminary injunction order mandat-
ing, among other things, transfer of the domain names.118

115
Nissan Motor Co. v. Nissan Computer Corp., 378 F.3d 1002, 1016

(9th Cir. 2004).
116

Nissan Motor Co. v. Nissan Computer Corp., 378 F.3d 1002, 1017
(9th Cir. 2004); see generally infra §§ 7.12, 9.03 (discussing the case in
connection with domain names in chapter 7 and links in chapter 9).

117
Garden of Life, Inc. v. Letzer, 318 F. Supp. 2d 946 (C.D. Cal. 2004).

118
See Garden of Life, Inc. v. Letzer, No. CV 04–2619 AHM(MANX),
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Likewise, in Faegre & Benson, LLP v. Purdy,119 the court,
while acknowledging that the defendant had a fair use right
to include plaintiff’s marks in metatags for his “parody” crit-
icism site about the plaintiff’s law firm (particularly if he
used a disclaimer), held that the defendant was not permit-
ted to engage in wholesale copying of the metatags from
plaintiff’s site to use plaintiff’s marks in metatags “in order
to divert Internet users from Faegre’s website.”120 The court
explained that “Purdy’s wholesale copying of some of
Faegre’s description tags indicates an intent to mislead the
internet user rather than merely to categorize critical Web
pages.”121

On the other hand, filing suit can sometimes exacerbate
the problem of adverse publicity created by a site making
unauthorized use of a mark by drawing more attention to
it—especially if the mark holder is unable to shut it down.
In Taubman Co. v. Webfeats,122 for example, the individual
defendant, a Web designer who registered
shopsatwillowbend.com, registered five more domain names
after Taubman filed suit: Taubmansucks.com,
Shopsatwillowbendsucks.com, willowbendmallsucks.com and
willowbendsucks.com. During the pendency of the appeal,
defendants also registered
giffordkrassgrohsprinklesucks.com, which incorporated the
name of the law firm representing Taubman. The court
ultimately declined to preliminarily enjoin defendants’ use.

In Ford Motor Co. v. 2600 Enterprises,123 prior to the
lawsuit the defendants were redirecting traffic from

2004 WL 1151593 (C.D. Cal. May 17, 2004) (ordering the transfer of
seventy-two domain names as part of a preliminary injunction). The case
subsequently settled. See Garden of Life, Inc. v. Barry Letzer, No. CV-04-
2619 AHM (MANX), 2004 WL 1657396 (C.D. Cal. July 19, 2004) (entering
as an order a stipulated permanent injunction).

119
Faegre & Benson, LLP v. Purdy, 367 F. Supp. 2d 1238 (D. Minn.

2005).
120

Faegre & Benson, LLP v. Purdy, 367 F. Supp. 2d 1238, 1247 (D.
Minn. 2005).

121
Faegre & Benson, LLP v. Purdy, 367 F. Supp. 2d 1238 (D. Minn.

2005) (enjoining the defendant from future use of plaintiff’s marks as
metatags, except as permitted by the Lanham Act); see generally infra
§ 9.10 (discussing the case further in connection with an analysis of
metatags).

122
Taubman Co. v. Webfeats, 319 F.3d 770 (6th Cir. 2003).

123
Ford Motor Co. v. 2600 Enterprises, 177 F. Supp. 2d 661 (E.D. Mich.
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FuckGeneralMotors.com to plaintiff’s website, Ford.com. Af-
ter Ford filed suit, defendants put up a notice on their
homepage inviting users to click on a link “[t]o learn more
about FuckGeneralMotors.com . . . .” When users clicked
on the link, they were taken to FordReallySucks.com.124

These cases point out that it is better for owners to regis-
ter domain names for obvious variations of their marks and
sites, as well as any critical variations (such as
companysucks.com) than to have to challenge critics in
litigation. Even where remedies are available, the publicity
resulting from a lawsuit (or even a cease and desist letter)
may serve to popularize a critical blog or criticism site. In
many cases, it is better to ignore an annoying but relatively
obscure critic, rather than bring greater attention to his
cause. Public relations and search optimization firms often
can help generate positive content to counteract the negative
effects of a criticism site. Where litigation is pursued, it is
important that a claim be carefully thought out to avoid the
multiple potential pitfalls outlined in this section.

Additional potential claims that may be raised in disputes
involving critics (beyond merely those available under the
Lanham Act) are outlined in section 9.13. A checklist of
Lanham Act issues to consider is set forth in the following
subsection.

6.14[6] Checklist of Issues to Consider in
Evaluating Potentially Permissible Uses of a
Mark by Critics, Fans, Parodists, Former
Employees, Bloggers, Social Media
Influencers, and Others Acting Without
Authorization

The following is a checklist of issues to consider in evaluat-
ing disputes with purported fans, parodists or disgruntled
customers or former employees. This checklist identifies ele-
ments that have been found or could be deemed relevant in
litigation, but is not intended as an outline of the specific
elements that necessarily must be proven to prevail in or
defeat a claim. For example, the checklist includes a number
of issues relating to links because this issue has been
discussed in multiple cases, but the existence of links to

2001).
124

See Ford Motor Co. v. 2600 Enterprises, 177 F. Supp. 2d 661, 662
n.2 (E.D. Mich. 2001).
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third party sites is not a necessary element of a claim for
relief and the absence of links does not, per se, provide a
defense to claims for infringement, dilution, unfair competi-
tion or cybersquatting. The legal principles governing these
disputes are analyzed extensively in sections 6.14[4] and
6.14[5]. Cases involving fans, parodists and disgruntled
consumers and former employees often turn on the unique
facts presented. This checklist is intended merely to provide
guidance to parties in evaluating the merits of potential
claims and defenses.

Commercial Use
E Is the site being used for commercial purposes?
E Are goods or services sold or advertised on the site or

could it otherwise be characterized as commercial?
○ If so, are they merely incident to constitutionally

protected speech (such as T-shirts that promote a
particular message, which under certain circum-
stances could be viewed as either protected speech
or actionable)?

E Is the site operated by a competitor or a cybersquatter?
E Is the site run by a legitimate fan, parodist or dis-

gruntled former customer or employee? Or is the seem-
ingly noncommercial nature of the site a sham?

E Is the site itself advertised in banner ads or sponsored
links or elsewhere on the Internet?1

E Does the site use a mark in metatags in a commercial
manner that is not a fair use?2

E Is the site attached to a domain name that uses a third
party’s mark as the domain name (company.com) in a
manner that precludes the mark owner from using its
own mark in a given Top Level Domain3 or which is
likely to cause initial interest confusion?4 Or is the mark
used in a non-confusing manner (companysucks.com)?

[Section 6.14[6]]
1
See infra § 9.11.

2
See infra § 9.10.

3Note that this factor may be relevant in establishing commercial
use of a mark only in some jurisdictions.

4If actionable, use of a mark as a domain name may be found to cre-
ate initial interest confusion, where the doctrine is applied. See infra
§ 7.08[2].
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E Are there links from the site to commercial locations?5

E Do the links connect directly to commercial pages or are
the connections more attenuated?

E Does the site include merely one or two isolated links or
does it include many commercial links?

E Are the links prominently featured?
○ Do the links and surrounding text create a com-

mercial impression?
○ Is the site merely a conduit for another company or

organization based on the limited nature of the site
and the link(s) to another location?6

Elements of a Claim

E If the site is commercial:

E Is the use fair?
○ If the use plausibly may be fair, does the site use

only so much of the mark as necessary or does it
include prominent use of logos or other features on
the site or in wallpaper or repeated use of the
mark?7

E Is the plaintiff’s mark distinctive (either inherently or
as a result of secondary meaning)?

E Can likelihood of confusion be shown?8

○ Are the critical or humorous or otherwise noncom-
mercial aspects of the site so apparent that there
could not be any confusion?

○ Are disclaimers used (and if so are they effective)?9

5Links are rarely determinative in their own right, but may contrib-
ute to a finding that a mark is used in connection with the sale or
substantial advertising of goods or services (and have been discussed in
many consumer criticism cases). See supra § 6.14[5].

6
See Jews for Jesus v. Brodsky, 993 F. Supp. 282, 297 (D.N.J. 1998)

(“Considering the limited nature of the Defendant Internet site and its
hyperlink to the Outreach Judaism Organization Internet site, it is appar-
ent the Defendant Internet site is a conduit to the Outreach Judaism Or-
ganization Internet site, notwithstanding the statement in the Disclaimer
[to the contrary] . . . .”)), aff’d mem., 159 F.3d 1351 (3d Cir. 1998).

7
See Playboy Enterprises, Inc. v. Welles, 279 F.3d 796 (9th Cir. 2002);

see generally supra § 6.14[3].
8
See supra §§ 6.08, 6.09.

9Disclaimers are likely to be ineffective if a case turns on initial
interest confusion because the disclaimer will not be seen prior to the time
of initial interest confusion. See infra § 7.08[3].
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○ Does the court where a case is or may be venued
recognize initial interest confusion?10

E Can dilution by tarnishment or blurring be shown?11

E Can other acts of unfair competition under the Lanham
Act be shown?12

E Even if the site is not commercial, may suit nonetheless
be maintained under the Anticybersquatting Consumer
Protection Act based on a potential defendant’s bad
faith intent to profit from use, registration or trafficking
in a domain name confusingly similar to, or dilutive of,
plaintiff’s mark?

E If bad faith and use may be shown, but not a bad faith
intent to profit, should online arbitration be sought
through a UDRP proceeding?13

Relief
E Can irreparable injury be shown?
E Where injunctive relief is sought, is the proposed order

narrowly tailored to avoid impinging upon constitution-
ally protected speech?

E Is relief sought for all potential Internet uses, including
in connection with websites, domain names, sponsored
links and banner ads, metatags or other hidden text,
links and frames, hashtags, statements by sponsored
social influencers and other issues associated with social
networks and blogs?14

E Can the mark owner obtain an order transferring a
domain name registration, or merely one that prohibits
infringing uses?
○ the ACPA authorizes transfer, among other reme-

dies15

○ transfer or a negative injunction may be obtained
in the court’s discretion in a trademark infringe-
ment or dilution suit or a claim for unfair competi-
tion

E Will taking action popularize the site or otherwise
generate negative publicity for the trademark owner?

10
See infra § 7.08[2].

11
See supra § 6.11.

12
See supra § 6.12.

13
See infra § 7.05.

14
See infra § 6.16[1][A].

15
See infra § 7.06.
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person.”2 As such, the SPEECH Act could reach judgments
based on false light or potentially other privacy-related
claims.

Where applicable, the SPEECH Act restricts enforcement
of judgments entered under circumstances that in the United
States would be deemed inconsistent with the First Amend-
ment, due process protections for personal jurisdiction3 or
the Good Samaritan exemption created by 47 U.S.C.A.
§ 230(c).4

The SPEECH Act is analyzed extensively in section 37.
09[3].

12.03 Rights of Publicity

12.03[1] Overview

Publicity rights generally are recognized more consistently
throughout the United States than the other privacy-related
common law claims considered in this chapter (although not
all states have expressly recognized the tort). In addition to
common law rights, the publicity rights of individuals may
be protected by state statutes in jurisdictions such as Cali-
fornia, New York, Tennessee and Oklahoma and under the
federal Lanham Act. Publicity rights are personal to an indi-
vidual (although, like other IP rights, they may be licensed
or assigned). Corporations, however, may not claim a
corporate right of publicity.1 Like other forms of intellectual
property, permission may be granted to exploit a person’s
rights of publicity.

As discussed in section 12.04, third-party state law public-
ity claims against site owners and service providers may be
preempted by the Telecommunications Act of 1996, depend-
ing on where suit is filed. Publicity claims also may be
subject to copyright preemption or defenses such as first
sale, functionality, abandonment, or laches, which are
considered in section 12.05.

218 U.S.C.A. § 4101(1).
3
See infra §§ 53.01 to 53.04.

4
See infra §§ 12.04, 37.05, 49.07.

[Section 12.03[1]]
1
See VIRAG, S.R.L. v. Sony Computer Entertainment America LLC,

Case No. 3:15-cv-01729-LB, 2015 WL 5000102, at *5 (N.D. Cal. Aug. 21,
2015), aff’d on other grounds, 699 F. App’x 667 (9th Cir. 2017).

12.02[9] E-COMMERCE AND INTERNET LAW
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Rights of publicity supplement, but do not supplant other
intellectual property rights. Indeed, in many cases where a
celebrity sues for a right of publicity violation, someone else
may own the copyright in the underlying work, as well as
the trademark. Even when a celebrity hires someone for a
photoshoot, the celebrity will not own the underlying copy-
right if it was not created by an employee or as a work for
hire.2 Similarly, as evidenced by the cases discussed in the
following sections, where a person has not taken steps to
develop trademark rights separate and apart from their
personas, their remedies in litigation may be more limited.
Copyright and trademark issues are analyzed more exten-
sively in, respectively, chapters 4 and 6.

12.03[2] State Common Law and Statutory Publicity
Rights

12.03[2][A] Scope and Nature of the Rights
Protected

Rights of publicity will be upheld “in a variety of contexts
where the defendant appropriates the economic value that
the plaintiff has built in an identity or performance.”1 Public-
ity rights, unlike some other common law privacy claims,2

are more widely recognized throughout the United States,
although states with substantial entertainment industries—
such as California,3 New York,4 Tennessee5 and Georgia6—
also have enacted specific statutes codifying publicity protec-

2
See, e.g., Sisyphus Touring, Inc. v. TMZ Productions, Inc., 208 F.

Supp. 3d 1105 (C.D. Cal. 2016) (granting summary judgment for celebrity
gossip site TMZ in a dispute with the production company for Jared Leto,
the actor and singer, over a video Leto had made where he makes com-
ments critical of the singer Taylor Swift, which the videographer had
subsequently provided to TMZ, where the videographer was neither an
employee nor someone bound by a work-for-hire agreement); see generally
supra § 11.02[2] (analyzing work for hire arrangements).

[Section 12.03[2][A]]
1
Sarver v. Chartier, 813 F.3d 891, 904 (9th Cir. 2016).

2
See supra § 12.02[1].

3Sections 3344 and 3344.1 of the California Civil Code are discussed
later in this subsection.

4Section 50 of the New York Civil Rights Law provides that a person,
firm, or corporation that uses for advertising purposes, or for the purposes
of trade, “the name, portrait, or picture of any living person without hav-
ing first obtained written consent” (of the person or, for a minor, his or her
parent or guardian) is guilty of a misdemeanor. Section 51 provides for a

12.03[2][A]PRIVACY OF CELEBRITIES
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corresponding civil cause of action for injunctive relief and damages where
a person’s “name, portrait, picture or voice” is used without written
consent. N.Y. Civil Rights Law § 51. New York does not recognize a corol-
lary common law right of publicity. See Howell v. New York Post Co., 81
N.Y.2d 115, 123, 596 N.Y.S.2d 350, 354 (1993).

To prevail in a right of publicity claim, a plaintiff generally must
show that (1) the defendant used plaintiff’s name, portrait, picture, or
voice; (2) within the state of New York, (3) for purposes of trade or advertis-
ing; and (4) without plaintiff’s written consent. See Electra v. 59 Murray
Enterprises, Inc., 987 F.3d 233, 249 (2d Cir. 2021) (holding that model
releases obtained from various sources did not constitute written consent
for unrelated third parties to use their images for advertising or trade in
connection with strip clubs).

Claims under New York law that are based on use of a name are
only actionable if the exact, full name was used, and not merely a
surname. Stephen T. Greenberg, M.D., P.C. v. Perfect Body Image, LLC,
17-CV-5807 (SJF) (SIL), 2019 WL 3485700, at *12 (E.D.N.Y. July 2, 2019)
(quoting Champion v. Take Two Interactive Software, Inc., No. 158429-
2018, 2019 WL 2079889, at *5 (N.Y. Cty. Sup. Ct. May 10, 2019), citing
Lombardo v. Doyle, Dane & Bernbach, Inc., 58 A.D.2d 620, 622, 396
N.Y.S.2d 661 (2d Dep’t. 1977)), Report and Recommendation Accepted,
2019 WL 3927367 (E.D.N.Y. Aug. 20, 2019); see also People v. Scribner’s
Sons, 205 Misc. 818, 822, 130 N.Y.S.2d 514 (N.Y. Magis. Ct. 1954) (“the
word ‘name’ as used in the statute means a person’s full name and not
merely his surname . . . unless . . . the surname standing alone has
been so used by the complainant as to be well known to the public as
identifying the complainant”) (internal citations omitted).

In Oliveira v. Frito-Lay, Inc., 251 F.3d 56, 63–64 (2d Cir. 2001), a
section 51 claim brought over use of plaintiff ’s voice, the court vacated the
district court’s dismissal where plaintiff alleged that her right of publicity
in her voice had been violated where the defendant used plaintiff’s
signature 1964 hit recording “Girl from Ipanema” in an advertisement for
a snack food product without her consent.

Section 51 exempts from civil liability the sale or transfer of mate-
rial containing the name, portrait, picture or voice “in whatever medium”
to any user or to any third party for direct or indirect sale or transfer to
such user, for any use otherwise lawful under section 51. Likewise, any
person, firm or corporation practicing the profession of photography may
exhibit specimens of its work “in or about its establishment” absent a
written notice of objection. The attributes of a manufacturer or dealer
similarly may be used “in connection with the goods, wares and merchan-
dise manufactured, produced or dealt in by him which he has sold or
disposed of with such name, portrait, picture or voice used in connection
therewith . . . .” Personal attributes otherwise protected by the statute
similarly may be used in connection with literary, musical or artistic
productions which the person “has sold or disposed of with such name,
portrait, picture or voice used in connection therewith.” Finally, the stat-
ute may not be construed to prevent a copyright owner of a sound record-
ing from “disposing of, dealing in, licensing or selling that sound recording
. . . if the right to dispose of, deal in, license or sell such sound recording

12.03[2][A] E-COMMERCE AND INTERNET LAW
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has been conferred by contract or other written document by such living
person or the holder of such right.” N.Y. Civil Rights Law § 51.

Section 50-F extends rights of publicity to certain deceased perform-
ers and deceased personalities, who died as domiciliaries of the state of
New York on or after May 29, 2021, for 40 years from the date of their
death. The provision also allows the Estate of deceased performers to
block the use of certain digital replicates (sometimes called deep fakes).
Specifically, section 50-F provides that any person “who uses a deceased
personality’s name, voice, signature, photograph, or likeness, in any man-
ner, on or in products, merchandise, or goods, or for purposes of advertis-
ing or selling, or soliciting purchases of, products, merchandise, goods, or
services, without prior consent from the person or persons specified in
subdivision four of this section, shall be liable for any damages sustained
by the person or persons injured as a result thereof.” N.Y. Civil Rights
Law § 50-F(2)(a).

Likewise, the law provides that any person who uses a deceased
performer’s digital replica in a scripted audiovisual work as a fictional
character or for the live performance of a musical work shall be liable for
any damages sustained, if the use occured without prior consent, and if
the use is likely to deceive the public into thinking it was authorized. A
use will not be considered likely to deceive the public into thinking it was
authorized “if the person making such use provides a conspicuous
disclaimer in the credits of the scripted audiovisual work, and in any re-
lated advertisement in which the digital replica appears, stating that the
use of the digital replica has not been authorized by the person or persons
specified in subdivision four of this section.” Id. § 50-F(2)(b). A digital rep-
lica is defined as “a newly created, original, computer-generated, electronic
performance by an individual in a separate and newly created, original
expressive sound recording or audiovisual work in which the individual
did not actually perform, that is so realistic that a reasonable observer
would believe it is a performance by the individual being portrayed and no
other individual.” Id. § 50-F(1)(c). A digital replica, however, does not
include “the electronic reproduction, computer generated or other digital
remastering of an expressive sound recording or audiovisual work consist-
ing of an individual’s original or recorded performance, nor the making or
duplication of another recording that consists entirely of the independent
fixation of other sounds, even if such sounds imitate or simulate the voice
of the individual.” Id.

Damages for violations of section 50-F may be awarded for (1) the
greater of $2,000 or the compensatory damages suffered by the injured
party (or parties) as a result of the unauthorized use, and (2) any profits
“from the unauthorized use that are attributable such use and are not
taken into account in computing the compensatory damages” and, if avail-
able (3) punitive damages. Id. § 50-F(2)(c). In establishing profits under
section 50-F, “the injured party or parties shall be required to present
proof only of the gross revenue attributable to the unauthorized use, and
the person who violated this section is required to prove his or her deduct-
ible expenses.” Id. § 50-F(2)(c)(ii).

5Tenn. Code § 47-25-1105(a) provides that civil liability may be
imposed on any person who knowingly uses or infringes upon the use of

12.03[2][A]PRIVACY OF CELEBRITIES

12-45Pub. 10/2021

PAGE PROOFS - SUBJECT TO REVISION 
© 2022 Ian C. Ballon, www.IanBallon.net



tions, as have a number of other states.7 Like other privacy

another individual’s name, photograph or likeness in any medium, in any
manner directed to any person other than such individual, as an item of
commerce for purposes of advertising products, merchandise, goods, or
services, or for purposes of fundraising, solicitation of donations, purchases
of products, merchandise, goods, or services, without that individual’s
prior consent. The Tennessee statute is narrowly drawn to proscribe only
the unauthorized use of another’s name, photograph or likeness in connec-
tion with advertising, fundraising or soliciting donations. See Gauck v.
Karamian, 805 F. Supp. 2d 495, 500–01 (W.D. Tenn. 2011) (finding
unsubstantiated allegations of the use of celebrity photos to increase traf-
fic to a site and therefore advertising revenue was insufficiently substanti-
ated to justify entry of a preliminary injunction); Apple Corps Ltd. v.
A.D.P.R., Inc., 843 F. Supp. 342, 347–49 & n.2 (M.D. Tenn. 1993) (granting
summary judgment against a Beatles look-alike band based on their hav-
ing advertised their performances, but holding that the use of the Beatles’
personas and Beatles logo on the group’s bass drum in performances did
not violate the Tennessee Personal Rights Protection Act because the stat-
ute only forbids use of name or likeness for the purpose of advertising or
soliciting purchases of goods or services).

Tennessee law likewise does not recognize rights of publicity in the
names and images of college football and basketball players in connection
with television broadcasts of games in which they appear. See Marshall v.
ESPN, 668 F. App’x 155 (6th Cir. 2016) (affirming dismissal of plaintiffs’
complaint because Tenn. Code § 47-25-1107(a) permits the use of any
player’s name or likeness in connection with any “sports broadcast” and
Tennessee courts have never recognized any such common law right and
would not likely do so given that the “legislature has spoken to the issue
directly.”).

6Georgia recognizes a claim for misappropriation of likeness where a
plaintiff can show: (1) the appropriation of another’s name and likeness,
whether such likeness be a photograph or other reproduction of the
person’s likeness; (2) without consent; and (3) for the financial gain of the
appropriator. Pierce v. Warner Brothers Entertainment, Inc., 237 F. Supp.
3d 1375, 1381 (M.D. Ga. 2017), citing Bullard v. MRA Holding, 740 S.E.2d
624, 626 (Ga. 2013). A likeness may not be appropriated under Georgia
law, however, if it is “open to public observation . . . .” Pierce v. Warner
Brothers Entertainment, Inc., 237 F. Supp. 3d at 1381 (dismissing the
claim of a real estate agent whose sign—which included her name, phone
number and company—was used in a segment of The Ellen DeGeneres
Show), quoting Toffoloni v. LFP Publishing Group, LLC, 572 F.3d 1201,
1207 (11th Cir. 2009).

7The Restatement of Torts broadly provides that appropriation ap-
plies “when the defendant makes use of the plaintiff’s name or likeness for
his own purposes and benefit, even though the use is not a commercial
one, and even though the benefit sought to be obtained is not a pecuniary
one.” Restatement (Second) of Torts § 652C, comment b. Florida’s right of
publicity statute provides: “No person shall publish, print, display or
otherwise publicly use for trade or for any commercial or advertising
purpose the name, portrait, photograph, or other likeness of any natural
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torts, claims against websites, blogs, social media services or
other websites and mobile apps for publicity violations by
users potentially may be preempted by the Good Samaritan
exemption to the Telecommunications Act of 1996 (also
known as the Communications Decency Act, or CDA),8 al-
though rights of publicity are also considered a form of intel-
lectual property,9 which may be excluded by some courts. As
discussed in section 12.04, there is presently a split of
authority over whether right of publicity claims are pre-
empted by the CDA, making where suit is filed potentially
outcome determinative.

Unlike other privacy claims, publicity suits also may be
preempted by the Copyright Act.10

A state’s interest in permitting a right of publicity “is
closely analogous to the goals of patent and copyright law,
focusing on the right of the individual to reap the reward of
his endeavors . . .” and “protecting the proprietary interest
of the individual in his act in part to encourage such
entertainment.”11 Although publicity rights are based in part
on laws protecting trademarks and brand identification and
prohibiting false endorsement, they offer substantially
broader protection intended to allow “people to profit from
the full commercial value of their identities.”12 As explained
by the Tenth Circuit:

person without the express written or oral consent to such use given by
[such person].” Fla. Stat. § 540.08. The statute has been construed,
however, to require that the unauthorized use directly promotes the prod-
uct on which it appears. Coton v. Televised Visual X-Ography, Inc., 740 F.
Supp. 2d 1299, 1310–11 (M.D. Fla. 2010) (holding that the defendant’s
placement of the plaintiff’s self-portrait prominently on the packaging of a
pornographic DVD to market the film, without plaintiff’s permission,
violated the statute), citing Tyne v. Time Warner Entertainment Co., L.P.,
901 So. 2d 802, 808 (Fla. 2005).

847 U.S.C.A. § 230(c); infra §§ 12.04, 37.05.
9
See, e.g., ETW Corp. v. Jireh Publishing, Inc., 332 F.3d 915, 928

(6th Cir. 2003) (“The right of publicity is an intellectual property right of
recent origin which has been defined as the inherent right of every human
being to control the commercial use of his or her identity.”); see generally
infra § 12.04 (discussing preemption).

10
See 17 U.S.C.A. § 301; infra § 12.05[2][B]; supra § 4.18.

11
Zacchini v. Scripps-Howard Broadcasting Co., 433 U.S. 562, 573

(1977) (footnote omitted).
12

See Cardtoons, L.C. v. Major League Baseball Players Ass’n, 95 F.3d
959, 968 (10th Cir. 1996). The Tenth Circuit identified both economic and
noneconomic goals served by the right of publicity, including, respectively,
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Suppose . . . that a company, Mitchell Fruit, wanted to use
pop singer Madonna in an advertising campaign to sell
bananas, but Madonna never ate its fruit and would not agree
to endorse its products. If Mitchell Fruit posted a billboard
featuring a picture of Madonna and the phrase, “Madonna
may have ten platinum albums, but she’s never had a Mitchell
banana,” Madonna would not have a claim for false
endorsement. She would, however, have a publicity rights
claim, because Mitchell Fruit misappropriated her name and
likeness for commercial purposes.13

Most states recognize rights of publicity in varying
degrees, either for the life of the person or a specified term
(such as the life of the personality plus 100 years in Indi-
ana,14 seventy years in California,15 or forty years in Flor-
ida),16 which is defined either by statute or case law.17 Com-
mon law rights of publicity have become more widely
recognized in the past thirty years, but typically do not
survive the owner’s death, except in states where posthu-
mous rights are provided for by statute.18

“stimulating athletic and artistic achievement, promoting the efficient al-
location of resources, and protecting consumers” and “safeguarding natu-
ral rights, securing the fruits of celebrity labors, preventing unjust enrich-
ment, and averting emotional harm.” Id. at 973. While analytically useful,
this list of factors should not be viewed as somehow modifying the pri-
mary objective of providing intellectual property-like protection identified
by the U.S. Supreme Court in Zacchini.

13
Cardtoons, L.C. v. Major League Baseball Players Ass’n, 95 F.3d

959, 967–68 (10th Cir. 1996).
14

See Ind. Code Ann. § 32-36-1-8(a). The statute provides that “a
person may not use an aspect of a personality’s right of publicity for a
commercial purpose during the personality’s lifetime or for one hundred
(100) years after the date of the personality’s death without having
obtained previous written consent.” Id. The right of publicity is defined as
“a personality’s property interest in the personality’s (1) name; (2) voice;
(3) signature; (4) photograph; (5) image; (6) likeness; (7) distinctive ap-
pearance; (8) gestures; or (9) mannerisms.” Id. § 32-36-1-7. A person who
violates this right of publicity may be liable for damages. Id. § 32-36-1-10.

15
See Cal. Civil Code § 3344.1(g).

16
See Fla. Stat. Ch. 540.08(4).

17
See Mark Tratos, “Recognition of Publicity/Privacy Right of Ap-

propriation of Likeness—A Summary By State” in Multimedia Institute
(Business Development Associates 1995).

18Mark G. Tratos, “Clearing Rights of Publicity in Pre-Existing Works
for Use in Multimedia” 22, in Sixth Multimedia and Internet Law Institute
(Business Development Associates 1996). Those states include California
(Cal. Civ. Code § 3344.1), Florida, Indiana, Kentucky, Nebraska, Nevada,
New York (N.Y. Civil Rights Law § 50-F, since May 2021), Oklahoma, Ten-
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Variations among state laws include whether there is a
recognized right of publicity in a given jurisdiction,19 whether
state law allows a remedy for all commercial uses of a
person’s likeness or merely uses in connection with advertise-
ments or solicitations,20 when a claim accrues21 and when it
becomes time barred,22 and what measure of damages may

nessee (Tenn. Code Ann. § 25-1105), Texas and Virginia. See generally
Mark Tratos, “Recognition of Publicity/Privacy Right of Appropriation of
Likeness—A Summary By State” in Multimedia Institute (Business
Development Associates 1995) at 22 n.77. Protection for deceased celebri-
ties also may be available under federal law through development of
Lanham Act trademark rights. See infra § 12.03[3].

19
See, e.g., Lightbourne v. Printroom Inc., 307 F.R.D. 593, 598 (C.D.

Cal. 2015) (suggesting that Wyoming does not recognize a right of public-
ity for state residents).

20
Compare Haw. Rev. Stat. § 482P–5 (prohibiting unauthorized use of

an individual’s likeness “on or in goods, merchandise, or services . . . or
for purposes of advertising products, merchandise, goods, or services, or
for purposes of fund-raising or solicitation of donations . . . .”) with Tenn.
Code Ann. § 4725–1105 (prohibiting use of an individual’s likeness “as an
item of commerce for purposes of advertising products, merchandise,
goods, or services, or for purposes of fund raising, solicitation of donations,
purchases of products, merchandise, goods, or services . . . .”).

21
Compare Yeager v. Bowlin, 693 F.3d 1076, 1081–82 (9th Cir. 2012)

(holding that a California right of publicity claim accrues upon first publi-
cation), cert. denied, 569 U.S. 958 (2013) with Woods v. Prestwick House,
Inc., 247 P.3d 1183, 1190–91 (Okla. 2011) (holding that a right of publicity
claim accrues when a party knows or reasonably should have known of
the misappropriation). The California Supreme Court, in rejecting the ap-
plication of the discovery rule to a right of publicity claim, explained that
the discovery rule, which tolls the running of the statute of limitations
until it was or reasonably should have been discovered, would undermine
the protections afforded by the single publication rule, which provides
that only one cause of action accrues where the same material is part of “a
single integrated publication” over time, and pursuant to which a claim
accrues the first time it is published in a book, magazine, or online, regard-
less of whether the plaintiff is aware of that first publication. See Christoff
v. Nestle USA, Inc., 47 Cal. 4th 468, 482-83, 97 Cal. Rptr. 3d 798, 808-09
(2009).

Even where the single publication rule applies, however, a claim
may accrue later than the date of first publication if the use initially was
permitted and subsequently became unauthorized. See Youngevity Int’l
Corp. v. Smith, 224 F. Supp. 3d 1022, 1027 (S.D. Cal. 2016) (holding that
the statute of limitations for use of domain names and a toll free phone
number that used plaintiffs’ likenesses did not begin to accrue until the
parties’ business relationship soured and defendants’ ongoing use became
unauthorized); supra § 12.02[8] (addressing the case, and the single publi-
cation rule, in greater detail).

22
Compare La. Rev. Stat. Ann. 51:1409 (one year statute of limita-
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be recovered.23 The scope of personal attributes protected
also varies.24 California, unlike New York,25 recognizes both
common law and statutory rights of publicity. California
Civil Code § 3344 provides express protection for a person’s
“name, voice, signature, photograph or likeness . . .” when
knowingly used, without prior consent, “in any manner, on
or in products, merchandise, or goods,26 or for purposes of
advertising27 or selling, or soliciting purchases of, products,

tions) with Fla. Stat. Ann. §§ 95.11(3)(f), 95.11(3)(p) (four year statute of
limitations).

23
See, e.g., Cal. Civ. Code § 3344(a) (allowing recovery of the greater

of actual damages or $750 in statutory damages); Ind. Code Ann. § 32-36-
1-10 (providing for recovery of the greater of $1,000 or actual damages,
including profits derived from the unauthorized use, as well as treble or
punitive damages (at the plaintiff’s election) if the violation was knowing,
willful or intentional); Ohio Rev. Code Ann. §§ 2741.07(A)(1)(a),
2741.07(A)(1)(b), 2741.07(A)(1)(c) (allowing for recovery of the greater of
actual damages or $2,500 to $10,000, plus punitive damages, if applicable);
Okla. Stat. Ann. tit. 12, § 1449 (allowing recovery only of actual damages,
plus punitive damages if applicable); Wash. Rev. Code section § 63.60.070
(authorizing $1,500 in statutory damages “or the actual damages
sustained as a result of the infringement, and any profits that are attrib-
utable to the infringement and not taken into account when calculating
actual damages.”); see generally Lightbourne v. Printroom Inc., 307 F.R.D.
593, 598-99 (C.D. Cal. 2015) (outlining some of these differences).

24For example, as noted earlier in this section, New York provides
statutory protection for use for advertising purposes, or for the purposes
of trade, “the name, portrait, or picture of any living person” or the use of
a person’s “name, portrait, picture or voice” without written consent. See
N.Y. Civil Rights Law §§ 50, 51. California provides statutory protection
for a person’s name, voice, signature, photograph or likeness, Cal. Civ.
Code § 3344, but more expansively protects other attributes under Califor-
nia common law, which broadly covers use of a person’s identity. See, e.g.,
White v. Samsung Electronics America, Inc., 971 F.2d 1395 (9th Cir. 1992),
cert. denied, 508 U.S. 951 (1993). The scope of these rights under Califor-
nia law is discussed later in this section.

25
See Howell v. New York Post Co., 81 N.Y.2d 115, 123, 596 N.Y.S.2d

350, 354 (1993) (“in this State the right to privacy is governed exclusively
by sections 50 and 51 of the Civil Rights Law; we have no common law of
privacy . . . .”).

26Whether the portrayal of a real person in a television program (or a
book, play, or film) constitutes use of that person’s name or likeness “on or
in” products, merchandise, or goods, was raised but not decided in De
Havilland v. FX Networks, LLC, 21 Cal. App. 5th 845, 857-58, 230 Cal.
Rptr. 3d 625, 635-37 (2d Dist. 2018), cert. denied, 139 S. Ct. 800 (2019)
because the court concluded that the docudrama Feud: Bette and Joan at
issue in that case was protected by the First Amendment.

27
See, e.g., Newcombe v. Adolf Coors Co., 157 F.3d 686, 691–94 (9th
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merchandise, goods or services . . . .”28 Section 3344.1
protects these same rights for deceased personalities for 70
years from the time of death.29

In cases brought under section 3344 and 3344.1 involving
the use of a photograph or likeness of the plaintiff, an issue
that frequently arises is whether the person objecting to the
use is readily identifiable. The term photograph is defined
under the statute to include “any photograph or photographic
reproduction, still or moving, or any videotape or live televi-
sion transmission . . . such that the person is readily
identifiable.”30 A person will be deemed to be readily identifi-
able “when one who views the photograph with the naked

Cir. 1998) (holding that California’s right of publicity law applied to use of
Dodgers pitcher Don Newcombe’s image in a printed beer advertisement);
White v. Samsung Electronics America, Inc., 971 F.2d 1395, 1397–99, 1401
n.3 (9th Cir. 1992) (applying California’s right of publicity law to the use
of Vanna White’s likeness as a robot in an advertisement for VCRs).

28Cal. Civil Code §§ 3344(b), 3344(a). Tennessee’s publicity statute, by
contrast, more narrowly applies only to advertisements (although the
concept of advertising may be broadly construed), but also expressly en-
compasses advertisements for charities. See Tenn. Code § 47-25-1105(a).
Tennessee’s statute has been construed to narrow the more general com-
mon law prohibition on unauthorized commercial use to just uses in
advertising. See Apple Corps Ltd. v. A.D.P.R., Inc., 843 F. Supp. 342, 347
n.2 (M.D. Tenn. 1993). California’s publicity statutes, however, are
intended to supplement, rather than alter, common law rights. See Cal.
Civil Code §§ 3344(g), 3344.1(m). New York’s civil right of publicity statute
similarly does not “abrogate or otherwise limit any rights or remedies
otherwise conferred” by state or federal law. N.Y. Civil Rights Law § 51.

29
See Cal. Civil Code § 3344.1(a)(1). Whereas section 3344(a) prohibits

knowing uses without permission of the attributes of living personalities,
section 3344.1(a)(1) simply prohibits use without prior consent.

Publicity rights of deceased personalities are deemed property
rights that are descendible and freely transferable before or after the
person’s death and by subsequent rights holders (subject to certain limita-
tions set forth in the statute, particularly with respect to personalities
who died prior to Jan. 1, 1985). See Cal. Civil Code §§ 3344.1(a)(1), 3344.
1(b), 3344.1(o). In the absence of a transfer by contract or trust or
testamentary instrument, the statute identifies specific classes of individu-
als who would be entitled to all or a portion of the deceased personality’s
publicity rights. Where no transfer was made and there are no surviving
persons as identified in the statute, the rights established by the statute
terminate. Cal. Civil Code §§ 3344.1(a)(1), 3344.1(e).

California allows successors in interest to the rights of deceased
personalities to register their rights with the Secretary of State. Cal. Civil
Code §§ 3344.1(a)(1), 3341.1(2). The registry is accessible over the Internet
to facilitate rights clearance.

30Cal. Civil Code § 3344(b) (emphasis added).
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eye can reasonably determine that the person depicted in
the photograph is the same person who is complaining of its
unauthorized use.”31 The Ninth Circuit has held that
“[b]ecause a likeness and photograph are so similar—a
photograph is a visual image that is obtained by using a
camera while a likeness is a visual image of a person other
than a photograph—. . . ,” section 3344(a)’s express require-
ment that a plaintiff be “readily identifiable” in a photograph
for liability to attach, applies by extension to claims based
on misappropriation of a person’s likeness.32

What is readily identifiable will depend on the specific
photograph or likeness. In one case, a court held that avatars
in a videogame were not readily identifiable where they
included attributes that made each avatar potentially
identifiable to sports fans but not readily identifiable when
viewed by the naked eye, as that term is defined in section
3344(b)(1).33 In another case, a court held that the plaintiff
was not readily identifiable in a photo harvested from his

31Cal. Civil Code § 3344(b)(1); see also Cal. Civil Code § 3344.1(k)
(stating similar rules for deceased personalities). Special rules may apply
in the case of living personalities where a photograph depicts a definable
group (such as a crowd at a sporting event or on a street or in a public
building, the audience at a theatrical or stage production, a glee club or a
baseball team) or if more than one person is readily identifiable. See Cal.
Civil Code §§ 3344(b), 3344(b)(2), 3344(b)(3).

32
Newcombe v. Adolf Coors Co., 157 F.3d 686, 692 (9th Cir. 1998).

33
See Davis v. Electronic Arts Inc., Case No. 10-cv-03328-RS, 2017

WL 3335758, at *2-3 (N.D. Cal. Aug. 4, 2017) (granting summary judg-
ment for the defendant on plaintiffs’ section 3344 claim based on the use
of plaintiffs’ attributes as avatars in the videogame series “Madden NFL”).
In that case, plaintiffs argued that the avatars could be associated with
specific retired NFL players because the games included information
regarding each avatar’s (1) team; (2) position; (3) physical characteristics
(i.e., height, weight, skin tone, appearance); (4) biographical characteristics
(such as age and experience) and because during game play, each avatar
allegedly impersonated or mimicked the way each associated plaintiff
played when they were active on the historical teams represented in the
games. The court explained that, “[o]f these characteristics, only ‘skin
tone’ plainly is observable in the avatars, although there may be some
indications of height and weight.” Id. at *2; see also Davis v. Electronic
Arts Inc., Case No. 10-cv-03328-RS, 2018 WL 3956212, at *2-3 (N.D. Cal.
Aug. 17, 2018) (holding that disputed material facts precluded summary
judgment on plaintiffs’ California common law right of publicity claims,
and that the 2017 ruling granting defendant’s motion for summary judg-
ment on plaintiffs’ statutory claims did not extend to plaintiffs’ common
law claim because the concept of likeness is narrower under section 3344
than at common law).
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Instagram page by an apartment complex, which reposted
the photo to its own Instagram and Facebook pages, where
the only visible facial characteristic was “a small, shadowy
sliver” of the individual’s chin, the remainder of his face and
all of his facial hair was “not discernable” and the remaining
viewable aspects of the depicted individual’s frame (his
“back, the backside of his arms and frontside of his legs and
feet”) could depict “any countless number of white males.”34

While California’s right of publicity statute authorizes a
private cause of action, it more narrowly circumscribes sec-
ondary liability for intermediaries—including potentially
internet sites and services, platforms, and mobile app
publishers—when the offending material is posted by third
parties. For example, owners and employees of any medium
used for advertising (including, but not limited to, newspa-
pers, magazines, radio and television networks and stations,
cable television systems, billboards and transit ads) by whom
any advertisement or solicitation in violation of section 3344
is published or disseminated, are exempt from third-party
claims for violations of California’s statutory privacy rights
(absent evidence of actual knowledge)35 to the extent not
preempted in suits against third parties for uses over the
Internet.36

Even broader protection for live celebrities is afforded

34
Young v. Greystar Real Estate Partners, LLC, Case No. 3:18-cv-

02149-BEN-MSB, 2019 WL 4169889, at *4 (S.D. Cal. Sept. 3, 2019)
(dismissing plaintiff ’s section 3344 claim).

35
See Cal. Civil Code §§ 3344(d), 3344.1(j), 3344(f), 3344.1(l); see also

Perfect 10, Inc. v. Cybernet Ventures, Inc., 213 F. Supp. 2d 1146, 1183 (C.D.
Cal. 2002), citing Restatement (Second) of Torts § 876 (holding that sec-
tion 3344’s reference to various advertising media underscored a legisla-
tive intent to permit secondary liability, albeit subject to a heightened
standard, which the court applied by reference to the Restatement’s defi-
nition of aiding and abetting liability). Cybernet Ventures would be decided
differently today because, under subsequent Ninth Circuit precedent,
claims for secondary liability brought against interactive computer service
providers are preempted by the CDA. See Perfect 10, Inc. v. CCBill LLC,
488 F.3d 1102 (9th Cir.), cert. denied, 522 U.S. 1062 (2007); infra §§ 12.04,
37.05, 49.07.

36Although liability potentially may be imposed where an advertiser
has actual knowledge, a cause of action against an interactive computer
service, which would generally include a website, blog, or intranet service,
among other entities, based on actual knowledge as provided for in the
statute, nonetheless may be preempted by the Good Samaritan provision
of Telecommunications Act of 1996 (also known as the Communications
Decency Act or CDA) to the extent the material originated with a third
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under California common law. Common law rights of public-
ity may be recognized where merely an identifiable replica of
a celebrity was used. For example, in White v. Samsung
Electronics America,37 television personality Vanna White
brought suit over defendants’ use of a robot, consciously
dressed to look like Ms. White, posed next to a game board
“instantly recognizable as the Wheel of Fortune game show
set, in a stance for which White is famous.”38 The district
court had granted summary judgment in favor of the
defendant, finding that using a robot intended to evoke
Vanna White’s image did not amount to an appropriation of
her likeness. The Ninth Circuit reversed, however, finding a
triable issue of fact on White’s common law publicity claim.

In addition to protecting a broader range of attributes, a
violation of California’s common law right of publicity may
be easier to prove in litigation than a statutory claim. A
plaintiff generally must show: (1) the defendant’s use of the
plaintiff’s identity; (2) the appropriation of plaintiff’s name
or likeness (or the impersonation of the plaintiff) to defen-
dant’s advantage, commercial or otherwise; (3) lack of
consent; and (4) resulting injury39 (shown by traditional lost
revenue or injury to reputation—such as when a mainstream
entertainer is featured on an Internet porn site).40

By contrast, to prevail on a claim under section 3344, in

party. See 47 U.S.C.A. § 230(c); infra §§ 12.04, 37.05, 49.07.
37

White v. Samsung Electronics America, Inc., 971 F.2d 1395 (9th Cir.
1992), cert. denied, 508 U.S. 951 (1993).

38
White v. Samsung Electronics America, Inc., 971 F.2d 1395, 1396

(9th Cir. 1992), cert. denied, 508 U.S. 951 (1993); Downing v. Abercrombie
& Fitch, 265 F.3d 994, 1001 (9th Cir. 2001) (“Under section 3344, a plaintiff
must prove all the elements of the common law cause of action. In addi-
tion, the plaintiff must allege a knowing use by the defendant as well as a
direct connection between the alleged use and the commercial purpose.”);
Kirby v. Sega of America, Inc., 144 Cal. App. 4th 47, 55, 50 Cal. Rptr. 3d
607 (2d Dist. 2006) (“A statutory cause of action for appropriation not only
encompasses the common law elements, it requires a knowing use of the
plaintiff’s name, likeness, etc.”).

39
See Kirby v. Sega of America, Inc., 144 Cal. App. 4th 47, 55, 50 Cal.

Rptr. 3d 607 (2d Dist. 2006), citing Prosser, Law of Torts § 117, at 804–07
(4th ed. 1971).

40
See Michaels v. Internet Entertainment Group, Inc., 5 F. Supp. 2d

823, 838 (C.D. Cal. 1998) (finding that a sufficient showing had been
made, for purposes of obtaining a preliminary injunction, that plaintiffs’
association with pornography had “damaged their attempts to establish
and maintain their careers in mainstream entertainment.”); see also Pas-
sante v. Moore, Case No.: SACV12-01866-JVS (ANx), 2012 WL 12878305
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addition to the common law elements, a plaintiff must prove:
(1) knowing use in any manner, on or in products, merchan-
dise, or goods, or (2) knowing use for purposes of advertising
or selling, or soliciting purchases of, products, merchandise,
goods or services.41

Consent may be express or implied.42 For a minor, the

(C.D. Cal. Nov. 20, 2012) (preliminarily enjoining, pursuant to the Lanham
Act and California right of publicity laws, the operator of a celebrity porn
website from posting, publishing, advertising, marketing, displaying or
otherwise disseminating (or providing links to) porn videos falsely
represented to show Brandi Passante, a reality television star, which in
fact showed a celebrity imposter, for the purpose of misdirecting traffic to
the defendant’s websites and generating revenue for himself, while
tarnishing her name, reputation and brand and defrauding consumers).

41
See Cal. Civil Code § 3344(a). Prior to 1984, a plaintiff suing under

section 3344 needed to establish the elements of a common law claim and
(1) knowing use for purposes of advertising or soliciting purchases; and (2)
a direct connection between the use and the commercial purpose. See
Abdul-Jabbar v. General Motors Corp., 85 F.3d 407, 414 (9th Cir. 1996);
Michaels v. Internet Entertainment Group, Inc., 5 F. Supp. 2d 823, 837
(C.D. Cal. 1998), citing Eastwood v. Superior Court, 149 Cal. App. 3d 409,
417, 198 Cal. Rptr. 342, 347 (2d Dist. 1983). This is no longer the case,
even though some later opinions continue to cite the older standard. See
KNB Enterprises v. Matthews, 78 Cal.App.4th 362, 367 n.5, 92 Cal.Rptr.2d
713, 717 n.5 (2d Dist. 2000). As explained by the appellate court in KNB

Enterprises:

As originally enacted, section 3344 applied only to an unauthorized use “for
purposes of advertising products, merchandise, goods or services, or for
purposes of solicitation of purchases of products . . . .” (Stats.1971, ch. 1595,
p. 3426, § 1.) In 1984, the statute was amended to encompass any unauthorized
use “on or in products, merchandise, or goods . . . .” (Stats.1984, ch. 1704, § 2.)
Accordingly, the statute no longer requires that the unauthorized use occur in
a product advertisement or endorsement or other such solicitation of purchase.

Id.
42

See, e.g., Newton v. Thomason, 22 F.3d 1455, 1461 (9th Cir. 1994)
(finding consent where the plaintiff expressed enthusiasm in response to
use of his name and failed to object for several months after first learning
of the use); Jones v. Corbis Corp., 815 F. Supp. 2d 1108, 1113-17 (C.D. Cal.
2011) (granting summary judgment for the defendant on the section 3344
statutory and common law right of publicity claims of actress Shirley
Jones, arising out of the display on Corbis’s website of thumbnail images
of photographs of her taken at various red carpet events, which were
displayed for the purpose of soliciting customers to sell copyright licenses
for the images, because Jones acknowledged that she knew photographers
would be taking pictures of her at the red carpet events, consistent with
industry practice, and in one instance there was even a notice advising
that by entering the facility guests consented to being photographed, and
consent is measured by a plaintiff’s “manifested action or inaction” not her
subjective intent; “not only did Plaintiff understand that her red carpet
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consent required must be that of a parent or guardian.43

Where a claim for a violation of section 3344 is established,
a plaintiff may be able to recover (1) (a) actual damages suf-
fered as a result of the unauthorized use, and any profits
from the unauthorized use that are attributable to the use
and are not taken into account in computing the actual dam-
ages, or (b) a single award of minimum statutory damages
per cause of action, which may be preferable where proof of
actual damage is difficult or impossible to establish, and

photographs would be displayed to potential customers to solicit sales and
do nothing for over 40 years, but the undisputed record shows it would be
contrary to well-established industry practices for a celebrity to consent to
the sale and distribution of her photographs but not consent to the display
of the photographs to potential customers to facilitate sales.”), aff’d, 489 F.
App’x 155, 156-57 (9th Cir. 2012) (affirming entry of summary judgment
for the publication where “Jones consented to Corbis’s placement of sample
photographs of Jones on its website for the purpose of selling copyright li-
censes to those images. Jones admitted that she intended for the
photographs at issue to be distributed to media outlets and was not
surprised that the photographers would use a third party distributor. She
also admitted that she had not placed limits on how such photographs
could be distributed. Uncontroverted testimony by a professional
photographer showed that Corbis operated within the well-known and
established customs of the industry. Jones provides no reason why Corbis
should have questioned her apparent consent to her photographs being
distributed.”).

Consent to use for one purpose may not extend to other uses. See,
e.g., Perfect 10, Inc. v. Talisman Communications, Inc., No. CV99–10450
RAP MCX, 2000 WL 364813, at *3-4 (C.D. Cal. Mar. 17, 2000) (holding
that consent by models to have their images displayed on the Perfect 10
website did not extend to a different website, in a case where the
defendant allegedly copied the images from the Perfect 10 website to
display them on its site); Simeonov v. Tiegs, 159 Misc. 2d 54, 602 N.Y.S.2d
1014 (1993) (holding that the defendant did not consent to public sale and
distribution of copies of a plaster casting of her face by sitting for the
sculpter’s creation of the original work of art; “Her posing for the initial
impression in no way constituted a consent to his later making and selling
copies of the sculpture from the impression. Furthermore, any express or
implied oral consent to using her impression thereafter to make a
sculpture and then sell copies thereof, or circumstances constituting an
estoppel, would only serve to mitigate damages in an affirmative action
under Civil Rights Law section 51.”); see also Pohle v. Cheatham, 724
N.E.2d 655, 658-61 (Ind. Ct. App. 2000) (finding wife’s consent to being
privately photographed by her husband while they were still married and
hoping to reconcile did not amount to a waiver of her claims for intentional
invasion of privacy and intentional infliction of severe emotional distress
based on the husband’s public distribution of 60 photocopies of the
photographs years later, after they had divorced).

43
See Cal. Civil Code § 3344(a).

12.03[2][A] E-COMMERCE AND INTERNET LAW

12-56

PAGE PROOFS - SUBJECT TO REVISION 
© 2022 Ian C. Ballon, www.IanBallon.net



potentially (2) punitive damages.44 Actual damages may be
based on economic loss. To establish entitlement to statutory
damages, however, California intermediate appellate and
federal courts construing California law have held that
mental harm must be shown because the statutory damage
remedy was intended to compensate non-celebrities who
could not demonstrate economic loss.45 Whether statutory

44
See Cal. Civil Code § 3344(a).

45
See, e.g., Miller v. Collectors Universe, Inc., 159 Cal. App. 4th 988,

1002, 72 Cal. Rptr. 3d 194, 204-05 (4th Dist. 2008) (holding that the
plaintiff potentially could only recover a single award of statutory dam-
ages for 14,060 allegedly unauthorized uses, and that by enacting section
3344’s provision for minimum statutory damages, “the Legislature
provided a practical remedy for a non-celebrity plaintiff whose damages
are difficult to prove and who suffers primarily mental harm from the
commercial misappropriation of his or her name.”); Perkins v. LinkedIn
Corp., 53 F. Supp. 3d 1190, 1242-46 (N.D. Cal. 2014) (dismissing plaintiffs’
claim for minimum statutory damages under section 3344 because
“[w]ithout claiming actual damages, Plaintiffs cannot state a claim under
section 3344 based on economic harm alone” and “section 3344’s minimum
statutory damages remedy, unlike a remedy for defamation, was not meant
to cover ‘injury to the character or reputation’ but rather an ‘injury to the
feelings’ . . . ;” citation omitted); Cohen v. Facebook, Inc., 798 F. Supp. 2d
1090, 1097 (N.D. Cal. 2011) (dismissing plaintiff’s right of publicity claim
because, to claim entitlement to statutory damages, a non-celebrity
plaintiff “must, at a minimum, plead that they suffered mental anguish as
a result of the alleged misappropriation, and a plausible supporting factual
basis for any such assertion.”). As explained by the intermediate appellate
court in Miller:

The statute’s legislative history reveals section 3344(a) was intended to fill “a
gap which exist[ed] in the common law tort of invasion of privacy” as applied to
non-celebrity plaintiffs whose names lacked “commercial value on the open
market.” (Assemblymember Vasconcellos, Letter to Gov. Reagan, Nov. 10, 1971
re Assem. Bill No. 826 (1971 Reg. Sess.) p. 1.) Unlike an entertainment or
sports star, non-celebrity plaintiffs often could not prove damages under the
common law; therefore, section 3344(a) as originally enacted in 1971
“established a concrete remedy for the little man with a minimum of $300 pay-
ment,” “a simple, civil remedy for the injured individual.” (Letter to Gov.
Reagan, supra, at pp. 1–2.) A legislative analysis of the bill quotes the follow-
ing passage from Fairfield, supra, 138 Cal.App.2d at pages 86–87, 291 P.2d
194: “Unlike [an] action for defamation, ‘The gist of the cause of action in a
privacy case is not injury to the character or reputation, but a direct wrong of a
personal character resulting in injury to the feelings without regard to any ef-
fect which the publication may have on the property, business, pecuniary inter-
est, or the standing of the individual in the community. . . . The right of
privacy concerns one’s own peace of mind, while the right of freedom from def-
amation concerns primarily one’s reputation. . . . The injury is mental and
subjective. It impairs the mental peace and comfort of the person and may
cause suffering much more acute than that caused by a bodily injury. . . . ’ ’’

Miller v. Collectors Universe, Inc., 159 Cal. App. 4th 988, 1002, 72 Cal.
Rptr. 3d 194, 204-05 (4th Dist. 2008).

12.03[2][A]PRIVACY OF CELEBRITIES

12-57Pub. 10/2021

PAGE PROOFS - SUBJECT TO REVISION 
© 2022 Ian C. Ballon, www.IanBallon.net



damages could be recovered based on proof of economic loss
without mental harm remains to be definitely decided by the
California Supreme Court (and as a practical matter is rarely
litigated except in putative class action suits because a
plaintiff would opt for actual damages or profits where those
exceed $750). Injunctive relief also may be obtained pursu-
ant to section 3344.46 In addition, while section 3344 provides
that attorney’s fees “shall” be awarded, those fees may be
recovered by either a prevailing plaintiff or a prevailing
defendant.47

As discussed at greater length in section 12.03[2][C], dif-
ferent states may permit recovery of actual damages, statu-
tory damages (at various different rates), disgorgement of
profits, multiple awards, punitive damages, or some combina-
tion of these potential remedies, in addition to injunctive
relief and potentially recovery of attorneys’ fees. The relief
available varies greatly from jurisdiction to jurisdiction.48

One of the challenges presented by the digital economy is
that while it is very easy for someone, located anywhere in
the world, to capture an image and use it without authoriza-

46
See, e.g., Youngevity Int’l Corp. v. Smith, 224 F. Supp. 3d 1022,

1026-28 (S.D. Cal. 2016) (entering a mandatory preliminary injunction
under Cal. Civ. Code § 3344 against former employees and distributors of
a nutritional supplement company, requiring them to cease making com-
mercial use of the likenesses of Youngevity and its founder, Joel Wallach,
and cease using a toll free number (800-Wallach (985-5225)) and take
down websites located at myyoungevity.com and wallachonline.com that
used plaintiffs’ likenesses after the parties’ business relationship had
ended); see also Youngevity Int’l Corp. v. Smith, 350 F. Supp. 3d 919,
922-23 (S.D. Cal. 2018) (declining to grant summary judgment for the
defendant based on the defendant having ceased referring to its toll free
number by the name “Wallach” after 17 years of use because “Defendants
originally developed these tools to take advantage of Dr. Wallach’s goodwill
while promoting the sale of Youngevity’s products. Plaintiffs have submit-
ted sufficient evidence to at least create a genuine issue of material fact as
to whether the 1-800 number has acquired a secondary meaning that is
synonymous and inexplicably intertwined with Dr. Wallach’s name and
likeness.”).

47
See Cal. Civil Code § 3344(a) (“The prevailing party in any action

under this section shall also be entitled to attorney’s fees and costs.”); see
also Cal. Civil Code § 3344.1(a)(1) (“The prevailing party or parties in any
action under this section shall also be entitled to attorney’s fees and
costs.”); see generally infra § 12.03[2][C] (analyzing cases construing this
provision).

48
See infra § 12.03[2][C] (damages and equitable relief under state

right of publicity laws); see generally infra §§ 55.01 to 55.06 (analyzing
choice of law principles).
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tion, it may not be as easy to obtain jurisdiction over those
involved.49 Resolving disputes therefore may require creative
solutions, including pursuing remedies offshore, looking for
U.S. assets or income streams to challenge, or addressing
unauthorized uses through search engine optimization, vig-
orous takedown efforts and public relations strategies,
among other things.

Although rights of publicity typically protect actors,
models, singers, sports figures and other celebrities, a right
of publicity claim may be asserted by anyone whose personal
attributes are exploited for commercial purposes without
authorization. Indeed, with the rise of social media, while
more content is shared more freely (and therefore potentially
less valuable in certain cases), notions of celebrity and com-
mercial value continue to evolve. For example, in Fraley v.
Facebook, Inc.,50 a court denied Facebook’s motion to dismiss
a right of publicity claim brought by individual users who al-
leged that their rights had been violated when their names
and images allegedly were used in connection with sponsored
advertisements for products or companies that they had
“Liked” on Facebook. In distinguishing another case where a
similar right of publicity claim had been dismissed,51 the
court in Fraley emphasized that plaintiffs had “made specific

49
See, e.g., Hepp v. Facebook, Inc., 476 F. Supp. 3d 81, 87-89 (E.D. Pa.

2020) (dismissing plaintiff’s right of publicity claim against a Czech entity
that allegedly used unauthorized images of the plaintiff, a local newscaster,
obtained from a security camera without her knowledge or authorization,
to advertise erectile dysfunction remedies online); see also, e.g., Love v. As-
sociated Newspapers, Ltd., 611 F.3d 601, 608–09 (9th Cir. 2010) (applying
purposeful direction analysis in finding that Mike Love, formerly of the
Beach Boys, could not assert personal jurisdiction over a British publisher,
in an action involving claims for violation of his right of publicity over
misappropriation of his likeness). But see, e.g., Sinatra v. Nationall
Enquirer, Inc., 854 F.2d 1191, 1195 (9th Cir. 1988) (in an action for misap-
propriation of plaintiff’s name, permitting “the exercise of jurisdiction over
a defendant whose only contact with the forum is the purposeful direction
of a foreign act having effect in the forum state” (internal quotation marks,
citation, and emphasis omitted)); see generally infra chapter 53 (analyzing
personal jurisdiction).

50
Fraley v. Facebook, Inc., 830 F. Supp. 2d 785 (N.D. Cal. 2011).

51
Cohen v. Facebook, Inc., 798 F. Supp. 2d 1090 (N.D. Cal. 2011)

(dismissing California common law and statutory right of publicity, Cali-
fornia unfair competition and Lanham Act claims for lack of injury, with
leave to amend, in a putative privacy class action suit based on Facebook’s
use of a person’s name and likeness to alert her Facebook friends that she
had used Facebook’s “Friend Finder” tool to locate people from her contacts
list who were not already her Facebook friends, and inviting them to do
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allegations that their personal endorsement of Facebook
advertisers’ products [we]re worth two to three times more
than traditional advertisements on Facebook, and that
Facebook presumably profit[ed] from exploitation of this
calculable commercial value.”52 The Fraley case ultimately
settled.53

In Perkins v. LinkedIn Corp.,54 Judge Lucy Koh—the same
judge who decided Fraley— declined to dismiss a right of
publicity suit brought by LinkedIn users over a reminder
email sent by LinkedIn to third parties invited to join
LinkedIn by the plaintiffs. Judge Koh denied LinkedIn’s mo-
tion to dismiss plaintiffs’ right of publicity claim based on
CDA preemption55 where LinkedIn had argued that because
plaintiffs provided the substantive content for the initial
invitation emails, and consented to those emails being sent,
LinkedIn merely was republishing that content in the re-
minder emails. Judge Koh, however, held that plaintiffs
plausibly alleged development by the interactive computer
services outside the scope of the CDA.56

When unauthorized uses are made in social media, hastags
may provide evidence in support of a claim.57

Needless to say, it may be easier for non-celebrity plaintiffs

the same, allegedly creating an implied endorsement); Cohen v. Facebook,
Inc., No. C 10–5282 RS, 2011 WL 5117164 (N.D. Cal. Oct. 27, 2011)
(dismissing with prejudice plaintiffs’ section 3344 claims in a putative
class action suit over the use of the names and likenesses of non-celebrity
private individuals without compensation or consent, for failing to allege
injury sufficient to support standing, where plaintiff could not allege that
her name and likeness had any general commercial value and she did not
allege that she suffered any distress, hurt feelings, or other emotional
harm).

52
Fraley v. Facebook, Inc., 830 F. Supp. 2d 785, 809 (N.D. Cal. 2011).

53
See Fraley v. Batman, 638 F. App’x 594 (9th Cir. 2016) (affirming

approval of a $20 million class action settlement that allocated $15 to
each claimant and approximately $2 million in cy pres), cert. denied, 137
S. Ct. 68 (2016).

54
Perkins v. LinkedIn Corp., 53 F. Supp. 3d 1222, 1246-49 (N.D. Cal.

2014).
5547 U.S.C.A. § 230(c)(1); infra §§ 12.04, 37.05, 49.07.
56

Perkins is analyzed in connection with the CDA in section
37.05[5][B].

57
See, e.g., Acosta v. O-Live Entertainment, Inc., Case No. 19-25230-

Civ-WILLIAMS/TORRES, 2020 WL 7752771 (S.D. Fla. Sept. 4, 2020)
(recommending entry of a default judgment for Lanham Act and Florida
statutory and common law right of publicity claims where plaintiffs, who
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to allege than prove any actual damage.58 While a person
need not be a celebrity to maintain a claim, where neither
commercial loss nor emotional injury can be shown, the un-
authorized commercial misappropriation of a person’s name
or likeness will not be actionable, at least under California
law.59

were professional models, alleged that defendants used their images
without authorization on Instagram to promote upcoming events at a
strip club, using hashtags such as “Strip Club,” “Strippers,” and “Dancer”
(as well as logos) that made it appear like they were doing business with
the club, noting that “[t]hese hashtags gave Defendants the unfair
advantage of making it appear like a reputable and well-known model
was a consenting partner.”), report and recommendation adopted, 2020
WL 7711601 (S.D. Fla. Dec. 29, 2020); see generally supra § 9.09[2] (analyz-
ing hashtags).

58Indeed, in denying Facebook’s motion to dismiss, the court in Fraley
cautioned that “[o]f course, at summary judgment or at trial, Plaintiffs
may not simply demand $750 in statutory damages in reliance on a bare
allegation that their commercial endorsement has provable value, but
rather must ‘‘ ‘prove actual damages like any other plaintiff whose name
has commercial value.’ ’’ Fraley v. Facebook, Inc., 830 F. Supp. 2d 785,
809–10 (N.D. Cal. 2011), quoting Miller v. Collectors Universe, Inc., 159
Cal. App. 4th 988, 1006, 72 Cal. Rptr. 3d 194 (4th Dist. 2008).

59
See Cohen v. Facebook, Inc., 798 F. Supp. 2d 1090, 1093–94, 1097

(N.D. Cal. 2011) (holding that injury must be shown to maintain claims
for either common law or statutory right of publicity violations under Cal-
ifornia law); Cohen v. Facebook, Inc., No. C 10–5282 RS, 2011 WL 5117164
(N.D. Cal. Oct. 27, 2011) (dismissing plaintiffs’ amended statutory claim
with prejudice).

To maintain suit in federal court, a plaintiff also must establish
Article III standing. See, e.g., Callahan v. Ancestry.com, Inc., Case No. 20-
cv-08437-LB, 2021 WL 783524, at *4-5 (N.D. Cal. Mar. 1, 2021) (dismiss-
ing plaintiffs’ California right of publicity claim, arising out of defendant’s
use of yearbook photos and related information in its subscription
database, for lack of Article III standing, because (1) “the information in
the Yearbook database is not private: it is public yearbook information
distributed to classmates (and ultimately to Ancestry). Ancestry’s using
the public profiles to solicit paying subscribers — standing alone — does
not establish injury.” (2) plaintiffs did not have a commercial interest in
their public profiles that precluded Ancestry’s use of the profiles for com-
mercial gain; and (3) section 3344 requires a showing of injury, not mere
use and distribution, as alleged); Rivera v. Google, Inc., 366 F. Supp. 3d
998 (N.D. Ill. 2018) (dismissing plaintiffs’ claims under the Illinois
Biometric Privacy Act based on the defendant’s alleged storage of their
photographic likenesses because its retention of unique face templates did
not cause a concrete injury sufficient to establish Article III standing); see
generally infra §§ 26.15, 27.07 (analyzing standing in putative privacy and
cybersecurity breach class action suits brought in federal court). The same
requirement for alleging injury is not required to bring suit in state court,
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Of course, not all uses are actionable even where an injury
may be established. Any unauthorized use must be a com-
mercial use (or suggest false endorsement)—merely using a
person’s image or personal attributes is not enough.60 Indeed,
simply because a living or deceased person’s name, voice,
signature, photograph or likeness is used “in a commercial
medium” where the material containing the use is “com-
mercially sponsored or contains paid advertising” does not
mean that permission is necessarily required. Whether
permission must be obtained for commercial uses under Cal-
ifornia law is a question of fact, determined by whether the
use “was so directly connected with the commercial sponsor-
ship or with the paid advertising . . .” that consent would
be required.61 Somewhat broader use is permitted for the at-
tributes of deceased personalities in connection with creative,
newsworthy or political works (and advertisements for these
works).62 Broader use also is permitted employers for
incidental and non-essential use of a photograph or the like-

although injury is required to state a claim under many theories of
recovery. For example, injury is an element of a claim for a common law
right of publicity violation under California law. See Cohen v. Facebook,
Inc., 798 F. Supp. 2d 1090, 1093–94 (N.D. Cal. 2011). While a commercial
loss need not be shown for a statutory right of publicity claim under Cali-
fornia law, some injury (such as mental anguish) must be shown. Id. at
1097, citing Miller v. Collectors Universe, Inc., 159 Cal. App. 4th 988,
1006, 72 Cal. Rptr. 3d 194 (4th Dist. 2008).

60
See, e.g., Panda Paws Rescue v. Walters, Case No. C20-5700JLR,

2021 WL 22591, at *9-10 (W.D. Wash. Jan. 4, 2021) (granting defendant’s
motion to dismiss plaintiffs’claim under the Washington Personality
Rights Act, Wash. Rev. Code Ann. §§ 63.6.10 to 63.60.60, where plaintiffs
alleged that the defendant infringed their personality rights by posting a
viral video on his website and by maintaining other videos them on his
YouTube channel, where their presence in the videos “suggested” endorse-
ment, because a mere suggestion was insufficient and plaintiffs made “no
allegation that Mr. Walters inaccurately claimed or stated that she or her
children endorsed his website or the Duncan Lou Who YouTube channel.”);
Enterprise Management Ltd., Inc. v. Construx Software Builders, Inc., No.
C19-1458DWC, 2020 WL 2795198, at *8-9 (W.D. Wash. May 29, 2020)
(dismissing plaintiff’s claim that the defendant’s use of her name in a
YouTube video “inaccurately suggest[ed]” that she endorsed the defendants’
use of her work in their video and their “underlying ideas,” for failing to
show that defendants inaccurately claimed or stated that the plaintiff
endorsed the content in the video, where Wash. Rev. Code Ann. § 63.60.070
provided a statutory exception to Washington right of publicity claims
where a “the use does not inaccurately claim or state an endorsement by
the individual or personality . . . .”).

61Cal. Civil Code §§ 3344.1(a)(1), 3344(e), 3344.1(k).
62In the case of deceased personalities, section 3344.1 exempts uses
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ness of a living employee.63

An exemption likewise is created for uses “in connection
with any news, public affairs, or sports broadcast or account,
or any political campaign . . . .”64

While even a lay person potentially may bring a claim if
their name or likeness is used commercially, a claim may
not lie where the use is artistic and therefore protected to a
higher degree by the First Amendment. In Sarver v.
Chartier,65 for example, the Ninth Circuit affirmed dismissal
(under California’s anti-SLAPP statute) of the right of public-
ity claim of an Iraq war veteran who sued the screenwriter,
director, and producer of the motion picture The Hurt Locker,
alleging that the movie appropriated his story, where the
screenplay for the movie was written by a reporter who had
interviewed Sarver extensively in Iraq and following his
return to the United States, and had published an article
about Sarver’s experiences in Playboy (which was subse-

in a play, book, magazine, newspaper, musical composition, audiovisual
work, radio or television program, single and original work of art, work of
political or newsworthy value, or an advertisement or commercial an-
nouncement for any of these works, if it is fictional or non-fictional
entertainment, or a dramatic, literary or musical work. Cal. Civil Code
§§ 3344.1(a)(1), 3344.1(a)(2). However, this exemption will not apply if the
claimant proves that the use is “so directly connected with a product,
article of merchandise, good, or service as to constitute an act of advertis-
ing, selling, or soliciting purchases of that product, article of merchandise,
good, or service by the deceased personality without prior consent” from
the rights holder. Cal. Civil Code §§ 3344.1(a)(1), 3344.1(a)(3). For
example, the unauthorized use of film clips of dancer Fred Astaire to
promote instructional videotapes was held to be a permissible use under
section 990 (the predecessor to section 3344.1) because the excerpts were
lawfully included in the videotapes as “film” (the statutory term previ-
ously used in place of “audiovisual work”) or “television program[s]” and
were used in the advertisements to promote the videotapes rather than
some other product. See Astaire v. Best Film & Video Corp., 116 F.3d 1297,
1301–03 (9th Cir.), modified, 136 F.3d 1208 (9th Cir. 1998). Astaire was
brought as a statutory right of publicity case in part because the film clips
used were in the public domain (and therefore could not be controlled by
copyright law) and focused only on the video clips because Mr. Astaire had
licensed the use of his name to the dance studio. See 136 F.3d at 1209.

63Section 3344 provides that an employer shall be entitled to a rebut-
table presumption that the failure to obtain the consent of the employee
was not a knowing violation where the use in an advertisement or other
publication was “incidental, and not essential, to the purpose of the publi-
cation in which it appears . . . .” Cal. Civil Code §§ 3344.1(a)(1), 3344(c).

64Cal. Civil Code §§ 3344(d), 3344.1(j).
65

Sarver v. Chartier, 813 F.3d 891 (9th Cir. 2016).
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quently reprinted in condensed form in Reader’s Digest). The
Ninth Circuit held that the motion picture was not speech
proposing a commercial transaction and therefore right of
publicity cases relying on the lesser protection afforded to
commercial speech were inapposite.66 Importantly, unlike
plaintiffs who had successfully brought right of publicity
cases, “Sarver did not ‘make the investment required to pro-
duce a performance of interest to the public,’ . . . or invest
time and money to build up economic value in a marketable
performance or identity.”67 The panel elaborated:

Sarver is a private person who lived his life and worked his
job. Indeed, while Sarver’s life and story may have proven to
be of public interest, Sarver has expressly disavowed the no-
tion that he sought to attract public attention to himself. Nei-
ther the journalist who initially told Sarver’s story nor the
movie that brought the story to life stole Sarver’s “entire act”
or otherwise exploited the economic value of any performance
or persona he had worked to develop. The state has no inter-
est in giving Sarver an economic incentive to live his life as he
otherwise would.68

In short, while a private person may maintain an action if
their name or likeness is used for commercial purposes, a
claim may not be maintained when the use is artistic and
therefore subject to a higher level of First Amendment
protection.69

Indeed, even a celebrity, sports star, or other person who
has cultivated a marketable identity or performance may be
unable to prevail on a right of publicity claim when artistic
use is made of their life story, if the use of their name or
likeness is not the focus of the production or a significant

66
Sarver v. Chartier, 813 F.3d 891, 905 (9th Cir. 2016).

67
Sarver v. Chartier, 813 F.3d 891, 905 (9th Cir. 2016), quoting Zacchini

v. Scripps-Howard Broadcasting Co., 433 U.S. 562, 576 (1977).
68

Sarver v. Chartier, 813 F.3d 891, 905 (9th Cir. 2016). The panel
concluded:

In sum, The Hurt Locker is speech that is fully protected by the First Amend-
ment, which safeguards the storytellers and artists who take the raw materials
of life—including the stories of real individuals, ordinary or extraordinary—
and transform them into art, be it articles, books, movies, or plays. If Califor-
nia’s right of publicity law applies in this case, it is simply a content-based
speech restriction. As such, it is presumptively unconstitutional, and cannot
stand unless Sarver can show a compelling state interest in preventing the
defendants’ speech. Because Sarver cannot do so, applying California’s right of
publicity in this case would violate the First Amendment.

Id. at 905-06.
69Creative uses are also analyzed in section 12.05[4][D].
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draw. In De Havilland v. FX Networks, LLC,70 for example,
an intermediate appellate court in California ruled that the
actress Olivia De Havilland could not maintain a right of
publicity claim against the creators and producers of a tele-
vision miniseries in which she was portrayed, because the
docudrama was protected by the First Amendment as an
expressive work, like The Hurt Locker in Sarver. The court
explained that, “[a]s with that expressive work, Feud ‘is
speech that is fully protected by the First Amendment, which
safeguards the storytellers and artists who take the raw
materials of life—including the stories of real individuals,
ordinary or extraordinary—and transform them into art, be
it articles, books, movies, or plays.’ ’’71 The court noted that
Feud: Bette and Joan was an eight-hour docudrama focused
on the rivalry between actresses Joan Crawford and Bette
Davis, in which the de Havilland character had merely a
small part. The court explained that de Havilland’s permis-
sion was not required for the docudrama:

That Feud’s creators did not purchase or otherwise procure de
Havilland’s “rights” to her name or likeness does not change
this analysis. Producers of films and television programs may
enter into agreements with individuals portrayed in those
works for a variety of reasons, including access to the person’s
recollections or “story” the producers would not otherwise
have, or a desire to avoid litigation for a reasonable fee. But
the First Amendment simply does not require such acquisition
agreements. (Polydoros, supra, 67 Cal.App.4th at p. 326, 79
Cal.Rptr.2d 207 [“[t]he industry custom of obtaining ‘clear-
ance’ establishes nothing, other than the unfortunate reality
that many filmmakers may deem it wise to pay a small sum
up front for a written consent to avoid later having to spend a
small fortune to defend unmeritorious lawsuits such as this
one”] . . . . The creators of The People v. O.J. Simpson: Amer-
ican Crime Story can portray trial judge Lance Ito without
acquiring his rights. Fruitvale Station’s writer and director
Ryan Coogler can portray Bay Area Rapid Transit officer
Johannes Mehserle without acquiring his rights. HBO can
portray Sarah Palin in Game Change without acquiring her
rights. There are myriad additional examples.72

The appellate court similarly rejected the argument that

70
De Havilland v. FX Networks, LLC, 21 Cal. App. 5th 845, 230 Cal.

Rptr. 3d 625 (2d Dist. 2018), cert. denied, 139 S. Ct. 800 (2019).
71

De Havilland v. FX Networks, LLC, 21 Cal. App. 5th 845, 860, 230
Cal. Rptr. 3d 625, 638 (2d Dist. 2018), cert. denied, 139 S. Ct. 800 (2019).

72
De Havilland v. FX Networks, LLC, 21 Cal. App. 5th 845, 861, 230

Cal. Rptr. 3d 625, 639 (2d Dist. 2018), cert. denied, 139 S. Ct. 800 (2019).
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the use of de Havilland’s name—along with photographs of
Catherine Zeta-Jones, the actress who portrayed de Havil-
land—in social media promotion for the miniseries, sup-
ported her right of publicity claim because Constitutional
protection for an expressive work extends to the truthful use
of a public figure’s name and likeness in advertising that is
“merely an adjunct” of the protected work and promotes only
the protected work.73

The court likewise rejected de Havilland’s “novel argu-
ment” that her portrayal in the docudrama by actress Cath-
erine Zeta-Jones somehow suggested de Havilland’s
endorsement.74

First Amendment protections for creative uses are also
analyzed in section 12.05[4][D].

Where a plaintiff brings suit for a right of publicity action
concerning a matter of public interest, the defendant may be
able to seek dismissal and recovery of fees under anti-SLAPP
statutes in effect in California75 and other states76 (in both
state77 and federal court78) if the plaintiff is unable to sup-
port each element of that claim with admissible evidence. An

73
De Havilland v. FX Networks, LLC, 21 Cal. App. 5th 845, 861-62,

230 Cal. Rptr. 3d 625, 639 (2d Dist. 2018) (quoting Montana v. San Jose
Mercury News, Inc., 34 Cal. App. 4th 790, 797, 40 Cal. Rptr. 2d 639 (6th
Dist. 1995)), cert. denied, 139 S. Ct. 800 (2019).

74
De Havilland v. FX Networks, LLC, 21 Cal. App. 5th 845, 861, 230

Cal. Rptr. 3d 625, 639 (2d Dist. 2018), cert. denied, 139 S. Ct. 800 (2019).
The appellate court additionally found that the docudrama was transfor-
mative, and therefore permissible on this additional ground (infra
§ 12.05[4][D]), and that various statements allegedly misattributed to her
were not tortious and did not amount to publicity that placed her in a
false light. See supra § 12.02[3][D].

75The California anti-SLAPP Statute authorizes dismissal with preju-
dice of claims that arise from “any act of [a] person in furtherance of the
person’s right of petition or free speech under the United States Constitu-
tion or the California Constitution in connection with a public issue.” Cal.
Code Civil Procedure § 425.16(b)(1); see generally infra § 37.02[3] (analyz-
ing the statute and its impact on internet sites and services).

76
See generally infra § 37.02[3] (analyzing anti-SLAPP statutes).

77
See, e.g., De Havilland v. FX Networks, LLC, 21 Cal. App. 5th 845,

856-70, 230 Cal. Rptr. 3d 625, 635-47 (2d Dist. 2018) (reversing with direc-
tion to grant defendants’ anti-SLAPP motion on plaintiff’s right of public-
ity and false light invasion of privacy and unjust enrichment claims, in a
suit brought by the actress Olivia De Havilland against the creators and
producers of a television miniseries in which she was portrayed, where
the appellate court held that FX’s portrayal of her in a docudrama without
her permission was protected by the First Amendment, fictional portray-
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anti-SLAPP motion will be denied, however, where a plaintiff
can meet that burden.79

While numerous right of publicity claims in California
have been addressed by anti-SLAPP motions, the California
Supreme Court, in 2019, tightened the standard for estab-
lishing what constitutes a matter of public interest, which
must be shown as a threshold matter by a defendant seeking
dismissal of a plaintiff’s claim (or merely a part of the claim)
under the statute.80 Accordingly, it may be more difficult
today than it was in the past, for defendants in some cases
sued for alleged right of publicity violations to obtain dis-
missal under California’s anti-SLAPP statute (although, of
course, defendants could still seek dismissal (or summary
judgment) on any other grounds that may be applicable).

als were transformative and therefore permissible, and the statements al-
legedly misattributed to her were not highly offensive to a reasonable
person), cert. denied, 139 S. Ct. 800 (2019); Cross v. Facebook, Inc., 14 Cal.
App. 5th 190, 207-13, 222 Cal. Rptr. 3d 250, 264-69 (1st Dist. 2017) (revers-
ing the lower court’s order denying Facebook’s anti-SLAPP motion, seek-
ing dismissal of plaintiff’s claims under California’s right of publicity stat-
ute, for alleged common law right of publicity violations, and for unfair
competition based on an alleged right of publicity violation, arising out of
Facebook’s display of advertising on pages critical of and threatening to
the recording artist-plaintiff, where the pages at issue were created by
third parties, not Facebook, and the advertisements in question did not
contain his image); see generally infra § 37.02[3] (analyzing anti-SLAPP
motions).

Transformative uses are separately analyzed in section 12.05[4][D].
78

See, e.g., Sarver v. Chartier, 813 F.3d 891, 905-06 (9th Cir. 2016) (af-
firming dismissal of the right of publicity claim of an Iraq war veteran
who sued the screenwriter, director, and producer of the motion picture
The Hurt Locker under California’s anti-SLAPP statute); see generally
infra § 37.02[3] (analyzing anti-SLAPP motions).

79
See, e.g., In re NCAA Student-Athlete Name & Likeness Licensing

Litigation, 724 F.3d 1268 (9th Cir. 2013) (affirming denial of an anti-
SLAPP motion because the producer of the NCAA Football series of
videogames was not entitled to a First Amendment defense to the Califor-
nia right of publicity suit brought by the former starting quarterback for
Arizona State University in 2005, Samuel Keller, over use of his physical
attributes and biographical information for an avatar used in the game),
cert. dismissed, 573 U.S. 989 (2014); Hilton v. Hallmark Cards, 599 F.3d
894 (9th Cir. 2010) (affirming denial of defendant’s anti-SLAPP motion in
a right of publicity case alleging that Hallmark appropriated plaintiff’s
persona in connection with an episode of the television program The
Simple Life); see generally infra § 37.02[3] (analyzing anti-SLAPP motions).

80
See FilmOn.com Inc. v. DoubleVerify Inc., 7 Cal. 5th 133, 149-50,

246 Cal. Rptr. 3d 591, 602 (2019); see generally infra § 37.02[3] (analyzing
FilmOn and its impact on anti-SLAPP motions).
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Because publicity rights exist under state law and may
vary in material respects, it may be difficult for potential
plaintiffs in some cases alleging conduct on behalf of a class
of similarly situated putative plaintiffs to obtain certification
of putative nation-wide class action suits.81

12.03[2][B] Impersonation Claims and Protection
for Fictional Characters

The White v. Samsung Electronics America case discussed
above underscores that a California common law publicity
claim may be based on impersonation, and not merely mis-
appropriation of a name or likeness.1 In Allen v. National

81
See, e.g., Dancel v. Groupon, Inc., Case No. 18 C 2027, 2019 WL

1013562 (N.D. Ill. Mar. 4, 2019) (denying certification of a proposed class
of Instagram users, alleging violations of the Illinois Right to Publicity
Act, arising out of Groupon’s alleged practice of using photos posted to
Instagram (other than those set to private) that were tagged with the ac-
counts of particular businesses, to make small versions of those photos
visible to Groupon users visiting the Groupon Deal and Merchant pages
for those businesses, because the issue of whether a given putative class
member was identified to a reasonable audience by the defendant’s al-
leged use of ImageURLs (such as charlotteagenda, kban7 and artisbarbie)
“is inherently a question of fact that cannot be answered with the same
evidence across the putative class.”), aff ’d, 949 F.3d 999 (7th Cir. 2019)
(affirming the lower court’s order denying certification where the question
of whether a person’s user name is part of their identity would have to be
decided on a username-by-username basis); Lightbourne v. Printroom Inc.,
307 F.R.D. 593, 598-603 (C.D. Cal. 2015) (denying certification of a puta-
tive class suit brought by a college football player against an internet
seller of photographs of student athletes and provider of custom branded
photo storefronts based on material differences among states’ right of
publicity laws and the predominance of individualized, rather than class
questions); Jones v. Corbis Corp., 815 F. Supp. 2d 1108, 1117 (C.D. Cal.
2011) (denying class certification, where the court granted summary judg-
ment for the defendant, but ruling in the alternative that certification was
improper because plaintiff’s claims were atypical of the putative class
because they depended on whether consent could be implied from
photographs taken of celebrities on the red carpet at various events, which
is “highly individualized and depends on the circumstances surrounding
each photograph, Plaintiff’s knowledge of the circumstances, Plaintiff’s
past industry experience and conduct, and other evidence of Plaintiff’s
conduct that would reasonably imply consent.”).

[Section 12.03[2][B]]
1
See White v. Samsung Electronics America, Inc., 971 F.2d 1395,

1395–96 (9th Cir. 1992), cert. denied, 508 U.S. 951 (1993). The Ninth
Circuit held that White could not maintain a claim under California Civil
Code § 3344, although it implied that a mannequin molded to White’s
exact features, as opposed to a robot, might have constituted a “likeness”
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Video, Inc.,2 screenplay writer and actor Woody Allen
likewise obtained a nationwide injunction under New York
law against defendants’ use of a look-alike to promote a
franchised video rental chain.3

In similar cases, singer Bette Midler was held to state a
claim for violation of her common law right of publicity
where defendants used a Bette Midler sound-alike to market
a product,4 and former television personality Johnny Carson
was entitled to maintain a claim under Michigan common
law against the vendor of portable toilets called “Here’s
Johnny” (Mr. Carson’s signature “Tonight Show”
introduction).5 These precedents may be especially important
in Internet-related disputes where digital technology may be
used to evoke a celebrity without actually using her own
image.

A number of suits have been brought over the use of the
attributes of athletes in videogames. To date, those cases
have turned on First Amendment issues, which are discussed
in section 12.05[4][D].

Publicity rights may extend beyond a celebrity’s name to
her stage name or the name of a musical group. Thus, in

within the meaning of that statute. The Ninth Circuit also agreed with
the district court that White’s “name or likeness” had not been misap-
propriated under a common law theory by defendant’s use of the robot.

2
Allen v. National Video, Inc., 610 F. Supp. 612 (S.D.N.Y. 1985).

3In that case, the court found significant the fact that “the look-alike
seems indistinguishable from the real person and the context for the
advertisement clearly implie[d] that he . . . [was] the real celebrity . . . .”
Allen v. National Video, Inc., 610 F. Supp. 612, 623 (S.D.N.Y. 1985).

4
Midler v. Ford Motor Co., 849 F.2d 460, 463–64 (9th Cir. 1988), cert.

denied, 503 U.S. 951 (1992); see also Tin Pan Apple, Inc. v. Miller Brewing
Co., 737 F. Supp. 826, 837–39 (S.D.N.Y. 1990) (holding that the use of
sound-alikes—as opposed to look-alikes—was actionable under common
law). The courts in both Midler and Tin Pan Apple rejected statutory
claims under, respectively, California and New York statutory law, based
on the same facts that supported common law claims in each case.

5
See Carson v. Here’s Johnny Portable Toilets, Inc., 698 F.2d 831,

835–37 (6th Cir. 1983). A similar claim was allowed under the Lanham
Act in Foxworthy v. Custom Tees, Inc., 879 F. Supp. 1200 (N.D. Ga. 1995),
which involved the slogan “You Might Be A Redneck if . . . ,” which was
widely associated with comedian Jeff Foxworthy. As if to underscore the
strength of Foxworthy’s claim, the court’s opinion contains section head-
ings written in Foxworthy’s style (such as “This court might have jurisdic-
tion if . . .” and “Plaintiff might be entitled to a preliminary injunction if
. . .”).
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Apple Corps, Ltd. v. A.D.P.R., Inc.,6 a federal court held that
the protection for an “individual’s name” under Tennessee’s
publicity statute extended to the stage name “The Beatles”
and therefore protected the publicity rights of the entire
musical group.7

Publicity rights also have been recognized in fictional
characters, where an actor’s identity has become inextricably
linked with a particular character8 or where the use ap-
propriates the physical attributes of the actor who played
the character.9 Professor McCarthy has written that the fact
that a character merely reminds people of an actor is not
enough. Publicity rights, he suggests, should be recognized
when a character has been played consistently by one actor,

6
Apple Corps Ltd. v. A.D.P.R., Inc., 843 F. Supp. 342 (M.D. Tenn.

1993).
7
Apple Corps Ltd. v. A.D.P.R., Inc., 843 F. Supp. 342, 348 (M.D. Tenn.

1993). The court also ruled that the tribute band “1964 as the Beatles”
violated plaintiff’s publicity rights by using the names “John,” “Paul,”
“George” and “Ringo” to advertise stage performances. Rejecting
defendants’ First Amendment defense, the court enjoined defendants from
using, in connection with advertising or promoting defendants’ perfor-
mances or products: (1) “the distinctive combination” of the names “John,”
“Paul,” “George,” and “Ringo”; (2) any likeness of The Beatles (or any of
their individual members); or (3) the name “The Beatles.” The injunction
was limited to advertising or promotion because of the scope of Tennes-
see’s publicity statute. See supra § 12.03[2][A]. In another tribute case, an
Elvis impersonator was enjoined from further performances under New
Jersey common law (which prohibits the unauthorized commercial ap-
propriation of a person’s name or likeness) because his show, although
found to contain “an informational and entertainment element . . .
serve[d] primarily to commercially exploit the likeness of Elvis Presley
without contributing anything of substantial value to society . . . .” Estate
of Presley v. Russen, 513 F. Supp. 1339, 1359–60 (D.N.J. 1981).

8
See McFarland v. Miller, 14 F.3d 912, 921 (3d Cir. 1994) (holding

that there was a triable issue of fact on the issue of whether under New
Jersey law the plaintiff “had become so inextricably identified with Spanky
McFarland that McFarland’s own identity would be invoked by the name
Spanky.”).

9
See Wendt v. Host Int’l, Inc., 125 F.3d 806, 810–11 (9th Cir. 1997)

(denying summary judgment in a case brought by actors George Wendt
and John Ratzenberger who had played the characters Norm and Cliff on
the television show Cheers, finding a triable issue of fact on the question
of whether robot models named “Bob” and “Hank” placed at airport bars
were sufficiently similar to the physical likenesses of plaintiffs, rather
than the copyrighted elements of the characters Norm and Cliff owned by
Paramount, to support California common law and statutory right of
publicity claims, and whether defendants in fact are commercially exploit-
ing their likenesses), cert. denied, 531 U.S. 811 (2000).
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such as fictional characters created by the Marx Brothers or
William Shatner’s consistent portrayal of Captain Kirk in
the television show, “Star Trek.”10 While potentially action-
able, character claims ultimately will be difficult to prove
where the character was not widely identified with a partic-
ular actor and the use does not invoke the actor’s identity
separate and apart from the character.11

12.03[2][C] Damages and Attorneys’ Fees

What damages are recoverable will depend on which state
law(s) apply. As noted in section 12.03[2][A], different state
statutes provide for different remedies for violations of their
state laws.

In general, actual damages in a right of publicity case may
be based on lost income such as the lost endorsement fee
that would have been paid had the person whose rights been
violated been retained (or the damage to that person’s repu-
tation from the unauthorized use). Thus, for example, a
plaintiff may recover damages where the appropriation of
their identity induces humiliation, embarrassment and
mental distress.1 Damages for injury to reputation, and
potentially even punitive damages, also typically may be

10J. Thomas McCarthy, “Commercial Property: The Right of Public-
ity,” 19 Colum.-VLA J.L. & Arts 129, 145 (1995).

11
See Landham v. Lewis Galoob Toys, Inc., 227 F.3d 619, 623–27 (6th

Cir. 2000) (affirming summary judgment for the defendants in a common
law right of publicity case decided under Kentucky law in which the
plaintiff, an actor who played a bit role in the movie Predator, had sued a
toy manufacturer and motion picture studio over a Micro Machine toy
based on the character he had played, where the court held that actors
have no inherent rights in their roles and found that the plaintiff had
failed to demonstrate that his persona had significant commercial value or
that the Micro Machine toy evoked his own persona, as distinct from that
of the fictional character). The court in Landham expressed “unwilling-
ness to give every individual who appears before a television or movie
camera, by occupation or happenstance, the right as a matter of law to
compensation for every subtle nuance that may be taken by someone as
invoking his identity without first being required to prove significant com-
mercial value and identifiability.” Landham v. Lewis Galoob Toys, Inc.,
227 F.3d 619, 626 (6th Cir. 2000).

[Section 12.03[2][C]]
1
See Waits v. Frito-Lay, Inc., 978 F.2d 1093, 1103 (9th Cir. 1992)

(singer’s voice mimicked), cert. denied, 506 U.S. 1080 (1993); Grant v.
Esquire, Inc., 367 F. Supp. 876 (S.D.N.Y. 1973) (use of a photograph of
Cary Grant superimposed on a model’s body could cause embarrassment,
especially where the actor had publicized his refusal to reap commercial

12.03[2][C]PRIVACY OF CELEBRITIES

12-71Pub. 10/2021

PAGE PROOFS - SUBJECT TO REVISION 
© 2022 Ian C. Ballon, www.IanBallon.net



recovered.2 Some states also provide for disgorgement of
profits. Injunctive relief generally is available. Some states
also allow for punitive damages, in addition to other
remedies.3

A number of state statutes make express provision for
statutory damages.4 Statutory damages potentially may be
beneficial to plaintiffs in cases where actual damages are
difficult to prove and to non-celebrity plaintiffs. Even where
liability is established, actual damages can be difficult for
some celebrities or sports figures to show in some jurisdic-
tions if they don’t license their name or likenesses.5 Of
course, some prevailing plaintiffs may be content simply to
obtain injunctive relief. Attorneys’ fees also may be recover-
able, depending which state law applies.

Under New York law, for example, equitable relief may be
obtained where a person’s name, portrait, picture or voice
has been used in New York for advertising purposes or for
purposes of trade without prior written consent. Damages

profits from the publicity value of his identity).
2
Waits v. Frito-Lay, Inc., 978 F.2d 1093, 1104 (9th Cir. 1992), cert.

denied, 506 U.S. 1080 (1993).
3
See, e.g., Cal. Civ. Code § 3344(a) (authorizing punitive damages in

addition to either actual damages and, to the extent not duplicative,
wrongful profits, or statutory damages).

4
See, e.g., Cal. Civ. Code § 3344(a) (allowing recovery of the greater

of actual damages or $750 in statutory damages); Ind. Code Ann. § 32-36-
1-10 (providing for recovery of the greater of $1,000 or actual damages,
including profits derived from the unauthorized use, as well as treble or
punitive damages (at the plaintiff’s election) if the violation was knowing,
willful or intentional); Ohio Rev. Code Ann. §§ 2741.07(A)(1)(a),
2741.07(A)(1)(b), 2741.07(A)(1)(c) (allowing for recovery of the greater of
actual damages or $2,500 to $10,000, plus punitive damages, if applicable);
Wash. Rev. Code section § 63.60.070 (authorizing injunctive relief for the
unauthorized use of the rights in a living or deceased individual’s or
personality’s name, voice, signature, photograph, or likeness and provid-
ing for $1,500 in statutory damages “or the actual damages sustained as a
result of the infringement, and any profits that are attributable to the in-
fringement and not taken into account when calculating actual damages.”).
But see, e.g., Okla. Stat. Ann. tit. 12, § 1449 (allowing recovery only of
actual damages, plus punitive damages if applicable).

5
See, e.g., Lemon v. Harlem Globetrotters Int’l, Inc., 437 F. Supp. 2d

1089, 1103–04 (D. Ariz. 2006) (granting summary judgment against indi-
vidual former members of the Harlem Globetrotters in their suit for dam-
ages based on Arizona’s common law right of publicity where plaintiffs
presented evidence of collective damages, rather than damage to each in-
dividual plaintiff).
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“for any injuries sustained by reason of such use” may also
be recovered and, if the defendant’s violation was under-
taken knowingly, in a manner prohibited by section 50
(which makes it a misdemeanor to use the name, portrait or
picture of a living person without prior written consent), ex-
emplary damages may be awarded by a jury.

California’s right of publicity statutes are modeled on the
damage provisions of the Copyright Act (but also allow for
the recovery of punitive damages). A plaintiff may obtain the
greater of actual damages suffered as a result of the unau-
thorized use and, to the extent not duplicative, the defen-
dant’s profits attributable to the unauthorized use, or a min-
imum statutory recovery of $750, in addition to attorneys’
fees and costs (and potentially punitive damages). As under
the Copyright Act, in establishing profits a plaintiff is
required merely to present evidence of gross revenue, which
then shifts the burden of proof to the defendant to prove de-
ductible expenses.6 Unlike the Copyright Act, however, the
plaintiff bears the initial burden of proving that its calcula-
tion of gross revenue is based on revenue attributable to the
defendant’s infringement.7 Also unlike the Copyright Act,
some courts have held that statutory damages for a claim
under section 3344 must be based on mental harm, not eco-
nomic loss.8 Under California law, a prevailing defendant, in
addition to a prevailing plaintiff, is entitled to recover at-

6
See Cal. Civil Code §§ 3344(a), 3344.1(a).

7
See 17 U.S.C.A. § 504(b). Under the Copyright Act, the defendant

bears the burden of proving apportionment between infringing and
noninfringing sources. See generally supra § 4.14[3].

8
See, e.g., Miller v. Collectors Universe, Inc., 159 Cal. App. 4th 988,

1002, 72 Cal. Rptr. 3d 194, 204-05 (4th Dist. 2008) (holding that the
plaintiff potentially could only recover a single award of statutory dam-
ages for 14,060 allegedly unauthorized uses, and that by enacting section
3344’s provision for minimum statutory damages, “the Legislature
provided a practical remedy for a non-celebrity plaintiff whose damages
are difficult to prove and who suffers primarily mental harm from the
commercial misappropriation of his or her name.”); Perkins v. LinkedIn
Corp., 53 F. Supp. 3d 1190, 1242-46 (N.D. Cal. 2014) (dismissing plaintiffs’
claim for minimum statutory damages under section 3344 because
“[w]ithout claiming actual damages, Plaintiffs cannot state a claim under
section 3344 based on economic harm alone” and “section 3344’s minimum
statutory damages remedy, unlike a remedy for defamation, was not meant
to cover ‘injury to the character or reputation’ but rather an ‘injury to the
feelings’ . . . ;” citation omitted); Cohen v. Facebook, Inc., 798 F. Supp. 2d
1090, 1097 (N.D. Cal. 2011) (dismissing plaintiff’s right of publicity claim
because, to claim entitlement to statutory damages, a non-celebrity
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torneys’ fees, which in theory should serve as a deterrent to
frivolous claims.9 A fee award to the prevailing party under
section 3344 is mandatory.10 By contrast, some states autho-

plaintiff “must, at a minimum, plead that they suffered mental anguish as
a result of the alleged misappropriation, and a plausible supporting factual
basis for any such assertion.”); see generally supra § 12.03[2][A] (address-
ing section 3344 in greater detail, including the legislative history
underpinning the Miller decision).

9
See Cal. Civil Code § 3344(a) (“The prevailing party in any action

under this section shall also be entitled to attorney’s fees and costs.”); see
also Cal. Civil Code § 3344.1(a)(1) (“The prevailing party or parties in any
action under this section shall also be entitled to attorney’s fees and
costs.”).

10
See Kirby v. Sega of America, Inc., 144 Cal. App. 4th 47, 50 Cal.

Rptr. 607, 618 (2d Dist. 2006) (“The mandatory fee provision of section
3344, subdivision (a) leaves no room for ambiguity.”). “While California’s
corollary common law cause of action does not permit recovery of attorneys’
fees, where a plaintiff makes claims under both section 3344 and the com-
mon law, courts will not parse a prevailing party’s fees between the com-
mon law and statutory claims where the common law claims ‘are clearly
inextricably intertwined with claims that do provide an independent basis
for fees.’ ’’ Perfect 10, Inc. v. Giganews, Inc., No. CV 11-07098-AB SHX,
2015 WL 1746484, at *4 (C.D. Cal. Mar. 24, 2015), aff’d on other grounds,
847 F.3d 657, 674-76 (9th Cir. 2017). As explained by another court in
reversing and remanding a fee award for the defendant, a fee award under
section 3344 will be made for prosecution or defense of that claim and any
other claims that are “so inextricably intertwined that it would be imprac-
tical or impossible to separate the attorney’s time into compensable and
noncompensable units.” Graciano v. Robinson Ford Sales, Inc., 144 Cal.
App. 4th 140, 159, 50 Cal. Rptr. 3d 273 (4th Dist. 2006) (remanding
because the “court should have considered whether it could segregate the
work. . . counsel performed on causes of action for which she was entitled
to fees from those for which she was not”).

Where a party does not prevail on other claims or prevails on claims
for which no fee award is permissible, courts will attempt to fairly appor-
tion the fees incurred for each claim and tailor the award accordingly. See
Akins v. Enterprise Rent–A–Car Co., 79 Cal. App. 4th 1127, 1133, 94 Cal.
Rptr. 2d 448 (1st Dist. 2000) (“the joinder of causes of action should not
dilute the right to attorney fees. Such fees need not be apportioned when
incurred for representation of an issue common to both a cause of action
for which fees are permitted and one for which they are not. All expenses
incurred on the common issues qualify for an award.”); Yeager v. AT&T
Mobility, LLC, No. CIV S 07-2517 KJM, 2012 WL 6629434, at *5 (E.D.
Cal. Dec. 19, 2012) (“the [section 3344] fee award should not be reduced
simply because the plaintiff failed to prevail on every [claim] raised in the
lawsuit”); see also Love v. Sanctuary Records Group, 386 F. App’x 686, 689
(9th Cir. 2010) (affirming an award of fees under section 3344 and approv-
ing of lower court’s “perfectly acceptable ‘but-for’ calculation style”).
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rize, but don’t require, a fee award to the prevailing party.11

States that rely on common law remedies, and have not
enacted right of publicity statutes, typically do not authorize
attorneys’ fee awards to the prevailing party.

As addressed more extensively in section 12.03[2][A],
injunctive relief also may be obtained pursuant to section
334412 or at common law.13

As analyzed at greater length in section 12.03[2][A], Cali-
fornia also allows concurrent claims for common law right of
publicity violations.

Indiana takes a similar approach to California’s statutory
right of publicity law, allowing a plaintiff to elect between
recovery of the greater of $1,000 or actual damages, includ-

11
See, e.g., Wash. Rev. Code section § 63.60.070(5).

12
See, e.g., Youngevity Int’l Corp. v. Smith, 224 F. Supp. 3d 1022,

1026-28 (S.D. Cal. 2016) (entering a mandatory preliminary injunction
under Cal. Civ. Code § 3344 against former employees and distributors of
a nutritional supplement company, requiring them to cease making com-
mercial use of the likenesses of Youngevity and its founder, Joel Wallach,
and cease using a toll free number (800-Wallach (985-5225)) and take
down websites located at myyoungevity.com and wallachonline.com that
used plaintiffs’ likenesses after the parties’ business relationship had
ended); see also Youngevity Int’l Corp. v. Smith, 350 F. Supp. 3d 919,
922-23 (S.D. Cal. 2018) (declining to grant summary judgment for the
defendant based on the defendant having ceased referring to its toll free
number by the name “Wallach” after 17 years of use because “Defendants
originally developed these tools to take advantage of Dr. Wallach’s goodwill
while promoting the sale of Youngevity’s products. Plaintiffs have submit-
ted sufficient evidence to at least create a genuine issue of material fact as
to whether the 1-800 number has acquired a secondary meaning that is
synonymous and inexplicably intertwined with Dr. Wallach’s name and
likeness.”).

13
See, e.g., Michaels v. Internet Entertainment Group, Inc., 5 F. Supp.

2d 823, 838 (C.D. Cal. 1998) (finding that a sufficient showing had been
made under both section 3344 and California common law to obtain a pre-
liminary injunction, where plaintiffs’ association with pornography had
“damaged their attempts to establish and maintain their careers in
mainstream entertainment.”); see also Passante v. Moore, Case No.:
SACV12-01866-JVS (ANx), 2012 WL 12878305, at *2-3 (C.D. Cal. Nov. 20,
2012) (preliminarily enjoining, pursuant to the Lanham Act and Califor-
nia right of publicity laws, the operator of a celebrity porn website from
posting, publishing, advertising, marketing, displaying or otherwise dis-
seminating (or providing links to) porn videos falsely represented to show
Brandi Passante, a reality television star, which in fact showed a celebrity
imposter, for the purpose of misdirecting traffic to the defendant’s websites
and generating revenue for himself, while tarnishing her name, reputa-
tion and brand and defrauding consumers).
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ing profits derived from the unauthorized use, as well as
treble or punitive damages (at the plaintiff’s election) if the
violation is knowing, willful or intentional.14 Attorneys’ fees
and costs,15 injunctive relief,16 and trademark-like remedies
for impoundment and destruction also are authorized.17

Ohio sets a range for statutory damages, providing for
recovery of the greater of actual damages or $2,500 to
$10,000, plus punitive damages, if applicable.18

The relief ultimately available will depend on which state
law applies, according to the choice of law principles of the
forum state, when what constitutes the applicable rule of de-
cision is disputed.19

12.03[3] Publicity Rights Under Federal Law

Although publicity rights primarily are recognized under
state common law and statutes, the federal Lanham Act1

“permits celebrities to vindicate property rights in their
identities against allegedly misleading commercial uses by
others”2—at least for well-known celebrities (or their
estates). For example, media executive Barry Diller obtained
a preliminary injunction under the Lanham Act based on a
false endorsement claim where the defendant had named its
competing Internet television streaming service Barry
Driller (with an r), as an ostensible parody of the owner of

14
See Ind. Code Ann. § 32-36-1-10. As under the Copyright Act, a

plaintiff is required to prove gross revenue attributable to unauthorized
use, while the defendant bears the burden of proving properly deductible
expenses. Id. §§ 32-36-1-10, 32-36-1-11.

15Ind. Code Ann. §§ 32-36-1-10, 32-36-1-12.
16Ind. Code Ann. §§ 32-36-1-10, 32-36-1-13.
17Ind. Code Ann. §§ 32-36-1-10, 32-36-1-14, 32-36-1-15. Destruction

also is a permitted remedy under Washington law. See Wash. Rev. Code
section § 63.60.070(4).

18Ohio Rev. Code Ann. §§ 2741.07(A)(1)(a), 2741.07(A)(1)(b),
2741.07(A)(1)(c).

19
See supra § 12.03[2][A] (state right of publicity laws); see generally

infra §§ 55.01 to 55.06 (analyzing choice of law principles).

[Section 12.03[3]]
1
See supra chapter 6.

2
Parks v. LaFace Records, 329 F.3d 437, 445 (6th Cir.), cert. denied,

540 U.S. 1074 (2003).
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Aereo.3 Likewise, a reality television star obtained injunctive
relief against the operator of a celebrity porn site who had
Tweeted imagines and posted online and promoted a video of
a celebrity imposter purporting to be plaintiff Brandi Pas-
sante, which was held to tarnish her mark.4 Author,
podcaster and public speaker Timothy Ferriss and his
company, Krisa Performance, LLC, which owned the trade-
marks associated with his books, similarly obtained a per-
manent injunction barring defendants from using Ferriss’s
name, likeness, quotes, or any other indicia of sponsorship,
and from using the Krisa trademarks, under the Lanham
Act and California state trademark law,5 and awarding at-
torneys’ fees, where the defendants were alleged to have
made unauthorized use of Ferriss’s name, photograph,
persona, and likeness (and Krisa’s trademarks) in connec-
tion with a “get rich quick” scheme offered on the internet
and by U.S. mail.6

In White v. Samsung Electronics America,7 the Ninth
Circuit held that Vanna White, a model famous at the time
for displaying letters on the television gameshow Wheel of
Fortune, stated a claim for false description or designation
pursuant to 15 U.S.C.A. § 1125(a) based on the defendant’s
intentional use of a robot made to look like her in a com-
mercial advertisement. The Ninth Circuit explained that
“[i]n cases involving confusion over endorsement by a celeb-
rity plaintiff, ‘mark’ means the celebrity’s persona . . . [and
t]he ‘strength’ of the mark refers to the level of recognition

3
See Diller v. Barry Driller, Inc., No. CV 12-7200 ABC (Ex), 104

U.S.P.Q.2d 1676 (C.D. Cal. Sept. 10, 2012).
4
See Passante v. Moore, Case No.: SACV12-01866-JVS (ANx), 2012

WL 12878305 (C.D. Cal. Nov. 20, 2012) (preliminarily enjoining, pursuant
to the Lanham Act and California right of publicity laws, the operator of a
celebrity porn website from posting, publishing, advertising, marketing,
displaying or otherwise disseminating (or providing links to) porn videos
falsely represented to show Brandi Passante, a reality television star,
which in fact showed a celebrity imposter, for the purpose of misdirecting
traffic to the defendant’s websites and generating revenue for himself,
while tarnishing her name, reputation and brand). In that case, additional
harm was shown because the video, when downloaded from the fleshbot-
.com website, included a Trojan horse virus.

5
See Cal. Bus. & Prof. Code § 17203.

6
See Ferriss v. Alliance Publishing, Inc., Case No. 15-cv-05675, 2016

WL 7116110 (N.D. Cal. Dec. 6, 2016).
7
White v. Samsung Electronics America, Inc., 971 F.2d 1395 (9th Cir.

1992), cert. denied, 508 U.S. 951 (1993).

12.03[3]PRIVACY OF CELEBRITIES

12-77Pub. 10/2021

PAGE PROOFS - SUBJECT TO REVISION 
© 2022 Ian C. Ballon, www.IanBallon.net



the celebrity enjoys among members of society.”8

The Lanham Act also may be used to prevent unautho-
rized use of slogans or other attributes generally associated
with a particular performer.9

Where a person has cultivated trademark rights in their
name or associated attributes, the full range of Lanham Act
remedies outlined in chapter 6 may be available. Moreover,
pursuant to the Trademark Modernization Act of 2020, a
Lanham Act plaintiff is entitled to a rebuttable statutory
presumption that a mark owner has suffered irreparable
harm if it establishes a Lanham Act violation (in the case of
a motion for a permanent injunction) or upon a finding of
likelihood of success on the merits (in the case of a motion
for a preliminary injunction or temporary restraining
order).10 A similar presumption is not available when injunc-
tive relief is sought for state statutory or common law right
of publicity violations.

Where a person’s name is not separately protected as a
trademark, however, no cause of action will lie.11

Where available, Lanham Act remedies may be more

8
White v. Samsung Electronics America, Inc., 971 F.2d 1395, 1399

(9th Cir. 1992) (citations omitted), cert. denied, 508 U.S. 951 (1993); see
also Wendt v. Host Int’l, Inc., 125 F.3d 806, 812–14 (9th Cir. 1997) (finding
a triable issue of fact precluding summary judgment on plaintiffs’ unfair
competition claim under the Lanham Act in a case brought by actors
George Wendt and John Ratzenberger who had played the characters
“Norm” and “Cliff” on the television show “Cheers” over the use by
defendants of robot models of two male characters placed at airport bars
modeled on the set of the television show), cert. denied, 531 U.S. 811
(2000). Not every use of a character, however, will support a Lanham Act
claim. See, e.g., Landham v. Lewis Galoob Toys, Inc., 227 F.3d 619, 626–27
(6th Cir. 2000) (affirming summary judgment for the defendants on
plaintiff’s false designation claim based on a toy modeled on a character
which he had played in a movie, where the court found that the plaintiff
had failed to demonstrate name recognition among children, that the toy
evoked his own persona, as distinct from that of the fictional character, or
likelihood of confusion on part of toy purchasers).

9
See, e.g., Foxworthy v. Custom Tees, Inc., 879 F. Supp. 1200 (N.D.

Ga. 1995) (protecting the slogan “You Might Be A Redneck if . . . ,” which
was widely associated with plaintiff’s comedy routine).

10
See 15 U.S.C.A. § 1116; see generally supra § 6.16[1] (analyzing

injunctive relief under the Lanham Act).
11

See, e.g., Stayart v. Yahoo! Inc., 623 F.3d 436 (7th Cir. 2010) (affirm-
ing dismissal of plaintiff’s Lanham Act claim over the appearance of her
name in search results where the court held the plaintiff had no trademark
rights in her name).

12.03[3] E-COMMERCE AND INTERNET LAW

12-78

PAGE PROOFS - SUBJECT TO REVISION 
© 2022 Ian C. Ballon, www.IanBallon.net



limited where a third party makes artistic, creative or
expressive use of the celebrity mark, under the Rogers v
Grimaldi test first articulated by the Second Circuit in a
case involving the title of a motion picture but increasingly
applied more broadly to an array of expressive uses12 that
otherwise could be deemed actionable under the Lanham
Act. In that case, actress Ginger Rogers was unsuccessful in
her Lanham Act suit against the distributors of Fellini’s
movie “Ginger and Fred,” which was a film about two
performers whose careers were based on imitating Ginger
Rogers and Fred Astaire.13 In so ruling, the Second Circuit

12
See, e.g., E.S.S. Entertainment 2000, Inc. v. Rock Star Videos, Inc.,

547 F.3d 1095 (9th Cir. 2008) (expanding the Ninth Circuit’s application of
the Rogers v. Grimaldi test from the use of a trademark in a title to the
body of an expressive work, holding that a videogame creator’s use of
plaintiff’s mark in a videogame about Los Angeles was protected by the
First Amendment); see also, e.g., Dr. Seuss Enterprises, L.P. v. ComicMix
LLC, 983 F.3d 443, 461-63 (9th Cir. 2020) (holding that Dr. Seuss
Enterprises did not have a cognizable trademark infringement claim
against ComicMix for the latter’s use of Oh The Places You’ll Go! and re-
lated trademarks in Oh, the Places You’ll Boldly Go!, a comic book mashup
of the Dr. Seuss book with the television series Star Trek, authored by a
former writer for that television series, based on Rogers v. Grimaldi, even
as the appellate panel held that the work infringed Dr. Seuss’s copyrights
and was not a fair use under copyright law), cert. denied, — S. Ct. —,
2021 WL 2519166 (2021).

13
See Rogers v. Grimaldi, 875 F.2d 994 (2d Cir. 1989); see also, e.g.,

Dickinson v. Ryan Seacrest Enterprises Inc., 839 F. App’x 110 (9th Cir.
2020) (affirming dismissal of model and television personality Janice
Dickinson’s suit based on her portrayal in Shahs of Sunset, a reality tele-
vision show, because the program was an expressive work entitled to First
Amendment protection and the alleged misrepresentations did not
explicitly mislead consumers about the source or content of episode);
Twentieth Century Fox Television v. Empire Distribution, Inc., 875 F.3d
1192, 1197-99 (9th Cir. 2017) (applying Rogers v. Grimaldi to hold that the
producer of Fox’s televisions series Empire, which portrayed a fictional hip
hop music label named ‘Empire Enterprises,’ which was based in New
York, established minimal creativity in a suit brought by a preexisting
music label (Empire Distribution), “that record[ed] and release[d] albums
in the urban music genre, which includes hip hop, rap, and R&B”), cert.
denied, 139 S. Ct. 61 (2018); Brown v. Electronic Arts, Inc., 724 F.3d 1235,
1241 (9th Cir. 2013) (applying Rogers v. Grimaldi in holding that the use
of football player Jim Brown’s likeness was artistically relevant to the
defendant’s Madden NFL videogame, and therefore was permissible under
the First Amendment, noting that the First Amendment protects expres-
sive works “[e]ven if [they are] not the expressive equal of Anna Karenina
or Citizen Kane.”); PAM Media, Inc. v. American Research Corp., 889 F.
Supp. 1403 (D. Colo. 1995) (denying radio talk show host Rush Limbaugh’s
motion for summary judgment on his Lanham Act claim (and dismissing a
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rejected Rogers’ argument that First Amendment concerns
are implicated only where the author has no alternative
means of expression.14

The Rogers v. Grimaldi test balances First Amendment
rights against Lanham Act claims.15 Rogers v. Grimaldi
“requires courts to construe the Lanham Act ‘to apply to
artistic works only where the public interest in avoiding
consumer confusion outweighs the public interest in free
expression.’ ’’16 Under Rogers v. Grimaldi, a title or other
artistic use will be protected unless it has “no artistic
relevance” to the underlying work or, if there is relevance,
the title “explicitly misleads” with respect to “the source or
the content of the work.”17 Where a use is artistic or creative,
and the Rogers v. Grimaldi test applies, then “[a]n artistic
work’s use of a trademark that otherwise would violate the
Lanham Act is not actionable [1] ‘unless the [use of the mark]
has no artistic relevance to the underlying work whatsoever,
or, [2] if it has some artistic relevance, unless [it] explicitly
misleads as to the source or the content of the work.’ ’’18 In
other words, if the use has any artistic merit and if the use
is not explicitly misleading, it will be protected by the First

companion Colorado common law publicity claim) which he had brought
against the operators of the “After the Rush” radio show, which followed
his show and was intended to present alternative political views).

14
See Rogers v. Grimaldi, 875 F.2d 994, 999 (2d Cir. 1989).

15
In re NCAA Student-Athlete Name & Likeness Licensing Litigation,

724 F.3d 1268, 1280 (9th Cir. 2013), cert. dismissed, 573 U.S. 989 (2014).
The test also applies to equivalent state laws. See generally supra § 6.14[7].

16
E.S.S. Entertainment 2000, Inc. v. Rock Star Videos, Inc., 547 F.3d

1095, 1099 (9th Cir. 2008), quoting Mattel, Inc. v. Walking Mountain
Productions, 353 F.3d 792, 807 (9th Cir. 2003) (emphasis in the original)
(quoting Rogers v. Grimaldi, 875 F.2d 994, 999 (2d Cir. 1989)).

17
Rogers v. Grimaldi, 875 F.2d 994, 999 (2d Cir. 1989); see also, e.g.,

Parks v. LaFace Records, 329 F.3d 437, 448 (6th Cir.) (citing Rogers v.
Grimaldi and Fifth and Ninth Circuit cases), cert. denied, 540 U.S. 1074
(2003); Brown v. Electronic Arts, Inc., 724 F.3d 1235 (9th Cir. 2013) (apply-
ing the Rogers v. Grimaldi test). As the Ninth Circuit wryly observed, the
First Amendment protects expressive works “[e]ven if [they are] not the
expressive equal of Anna Karenina or Citizen Kane.” Brown, 724 F.3d at
1241.

18
E.S.S. Entertainment 2000, Inc. v. Rock Star Videos, Inc., 547 F.3d

1095, 1099 (9th Cir. 2008), quoting Mattel, Inc. v. MCA Records, Inc., 296
F.3d 894, 902 (9th Cir.2002) (quoting Rogers v. Grimaldi, 875 F.2d 994,
999 (2d Cir. 1989)).
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Amendment. “Neither of these prongs is easy to meet.”19

To satisfy the first prong—artistic or expressive rel-
evance—“the level of relevance merely must be above zero.”20

With respect to the second prong—whether a use is explic-
itly misleading – the test sets “a high bar that requires the
use to be ‘an “explicit indication,” “overt claim,” or “explicit
misstatement”’about the source of the work.”21 Merely show-
ing use of the trademark generally is not enough.22 “[B]ecause
use of a trademark alone is not necessarily determinative,
two more relevant considerations weigh in evaluating
whether the mark is explicitly misleading: (1) the degree to
which the junior user uses the mark in the same way as the
senior user; and (2) the extent to which the junior user has

19
Dr. Seuss Enterprises, L.P. v. ComicMix LLC, 983 F.3d 443, 462 (9th

Cir. 2020), cert. denied, — S. Ct. —, 2021 WL 2519166 (2021) (quoting VIP
Productions LLC v. Jack Daniel’s Properties, Inc., 953 F.3d 1170, 1174 (9th
Cir. 2020), cert. denied, 141 S. Ct. 1054 (2021)).

20
E.S.S. Entertainment 2000, Inc. v. Rock Star Videos, Inc., 547 F.3d

1095, 1100 (9th Cir. 2008). “[E]ven the slightest artistic relevance will suf-
fice; courts and juries should not have to engage in extensive artistic anal-
ysis.” Caiz v. Roberts, 382 F. Supp. 3d 942, 949-52 (C.D. Cal. 2019)
(internal quotations and citation omitted; granting summary judgment for
rapper Rick Ross on plaintiff’s trademark infringement, trademark dilu-
tion and unfair competition claims arising out of Ross’s use of “Master-
mind” as an album and tour name, where six of the nineteen songs on the
album made direct use of “mastermind” in the lyrics, and one song, “Thug
Cry,” directly referenced the overall album itself by its title, and the use
was not explicitly misleading because even though both the plaintiff and
defendant used the same mark in connection with music, Ross added his
own expressive content to the work beyond the mark itself, and “even the
slightest artistic relevance will suffice; courts and juries should not have
to engage in extensive artistic analysis.”), appeal dismissed, No. 19-55611,
2019 WL 6331647 (9th Cir. Aug. 30, 2019).

21
Dr. Seuss Enterprises, L.P. v. ComicMix LLC, 983 F.3d 443, 462 (9th

Cir. 2020), cert. denied, — S. Ct. —, 2021 WL 2519166 (2021) (quoting
Brown v. Electronic Arts, Inc., 724 F.3d 1235, 1245 (9th Cir. 2013)).

22
See Dr. Seuss Enterprises, L.P. v. ComicMix LLC, 983 F.3d 443, 462

(9th Cir. 2020) (“although titling a book ‘Nimmer on Copyright,’ ‘Jane
Fonda’s Workout Book,’ or ‘an authorized biography’ can explicitly mis-
state who authored or endorsed the book, a title that ‘include[s] a well-
known name’ is not explicitly misleading if it only ‘implicitly suggest[s]
endorsement or sponsorship.’ ’’) (quoting Rogers v. Grimaldi, 875 F.2d 994,
999-1000 (2d Cir. 1989)), cert. denied, — S. Ct. —, 2021 WL 2519166
(2021); Punchbowl, Inc. v. AJ Press LLC, — F. Supp. 3d —, 2021 WL
3356848, at *3 (C.D. Cal. 2021) (“A plaintiff does not necessarily satisfy
this prong merely by showing that the defendant expressly uses the
trademark.”).
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added his or her own expressive content to the work beyond
the mark itself.”23

Courts have applied the Rogers v. Grimaldi test in numer-
ous cases involving celebrity names and images and other
marks in videogames,24 musical performances,25 and motion
pictures and television programs,26 including reality televi-

23
Punchbowl, Inc. v. AJ Press LLC, — F. Supp. 3d —, 2021 WL

3356848, at *3 (C.D. Cal. 2021) (quoting Dr. Seuss Enterprises, L.P. v.
ComicMix LLC, 983 F.3d 443, 462 (9th Cir. 2020), cert. denied, — S. Ct.

—, 2021 WL 2519166 (2021) (cleaned up)).
24

See, e.g., E.S.S. Entertainment 2000, Inc. v. Rock Star Videos, Inc.,
547 F.3d 1095 (9th Cir. 2008) (holding that a videogame creator’s use of
plaintiff’s mark in a game about Los Angeles was protected by the First
Amendment); VIRAG, S.R.L. v. Sony Computer Entertainment America
LLC, Case No. 3:15-cv-01729-LB, 2015 WL 5000102, at *10-13 (N.D. Cal.
Aug. 21, 2015) (dismissing plaintiffs’ claims with prejudice, holding that
Sony’s use of the VIRAG mark in the videogames Gran Turismo 5 and
Gran Turismo 6 was permissible under Rogers v. Grimaldi), aff’d, 699 F.
App’x 667, 668 (9th Cir. 2017) (“Applying the Rogers test, we conclude
that the First Amendment bars VIRAG’s Lanham Act claims. . . . Sony’s
use of the VIRAG trademark furthers its goal of realism, a legitimate
artistic goal, . . . and therefore satisfies the requirement that Sony’s use
of the trademark have “above zero” artistic relevance to the Gran Turismo
games. . . . Moreover, Sony’s use of the VIRAG trademark meets the
second requirement of Rogers, because VIRAG does not allege any “ex-
plicit indication, overt claim, or explicit misstatement” that would cause
consumer confusion.”) (citations omitted). Other videogame cases are
discussed later in this subsection.

25
See, e.g., Mattel, Inc. v. MCA Records, Inc., 296 F.3d 894 (9th Cir.

2002) (upholding defendant’s use of BARBIE in the parody song “Barbie
Girl”), cert. denied, 537 U.S. 1171 (2003).

26
See, e.g., Mossack Fonseca & Co., S.A. v. Netflix Inc., Case No.: CV

19-9330-CBM-AS(x), 2020 WL 8509658, at *2-3 (C.D. Cal. Dec. 23, 2020)
(granting Netflix’s motion for judgment on the pleadings on plaintiff’s
false advertising claim based on Rogers v. Grimaldi, in a suit brought over
its use of plaintiff law firm’s logo in a fictionalized account of the leak of
the “Panama Papers” in 2015, when hackers obtained and released client
files of the plaintiff law firm, revealing offshore investments and other af-
fairs of prominent individuals from around the world, because use of the
mark in the film and a trailor were protected under the First Amend-
ment); Jackson v. Netflix, Inc., — F. Supp. 3d —, 2020 WL 8028615 (C.D.
Cal. 2020) (dismissing plaintiffs’ Lanham Act claims, holding that
defendants’ use of the “Tiger King” and “Hollywood Weekly” trademarks
in a documetary that chronicled the life and business of Joe Exotic, known
publicly as the Tiger King, who starred in a television series titled “Joe
Exotic Tiger King” and sold products branded “Tiger King,” was protected
by the First Amendment).
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sion shows,27 among other things.

On the other hand, where a famous person’s name is used
as the title of a song otherwise unrelated to her, Rogers v.
Grimaldi may not apply and a false designation of origin or
other claim may be asserted.28 For example, in Parks v.
LaFace Records,229 the Sixth Circuit followed Rogers v.
Grimaldi in holding that factual disputes precluded sum-
mary judgment on the issue of whether OutKast’s use of
civil rights icon Rosa Parks’ name in the title of a song that
plaintiff alleged had nothing to do with her or the civil rights
movement, and which the defendants argued was artistically
sympbolic, was protected by the First Amendment. As the
appellate panel explained,

If, on remand, the finder of fact determines that OutKast
placed the title Rosa Parks on a song to which it had no artistic
relevance at all, then this would constitute a violation of the
Lanham Act and judgment should be entered in favor of
Plaintiff. However, if the finder of fact determines that the
title is artistically relevant to the song’s content, then the in-
quiry is at an end because the title “is not explicitly mislead-
ing as to the content of the work.” In that event, judgment
should be entered in favor of Defendants.30

Rogers v. Grimaldi only applies to artistic, creative or

27
See, e.g., Dickinson v. Ryan Seacrest Enterprises Inc., 839 F. App’x

110 (9th Cir. 2020) (affirming dismissal of Janice Dickinson’s suit based on
her portrayal in Shahs of Sunset, a reality television show, because the
program was an expressive work entitled to First Amendment protection
and the alleged misrepresentations did not explicitly mislead consumers
about the source or content of episode), cert. denied, — S. Ct. —, 2021 WL
2637898 (2021); Reflex Media Inc. v. Pilgrim Studios, Inc., Case No. CV
18-2260-GW(FFMx), 2018 WL 6566561, at *4-6 (C.D. Cal. Aug. 28, 2019)
(dismissing plaintiff’s trademark infringement and unfair competition
claims (without prejudice) arising out of defendant’s use of Love at First
Flight for reality TV series).

28
See Parks v. LaFace Records, 329 F.3d 437, 445–59 (6th Cir.) (revers-

ing summary judgment for the defendants LaFace Records and hip-hop
act OutKast in a suit brought by civil rights icon Rosa Parks, who alleged
that the use of the song title “Rosa Parks” misled consumers into believ-
ing that the song was about her or that she was affiliated with defendants
or had sponsored or approved the song and the album on which it ap-
peared or that it was connected to an authorized tribute album released at
about the same time), cert. denied, 540 U.S. 1074 (2003).

29
Parks v. LaFace Records, 329 F.3d 437 (6th Cir.), cert. denied, 540

U.S. 1074 (2003).
30

Parks v. LaFace Records, 329 F.3d 437, 459 (6th Cir.), cert. denied,
540 U.S. 1074 (2003).
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expressive uses.31 As explained by one court, “the First
Amendment cannot permit anyone who cries ‘artist’ to have
carte blanche when it comes to naming and advertising his
or her works, art though it may be.”32 Stated differently, “the
purchaser of a book, like the purchaser of a can of peas, has
a right not to be misled as to the source [or endorsement] of
the product.”33 Nevertheless, the scope of the Rogers v.
Grimaldi test is broad.

Where Rogers v. Grimaldi is inapplicable—because a use
is not artistic, the mark has no artistic relevance to the
underlying work, or the use is explicitly misleading—courts
will apply the traditional likelihood of confusion (or dilution)
test otherwise applicable in Lanham Act cases.34

In Brown v. Electronic Arts, Inc.,35 the Ninth Circuit
rejected the argument that it should consider the likelihood
of confusion or alternative means tests in balancing First
Amendment rights with a Lanham Act claim, where Rogers
v. Grimaldi applies. Brown had been brought against
Electronic Arts by retired NFL player James “Jim” Brown,
who had sued under the Lanham Act for unauthorized use of
his likeness in EA’s Madden NFL videogame series.36 The
appellate panel applied Rogers v. Grimaldi in concluding
that the use of Brown’s likeness was artistically relevant to
the Madden NFL game and therefore was permissible under
the First Amendment. In so ruling, the court noted that in
Parks, an animating concern of the Sixth Circuit had been
that a celebrity’s name could be appropriated solely because

31
See, e.g., New Kids On the Block v. News America Publishing, Inc.,

745 F. Supp. 1540, 1544 (C.D. Cal. 1990) (“Although Rogers concerned
First Amendment values in the context of artistic expression, the First
Amendment plays the same central role regarding news gathering and
dissemination”), aff’d on other grounds, 971 F.2d 302 (9th Cir. 1992).

32
Parks v. LaFace Records, 329 F.3d 437, 447 (6th Cir.), cert. denied,

540 U.S. 1074 (2003).
33

Rogers v. Grimaldi, 875 F.2d 994, 997 (2d Cir. 1989).
34

See, e.g., Parks v. LaFace Records, 329 F.3d 437, 448 (6th Cir.), cert.
denied, 540 U.S. 1074 (2003); see generally supra § 6.08. An older, alterna-
tive test that has not gained currency over time—the alternative avenues
test—provided that the title of an expressive work would not be protected
from a false advertising claim if there were sufficient alternative means
for an artist to convey his or her idea. See Parks v. LaFace Records, 329
F.3d at 448 (citing Eighth Circuit cases).

35
Brown v. Electronic Arts, Inc., 724 F.3d 1235 (9th Cir. 2013).

36
Brown v. Electronic Arts, Inc., 724 F.3d 1235, 1241 (9th Cir. 2013).
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of the vastly increased marketing power of a product bearing
the celebrity’s name. By contrast, the Ninth Circuit empha-
sized that Brown’s name was not used in the title of the
game to generate sales based on his name. Rather, EA
“produced a football game featuring likenesses of thousands
of current and former NFL players, including Brown.”37

The Ninth Circuit previously had applied Rogers v.
Grimaldi to hold that the use of Mattel’s “Barbie” in connec-
tion with a pop song that lampooned the trademarked doll,
was protected under the First Amendment.38 Rogers v.
Grimaldi also was applied by a California state court in
holding that a movie company had a First Amendment right
to use the title “Haunting of Winchester House” for a film
title and DVD cover, notwithstanding plaintiff’s trademark
rights to the Winchester Mystery House.39 A court also held
that a movie studio was insulated from liability by the First
Amendment in a suit brought by a luxury brand owner al-
leging that the use of a third-party’s “knock –off” travel bag
in a motion picture infringed its trademarks.40 Rogers v.
Grimaldi similarly was relied upon by a court in holding
that Activision had a First Amendment right to use the
plaintiff’s registered “Delta Force” mark and logo in its “Call
of Duty—Modern Warfare 3” videogame41 and has been ap-
plied (with varying results) in other videogame cases.42

The Second Circuit has rejected the argument that a ce-

37
Brown v. Electronic Arts, Inc., 724 F.3d 1235, 1244 (9th Cir. 2013).

Other right of publicity cases involving videogames are discussed in section
12.05[4][D].

38
See Mattel, Inc. v. MCA Records, Inc., 296 F.3d 894 (9th Cir. 2002)

(upholding defendant’s use of BARBIE in the parody song “Barbie Girl”),
cert. denied, 537 U.S. 1171 (2003).

39
See Winchester Mystery House, LLC v. Global Asylum, Inc., 210 Cal.

App. 4th 579, 148 Cal. Rptr. 3d 412 (6th Dist. 2012).
40

See Louis Vuitton Mallatier S.A. v. Warner Brothers Entertainment,
Inc., 868 F. Supp. 2d 172 (S.D.N.Y. 2012).

41
See Novalogic, Inc. v. Activision Blizzard, 41 F. Supp. 3d 885,

897-903 (C.D. Cal. 2013).
42

See, e.g., E.S.S. Entertainment 2000, Inc. v. Rock Star Videos, Inc.,
547 F.3d 1095 (9th Cir. 2008) (holding, in a Lanham Act trademark in-
fringement and trade dress suit brought by the owner of the “Play Pen
Gentlemen’s Club” strip club over the depiction of a club named “Pig Pen”
in defendant’s Grand Theft Auto videogame set in Los Angeles, that al-
though the defendant’s use of “Pig Pen” was not a nominative fair use it
was protected by the First Amendment under Rogers v. Grimaldi); AM
General LLC v. Activision Blizzard, Inc., 450 F. Supp. 3d 467, 477-85
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(S.D.N.Y. 2020) (granting summary judgment for Activision on AM
Gneral’s Lanham Act and state trademark claims arising out of Activision’s
use of HUMVEE military vehicles in its Call of Duty videogame); CI
Games S.A. v. Destination Films, Case No. 2:16-cv-05719-SVW-JC, 2016
WL 9185391, at *2-10 (C.D. Cal. Oct. 25, 2016) (denying defendant’s mo-
tion to dismiss and plaintiff’s motion for a preliminary injunction in a suit
over the defendant’s use of plaintiff’s registered mark for the ‘Sniper:
Ghost Warrior’ videogame for movie title, ‘Sniper: Ghost Shooter’; “While
the Defendants may eventually be entitled to First Amendment protection
under the Rogers test, the Complaint cannot be dismissed at this stage
because there are questions of fact involved in the Rogers analysis.”);
VIRAG, S.R.L. v. Sony Computer Entertainment America LLC, Case No.
3:15-cv-01729-LB, 2015 WL 5000102, at *10-13 (N.D. Cal. Aug. 21, 2015)
(dismissing plaintiffs’ claims with prejudice, holding that Sony’s use of the
VIRAG mark in the videogames Gran Turismo 5 and Gran Turismo 6 was
permissible under Rogers v. Grimaldi), aff’d, 699 F. App’x 667, 668 (9th
Cir. 2017) (“Applying the Rogers test, we conclude that the First Amend-
ment bars VIRAG’s Lanham Act claims. . . . Sony’s use of the VIRAG
trademark furthers its goal of realism, a legitimate artistic goal, . . . and
therefore satisfies the requirement that Sony’s use of the trademark have
“above zero” artistic relevance to the Gran Turismo games. . . . Moreover,
Sony’s use of the VIRAG trademark meets the second requirement of Rog-
ers, because VIRAG does not allege any “explicit indication, overt claim, or
explicit misstatement” that would cause consumer confusion.”) (citations
omitted); Mil-Spec Monkey, Inc. v. Activision Blizzard, Inc., 74 F. Supp. 3d.
1134, 1040-44 (N.D. Cal. 2014) (granting partial summary judgment for
Activision in a suit by Mil–Spec Monkey, Inc. (“MSM”), which alleged that
Activision’s Call of Duty: Ghosts videogame made illicit use of MSM’s
“angry monkey” trademark by including in Ghosts an image visually simi-
lar to MSM’s “angry monkey” mark as a patch that players could select to
place on their avatars’ uniforms in its multi-player game mode; “Because
Ghosts is an expressive work, and its disputed design bears some level of
artistic relevance to the game and is not explicitly misleading—meeting
both prongs of the test set forth originally in Rogers v. Grimaldi, 875 F.2d
994 (2d Cir.1989), and adopted by the Ninth Circuit—Activision’s motion
must be granted.”); Rebellion Developments, Ltd. v. Stardock Entertain-
ment, Inc., No. 12–12805, 2013 WL 1944888, at *2-6 (E.D. Mich. May 9,
2013) (dismissing plaintiffs’ claim that defendants’ SINS OF A SOLAR
EMPIRE: REBELLION computer game infringed their registered
trademark for their videogame development company, REBELLION, based
on Rogers v. Grimaldi, because REBELLION had some artistic relevance
to defendant’s game and the title was not misleading). But see Davis v.
Electronic Arts Inc., 775 F.3d 1172 (9th Cir. 2015) (holding that a player’s
use in the Madden football game franchise was not protected because Rog-
ers v. Grimaldi did not apply to plaintiff’s right-of-publicity claims); Hart
v. Electronic Arts, Inc., 717 F.3d 141 (3d Cir. 2013) (declining to apply Rog-
ers v. Grimaldi to plaintiff’s right of publicity claim, in a suit by a former
college football player against a videogame publisher that used plaintiff’s
attributes in a football videogame, holding that the use of the attributes
was not protected by the First Amendment under the transformative use
test, even though players could alter the digital avatar, but use of

12.03[3] E-COMMERCE AND INTERNET LAW

12-86

PAGE PROOFS - SUBJECT TO REVISION 
© 2022 Ian C. Ballon, www.IanBallon.net



lebrity may state a Lanham Act claim based on a “signature
performance” which a “widespread audience associates with
the performing artist”—holding that a singer could not as-
sert trademark rights in the recording of her signature song
(which otherwise potentially would be entitled to copyright
protection), as distinct from a recording or composition
constituting a trademark associated with particular goods or
services.43 This rule subsequently was applied to support dis-
missal of the claim of an actress whose viral video was used
to advertise appetizers offered by the restaurant chain, TGI
Friday’s, where the plaintiff herself was not visible and had
been obscured in the film by lifesize images of appetizers,
even though she was closely identified with the film.44 The
Second Circuit likewise held that non-celebrities’ false
endorsement claim—alleging that the plaintiff unlawfully
used photographs of them without their consent to advertise
strip clubs—were properly dismissed, where the advertise-
ments at issue provided no information identifying plaintiffs

plaintiff’s image in a video montage of the game was protected by the
First Amendment).

43
See Oliveira v. Frito-Lay, Inc., 251 F.3d 56, 60–63 (2d Cir. 2001)

(dismissing a Lanham Act claim based on the defendant’s use of her song,
‘‘Girl from Ipanema,’’ without her consent, in an advertisement for a snack
food product).

44
See Roberts v. Bliss, 229 F. Supp. 3d 240, 250-51 (S.D.N.Y. 2017).

Bliss was a suit brought by the actress Shoshana Roberts, who had starred
in 10 Hours Walking in NYC as a Woman, a video highlighting street
harassment of women “that went ‘viral’ and has been seen over 41 million
times on the internet.” Id. at 243. Plaintiff had agreed to star in the film
for no compensation on the understanding that it would be a public ser-
vice project and she would be paid later if the film was successful online.
The film, which depicted the harassment that a woman faces in a 10 hour
day on the streets of New York City, was a success and the copyright
owner, Rob Bliss Creative LLC, licensed it for use for an advertisement for
TGI Friday’s, which superimposed French fries and mozzarella sticks over
Roberts’ face, allegedly “using her creation to advertise appetizers in a
way that belittled women and the very cause which Plaintiff was
promoting.” Id. at 247. In rejecting the argument that the TGI Friday’s
advertisements depicted plaintiff’s persona and conveyed the false impres-
sion to a substantial group of viewers that she had participated in, autho-
rized or endorsed the advertisements, the court explained that “[a]lthough
the ad may well call to a viewer’s mind the 10 Hours video, and perhaps
even Roberts because of her role in it, the ad does not use Roberts’ image
or persona, nor suggest in any way that Roberts herself endorsed the
product advertised.” Id. at 249. The court additionally ruled that Roberts’
Lanham Act claim failed because she could not plausibly allege that
consumers were likely to be confused or misled into thinking that she had
endorsed TGI Friday’s or its appetizers. See id. at 251-53.
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other than their picture and plaintiffs otherwise provided no
evidence of their public prominence.45

A celebrity, however, may maintain a Lanham Act claim
for false endorsement when a defendant, without authoriza-
tion, mimics distinctive attributes of a celebrity’s persona.46

The rationale for allowing celebrity false endorsement claims
is that public personalities have a commercial investment in
their name and face tantamount to the interests of a
trademark holder in a distinctive mark.47 A false endorse-
ment claim will not be viable, however, where use of a celeb-
rity or sports figure is authorized48 or where it is neither

45
See Electra v. 59 Murray Enterprises, Inc., 987 F.3d 233, 257-58 (2d

Cir. 2021), citing Bondar v. LASplash Cosmetics, No. 12-cv-1417, 2012 WL
6150859, at *7 (S.D.N.Y. Dec. 11, 2012) (“[T]he misappropriation of a
completely anonymous face could not form the basis for a false endorse-
ment claim, because consumers would not infer that an unknown model
was ‘endorsing’ a product, as opposed to lending her image to a company
for a fee.” (footnote omitted)). But see Pinder v. S. DiCarlo, Inc., 1:18-cv-
00296 (BKS/ATB), 2020 WL 437000, at *6 (N.D.N.Y. Jan. 28, 2020) (hold-
ing that plaintiffs stated a claim for false endorsement against a strip club
that had used their images on Facebook and Instagram to promote its
club where plaintiffs alleged that they were “well-known actresses and
models, and thus their images carry some level of public recognition and
support a likelihood of consumer confusion”).

46
See, e.g., Waits v. Frito-Lay, Inc., 978 F.2d 1093, 1106 (9th Cir. 1992)

(singer, whose unique voice was imitated in a radio commercial), cert.
denied, 506 U.S. 1080 (1993); Dallas Cowboys Cheerleaders, Inc. v.
Pussycat Cinema, Ltd., 604 F.2d 200, 205 (2d Cir. 1979) (uniform worn by
star of X-rated movie held confusingly similar to plaintiff’s mark, falsely
creating the impression that plaintiffs “sponsored or otherwise approved
the use” of the uniform); Allen v. Men’s World Outlet, Inc., 679 F. Supp.
360, 368 (S.D.N.Y. 1988) (advertisement featuring photograph of look-
alike falsely represented that advertised products were associated with
him).

47
See Allen v. National Video, Inc., 610 F. Supp. 612, 625–26 (S.D.N.Y.

1985).
48

See Klayman v. Judicial Watch, Inc., 6 F.4th 1301, 1314-15 (D.C.
Cir. 2021) (holding that even if Klayman, the former Chairman and CEO,
was a celebrity and even if the D.C. Circuit were to recognize a claim for
false endorsement under the Lanham Act, Judicial Watch was entitled to
summary judgment on his claim, premised on his being listed as “Chair-
man and CEO” in a Judicial Watch newsletter after he quit or was fired
from the organization, because Klayman authorized the use at the time
the newsletter was prepared and when he later left the organization the
newsletter had already been printed and prepared for mailing; “the
Lanham Act focuses on ‘false or misleading statements of fact at the time
they were made.’ ’’) (emphasis in original; quoting Newcal Industries, Inc.
v. Ikon Office Solutions, 513 F.3d 1038, 1053 (9th Cir. 2008)).
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false nor misleading.49 As previously noted, a false endorse-
ment claim also cannot be based merely on a signature per-
formance, at least not in the Second Circuit.50

The Lanham Act potentially allows claims for both “false
advertising and protection against false association in the
form of a lawsuit for false endorsement.”51 Use of a trademark
need not be shown where a claim is brought for use of a ce-
lebrity mark in commercial advertising that misrepresents
the nature, characteristics, qualities or geographic origin.52

Where false advertising is alleged, a plaintiff must show an
injury to a commercial interest in sales or business reputa-
tion proximately caused by the defendant’s
misrepresentations.53 This same level of proof may not be

49
See Dryer v. NFL, 814 F.3d 938, 944-45 (8th Cir. 2016) (affirming

the lower court’s order dismissing false endorsement claims brought by
former NFL players over use of footage of them in NFL films playing
football, which plaintiffs argued falsely portrayed them as currently
endorsing or affiliating themselves with the NFL, based on the court’s
finding that the films included no false or misleading statements). In
Dryer, the appellate panel also affirmed dismissal of their right of public-
ity claim as preempted by the Copyright Act, where the films were not
advertisements for other products, and were expressive, not commercial.
See id. at 942-44; infra § 12.05[2][B] (addressing copyright preemption).

50
See Oliveira v. Frito-Lay, Inc., 251 F.3d 56, 60–63 (2d Cir. 2001);

Roberts v. Bliss, 229 F. Supp. 3d 240, 250-51 (S.D.N.Y. 2017).
51

Kournikova v. General Media Communications Inc., 278 F. Supp. 2d
1111, 1116–17 (C.D. Cal. 2003).

5215 U.S.C.A. § 1125(a)(1)(B); Smith v. Montoro, 648 F.2d 602, 605 &
n.3 (9th Cir. 1981) (citing cases and finding that liability under section
43(a) may arise for a false description or representation even though no
trademark is involved); see also Waits v. Frito-Lay, Inc., 978 F.2d 1093,
1109 (9th Cir. 1992) (“We have recognized that simple claims of false
representations in advertising are actionable under section 43(a) when
brought by competitors of the wrongdoer, even though they do not involve
misuse of a trademark.”; citing U-Haul Int’l, Inc. v. Jartran, Inc., 681 F.2d
1159, 1160 (9th Cir. 1982)), cert. denied, 506 U.S. 1080 (1993); see gener-
ally supra § 6.12 (analyzing the issues at greater length).

53
Lexmark Int’l, Inc. v. Static Control Components, Inc., 572 U.S. 118,

140 (2014); see generally supra § 6.12[5] (analyzing, in greater detail, the
standards for asserting a false advertising claim). For example, profes-
sional models were found to have stated a claim where they alleged that
the defendant had used altered images on Facebook and Instagram to
make it appear that they worked at plaintiff’s restaurant. See Moreland v.
Beso Lounge & Restaurant LLC, Case No. 3:19-cv-00958 (VLB), 2020 WL
5302312, at *4-5 (D. Conn. Sept. 4, 2020) (holding that plaintiffs
adequately alleged Article III and Lanham Act standing where they
claimed they were not paid for the unauthorized use of their images and
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required, however, for a claim false endorsement or
sponsorship.54

Like traditional trademarks, celebrity rights are subject to
the usual Lanham Act defenses, including fair use.55 Use of a
celebrity mark also will not be actionable when it is not used
in a trademark sense.56

Where reference to or attributes of a celebrity are not made
or used to trade on the celebrities’ image for commercial
purposes, the defense of nominative fair use may apply. Like
the incidental use defense to right of publicity claims,57

nominative fair use is a judicial doctrine that recognizes
certain permissible uses. Nominative fair use generally will
be found when (1) a mark is used to describe the trademark
holder, even if the goal of the accused infringer is to describe
its own product; or (2) if the only practical way to refer to
something is to use the trademarked term.58 In the Ninth
Circuit, which has the most developed body of case law on
nominative fair use, a nominative use will be deemed fair if
(1) the goods or services identified are not readily identifi-
able without use of the mark; (2) only so much of the mark
or marks are used as is reasonably necessary to identify the
product or service; and (3) the user does nothing that would,
in conjunction with the mark, suggest sponsorship or
endorsement by the trademark holder.59 Nominative fair use
is analyzed extensively in section 6.14[3].

that “any improper or unauthorized use of their [i]mages substantially
injure[d] their careers . . . ,” among other things).

54
Waits v. Frito-Lay, Inc., 978 F.2d 1093, 1107–10 (9th Cir. 1992)

(allowing recovery under section 43a for the imitation of a voice on the
theory that its use of plaintiff’s “distinctive attribute” falsely associated
plaintiff with defendants’ product as an endorser), cert. denied, 506 U.S.
1080 (1993); see also Kournikova v. General Media Communications Inc.,
278 F. Supp. 2d 1111, 1116–17 (C.D. Cal. 2003) (finding that tennis star
Anna Kournikova did not allege a competitive injury, as required for a
false advertising claim, but did state claim for false association against
owners of Penthouse magazine).

55
See supra § 6.14. Defenses to publicity claims are addressed more

generally below in section 12.05.
56

See infra § 12.05[3]; see generally supra chapter 6.
57

See infra § 12.05[4][C].
58

Century 21 Real Estate Corp. v. Lendingtree, Inc., 425 F.3d 211, 214
(3d Cir. 2005).

59
See, e.g., New Kids on the Block v. News America Pub., Inc., 971

F.2d 302, 308 (9th Cir. 1992); see also Abdul–Jabbar v. General Motors
Corp., 85 F.3d 407, 412 (9th Cir. 1996) (holding that the question of
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Another fair use defense that may be raised in connection
with celebrity marks is parody. The humorous use of a
person’s name or likeness may be permissible, however, only
in narrow circumstances when used to make fun of the ce-
lebrity (as opposed to merely using the person’s likeness or
image for an amusing advertisement to sell products or ser-
vices not specifically endorsed by her).60 Merely because a
use is funny does not mean that it is permissible.

Whether a parody constitutes a fair use also may turn on
the extent of the use. For example, if only a title or certain
attributes are used, a parody may be more likely to be found
a fair use than if the whole persona of a celebrity or fictional
character is copied.61 Where a parody is constitutionally
protected, “the fact that a parody makes a profit does not
strip it of protection under the First Amendment.”62

Even if not strictly speaking a fair use, a parody may not
be actionable because, if it is recognized as such, it is
unlikely to cause confusion or dilution. Indeed, “the more

whether nominative fair use applied in a case brought by NBA star
Kareem Abdul-Jabbar presented fact issues precluding summary judg-
ment); see generally supra § 6.14[3].

60
See, e.g., Elvis Presley Enterprises, Inc. v. Capece, 141 F.3d 188, 194,

198–200 (5th Cir. 1998) (rejecting the parody defense of the operators of
“The Velvet Elvis” club because their use of Elvis Presley’s name was only
incidental to the intended parody; a noninfringing parody under the
Lanham Act would require using a celebrity’s name or likeness to mimic
the celebrity); White v. Samsung Electronics America, Inc., 971 F.2d 1395,
1401 (9th Cir. 1992) (Vanna White; parody defense rejected because of
commercial purpose of the advertisement), cert. denied, 508 U.S. 951
(1993); Tin Pan Apple, Inc. v. Miller Brewing Co., 737 F. Supp. 826, 833–35
(S.D.N.Y. 1990) (Fat Boys look alikes used after the Fat Boys refused to
participate in an ad campaign; parody defense rejected); see supra § 6.14;
infra § 12.05.

61
See, e.g., Mattel, Inc. v. MCA Records, Inc., 28 F. Supp. 2d 1120,

1140 (C.D. Cal. 1998) (use of the character names “Barbie” and “Ken” in
Aqua’s 1997 hit song “Barbie Girl” held to be a fair use where the singer
who played “Barbie” sported black hair and a tattoo and the singer who
played “Ken” had a shaved head; Lanham Act claims based on a
character’s title, where the whole persona is not adopted, should be
construed narrowly in light of First Amendment protections), aff’d, 296
F.3d 894 (9th Cir. 2002) (upholding defendant’s use of BARBIE in the
parody song “Barbie Girl”), cert. denied, 537 U.S. 1171 (2003).

62
Mattel, Inc. v. MCA Records, Inc., 28 F. Supp. 2d 1120, 1136 (C.D.

Cal. 1998) (parody of plastic lifestyle embodied by the “Barbie” and “Ken”
dolls), aff’d, 296 F.3d 894 (9th Cir. 2002) (upholding defendant’s use of
BARBIE in the parody song “Barbie Girl”), cert. denied, 537 U.S. 1171
(2003).
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distasteful and bizarre the parody, the less likely the public
is to mistakenly think that the trademark owner has
sponsored or approved it.”63 Thus, for example, a court in
New York dismissed the Lanham Act claim of an actress
featured in a viral Internet video where images of the actress
were replaced with French fries and other appetizers in an
advertisement for the TGI Friday’s restaurant because she
could not plausibly allege that consumers would likely be
“confused or misled into thinking that she endorsed TGI
Friday’s or its appetizers.”64

The Lanham Act provides plaintiffs with potentially strong
remedies and affords a basis for obtaining federal
jurisdiction. To prevail under the Lanham Act, however, a
plaintiff generally must prove likelihood of confusion,
determined by a multipart balancing test,65 which is not
required under state common law or statutes governing
privacy rights, and is not always easy to establish.66 In
Internet cases, celebrities may be able to assert initial inter-
est confusion where the goodwill associated with a celebrity’s
mark is used to lure visitors to a location (for example,
through use of domain names, metatags, sponsored links or
other advertisements), even where it becomes immediately
apparent upon arrival at that location that the site or ser-

63
Burnett v. Twentieth Century Fox Film Corp., 491 F. Supp. 2d 962,

972 (C.D. Cal. 2007) (dismissing the Lanham Act claims of Carroll Burnett
over the use of her trademarked charwoman routine in the satirical
cartoon Family Guy “both because it finds no likelihood that viewers
would be confused by defendant’s use of the Charwoman character and
because defendant’s parodic work is considered noncommercial speech
and, therefore, not subject to any trademark dilution claim.”).

64
Roberts v. Bliss, 229 F. Supp. 3d 240, 251-53 (S.D.N.Y. 2017).

65
See supra §§ 6.08, 6.09.

66
See, e.g., Landham v. Lewis Galoob Toys, Inc., 227 F.3d 619, 626–27

(6th Cir. 2000) (affirming summary judgment for the defendants on
plaintiff’s false designation claim based on a toy modeled on a character
which he had played in a movie, where the court found that the plaintiff
had failed to demonstrate, among other things, name recognition among
children, that the toy evoked his own persona, as distinct from that of the
fictional character, or likelihood of confusion on part of toy purchasers);
Lemon v. Harlem Globetrotters Int’l, Inc., 437 F. Supp. 2d 1089, 1099–1100
(D. Ariz. 2006) (granting summary judgment on a Lanham Act claim
brought by former members of the Harlem Globetrotters against the team
and its licensees for using their alleged common law marks on sports
jerseys and other apparel, where plaintiffs’ evidence raised at most “a pos-
sibility, as opposed to a likelihood, that consumers would be confused”
about whether plaintiffs endorsed the products).
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vice is not sponsored or endorsed by or affiliated with the
brand owner.67 The doctrine was widely applied in Internet
cases from 1999 through 2011 but its application has been
scaled back by some courts in recent years out of recognition
that Internet users are more sophisticated today and less
easily confused. Whether the initial interest confusion doc-
trine will apply in a given case will depend on how confusing
a given use genuinely is when judged by contemporary stan-
dards of Internet confusion and may depend on where a
party sues or is sued.68 Likelihood of confusion also poten-
tially may be shown by the use of hastags in social media.69

Showing likelihood of confusion is required in trademark in-
fringement, false designation of origin, unfair competition
and false advertising cases under the Lanham Act.

An exception where likelihood of confusion need not be
shown is a claim for dilution under the Lanham Act, which
does not require a showing of likelihood of confusion.70 Dilu-
tion is sometimes difficult for an ordinary mark owner to
show under federal law because of the requirement that a
plaintiff’s mark be “famous.” Any claim for publicity protec-
tion under the Lanham Act, however, generally presupposes
that a celebrity’s name or likeness is at least well known, if
not actually famous. At least in theory, most well-known ce-
lebrities should be able to easily establish “fame” (even

67
See, e.g., Elvis Presley Enterprises, Inc. v. Capece, 141 F.3d 188, 204

(5th Cir. 1998) (finding initial interest confusion where users were lured
to a restaurant and bar called “The Velvet Elvis,” even though it became
apparent upon entering that the venue was not connected with Elvis
Presley); see generally supra §§ 7.08[2] (analyzing initial interest confu-
sion in Internet cases, including domain name disputes), 9.10 (metatags
and hidden text), 9.11 (keyword advertising and sponsored links).

68
See generally supra § 7.08[2].

69
See, e.g., Acosta v. O-Live Entertainment, Inc., Case No. 19-25230-

Civ-WILLIAMS/TORRES, 2020 WL 7752771 (S.D. Fla. Sept. 4, 2020)
(recommending entry of a default judgment for Lanham Act and Florida
statutory and common law right of publicity claims where plaintiffs, who
were professional models, alleged that defendants used their images
without authorization on Instagram to promote upcoming events at a
strip club, using hashtags such as “Strip Club,” “Strippers,” and “Dancer”
(as well as logos) that made it appear like they were doing business with
the club, noting that “[t]hese hashtags gave Defendants the unfair
advantage of making it appear like a reputable and well-known model
was a consenting partner.”), report and recommendation adopted, 2020
WL 7711601 (S.D. Fla. Dec. 29, 2020); see generally supra § 9.09[2] (analyz-
ing hashtags).

70
See supra § 6.11 (analyzing dilution claims).
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though the issue is determined by a multi-part balancing
test).71 There is authority, however, for the proposition that
celebrities may have such well-established primary identifi-
cations that the use of a celebrity’s name merely is descrip-
tive (unless secondary meaning may be shown in connection
with a particular product line or a field other than the one
from which the personality’s fame derives).72 If so, then a ce-
lebrity could maintain suit under section 1125(a)—where
ownership of a mark need not be shown, but likelihood of
confusion must be proven—but not for dilution under section
1125(c). In addition, where a mark is merely descriptive, sec-
ondary meaning must be shown73 (in the case of a celebri-
ty—a trademark identification separate from the person).
Where secondary meaning can be shown, however, a claim
may be maintained even for minor celebrities.74

Two different potential remedies may be available under
federal law where a celebrity’s name or identity is used as a
domain name. A trademark claim may be asserted under the
Anti-Cybersquatting Consumer Protection Act (ACPA) if a
defendant has registered, used or trafficked in a domain
name confusingly similar to the person’s name with a bad
faith intent to profit.75 Alternatively, the ACPA establishes a
cause of action against persons who register a domain name
that consists of the name of another living person (or a name
substantially and confusingly similar) without the person’s
consent, “with the specific intent to profit from such name by
selling the domain name for financial gain to that person or
any third party . . . .” Liability may not be imposed,
however, where a domain name is registered in good faith
and “is used in, affiliated with, or related to” a work
protected under U.S. copyright law if the registrant is the

71
See supra § 6.11.

72
See Cairns v. Franklin Mint Co., 24 F. Supp. 2d 1013, 1033–36

(C.D. Cal. 1998) (discussing case law and analysis from Professor Mc-
Carthy’s treatise).

73
See supra §§ 6.02, 6.09[3]. Where a person cannot claim trademark

rights in his or her name, suit under the Lanham Act may not be
maintained. See, e.g., Stayart v. Yahoo! Inc., 623 F.3d 436 (7th Cir. 2010).

74
See, e.g., AFL Philadelphia LLC v. Krause, 639 F. Supp. 2d 512

(E.D. Pa. 2009) (holding that the former sales director of an arena football
team had adequately pled a Lanham Act claim, including secondary mean-
ing in his name, based on the team’s transmission to fans of an email
purporting to come from him after he had ceased working for the team).

7515 U.S.C.A. § 1125(d).
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copyright owner or a licensee, the person intends to sell the
domain name in conjunction with the lawful exploitation of
the work and the registration is not prohibited by any
contract with the named person.76 These remedies would not
be available, however, for domain names registered before
November 29, 1999 (although a trademark-based claim could
be brought if a defendant used or trafficked in the name
more recently). Injunctive relief and potentially (in the
court’s discretion) damages, including statutory damages,
and attorneys’ fees may be recovered. The ACPA is analyzed
in section 7.06. The special provision protecting the rights of
individuals is discussed in section 7.06[4]. In lieu of filing
suit, a person may initiate online arbitration under the
Uniform Domain Name Resolution Policy (UDRP), which is
discussed below in section 12.03[4].

Where available, Lanham Act publicity remedies77 poten-
tially may be asserted against third-party infringers (al-
though the scope of relief is limited).78 Under the Telecom-
munications Act of 1996, claims against republishers of
information that violate a person’s state law publicity rights
may be preempted (depending where suit is filed) to the
extent that the defendant is not the original author of the
infringing material or if it took reasonable measures to
screen third party content on its website or computer
network.79 The Telecommunications Act, however, does not
preempt other federal statutes.80 A Lanham Act claim, un-
like a common law or state statutory right of publicity cause
of action, would not be preempted.81

12.03[4] Domain Name Rights

Where a person’s name or other protectable rights are
used in a domain name, a rights owner may sue under two
separate provisions of the Anti-cybersquatting Consumer
Protection Act (ACPA) or initiate arbitration pursuant to the
Uniform Dispute Resolution Policy (UDRP). Where a celeb-
rity owns a registered trademark or may assert common law
rights, either remedy will be available. Where a person can-

76
See 15 U.S.C.A. §§ 1125(d), 8131.

77For an analysis of available remedies, see supra § 6.16.
78

See supra § 6.10.
79

See infra § 12.04.
80

See infra § 37.05[5].
81

See infra § 12.04; see generally infra § 37.05.
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not credibly assert trademark rights, the ACPA nonetheless
may provide a remedy under one of the two provisions but a
UDRP action would not be available. Estate rights, to the
extent protected as trademarks, may be asserted under the
ACPA and UDRP. In addition, common law and federal right
of publicity claims may be asserted in court as grounds for
recovering a domain name.

As discussed above in section 12.03[3], the ACPA provides
two separate grounds potentially applicable for recovering
domain names based on a person’s name or other attributes.
Section 1125(d) allows a trademark owner to obtain injunc-
tive relief (typically to prevent use of or cancel a domain
name registration) and potentially recover damages or at-
torneys’ fees where a defendant has registered, used or traf-
ficked in a domain name with a bad faith intent to profit.1

This remedy is only available where a person owns a com-
mon law or registered trademark. Rights of publicity do not
provide grounds for recovery under this provision.

Alternatively, section 8131 allows suit to be brought
against persons who register a domain name that consists of
the name of another living person (or a name substantially
and confusingly similar) without the person’s consent, “with
the specific intent to profit from such name by selling the
domain name for financial gain to that person or any third-
party . . . .”2 A party need not have trademark rights to as-
sert a claim under this provision. Indeed, a person need not
be able to claim rights of publicity in their name—any person
whose name is used in this way may bring suit. Remedies
are only available for living person, however. Estates could
not sue under section 8131.

Where a domain name has been registered and used in
bad faith (but not necessarily with a bad faith intent to
profit, as required under section 1125(d)) a mark owner also
may seek to recover the domain name through online arbitra-
tion pursuant to the Uniform Dispute Resolution Policy
(UDRP). A UDRP action can provide a quick and inexpen-
sive remedy, but is only available for trademark owners so
when it has been used to recover domain names that
incorporate the rights of celebrities the celebrity has not

[Section 12.03[4]]
115 U.S.C.A. § 1125(d).
215 U.S.C.A. § 8131.
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always won. So long as trademark rights may be asserted,
however, a claim may be maintained. UDRP actions are
analyzed in section 7.05. The trade-offs between seeking
arbitration under the UDRP or litigating in federal court
under the ACPA are analyzed in section 7.04[2].

Domain names also may be recovered in state or federal
court to the extent the domain name infringes upon statu-
tory or common law rights of publicity.3

12.03[5] Licenses and Releases

Publicity rights may be expressly licensed to third-parties
for commercial use. Alternatively, potential claims may be
released. As a general proposition, celebrities license the use
of their images in order to maintain trademark-like control
and maximize revenue generated from use. Conversely, un-
known models (including people who later become famous)
or others may be asked to sign a release of a rights, typically
in return for payment of a nominal fee.

Where a use is authorized by license or release, both
publicity and personality claims may be foreclosed (depend-
ing on the terms of the contract and any residual rights or
privacy expectations which the personality/licensor may have
retained). Indeed, even though publicity rights are much
more personal than other forms of intellectual property, a
valid release generally will be enforced even where it may
cause great embarrassment to the person who originally ex-
ecuted it.1

Issues relevant to personality licenses are considered more
generally in chapters 14, 16, 17 and 18. In evaluating
whether a license is required for particular uses, and if so

3
See, e.g., Faegre & Benson, LLP v. Purdy, 367 F. Supp. 2d 1238,

1248 (D. Minn. 2005) (holding that the plaintiff stated a claim for misap-
propriation where the defendant used the plaintiff’s name in the body of
four domain names).

[Section 12.03[5]]
1For example, in Faloona v. Hustler Magazine, Inc., 799 F.2d 1000

(5th Cir. 1986), cert. denied, 479 U.S. 1088 (1987), an appellate court af-
firmed the entry of summary judgment against a Dallas woman (suing on
behalf of her minor children) who had signed a broad release for naked
pictures of herself and her children that had been given to a Methodist
minister who operated The National Sex Forum (where the woman had
worked during a brief period in the 1970s when she lived in San Francisco)
for use in a textbook on human sexuality, which ultimately were reprinted
(with the permission of The National Sex Forum) in Hustler magazine.
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what terms should be incorporated, readers should refer to
section 12.05 which addresses potential defenses that may
be asserted in litigation. Among other things, the law relat-
ing to copyright preemption, fair use, first sale, functionality
and abandonment may be important to consider.

12.03[6] Banner Ads, Key Words, Sponsored Links
and Metatags

The use of a celebrity’s name or attributes to trigger
advertisements for third parties or drive traffic to other
people’s websites potentially may be actionable both as
Lanham Act and state right of publicity violations. Legal is-
sues surrounding sponsored links, banner advertisements
and key words are analyzed in section 9.11. Liability for us-
ing names, attributes or marks in metatags is addressed in
section 9.10.

There have not been a lot of right of publicity opinions
involving sponsored links. In one of the few cases, Habush v.
Cannon,1 an intermediate appellate court in Wisconsin held
that a competing law firm did not “use” lawyers names
within the meaning of Wisconsin’s right of publicity statute,
Wis. Stat. § 995.50(2)(b), by successfully bidding on plaintiff’s
names and purchasing keyword ads triggered by those
names because the use was not a “visible” part of a promo-
tion or product. In so ruling, the court rejected plaintiff’s
argument that a use should be found by analogy to trade-
mark law, including the Second Circuit’s holding in Rescue-
com Corp. v. Google, Inc.2 The intermediate appellate court
made clear it was not rejecting the analogy on the merits,
but rather based on plaintiff’s failure to adequately brief the
issue.3 The court held that bidding on a competitor’s name
as a keyword to trigger a sponsored link advertisement is
like locating a business in close proximity to another busi-
ness or placing an billboard or yellow pages advertisement

[Section 12.03[6]]
1
Habush v. Cannon, 346 Wis. 2d 709, 828 N.W.2d 876 (2013).

2
Rescuecom Corp. v. Google Inc., 562 F.3d 123 (2d Cir. 2009); supra

§§ 9.11[1], 9.11[3].
3
See Habush v. Cannon, 346 Wis. 2d 709, 727, 828 N.W.2d 876, 884

(2013) (“We do not hold that trademark case law does not provide helpful
analogies, but rather observe only that, if this is true, it is not readily ap-
parent and Habush and Rottier do not demonstrate that it is true.”). The
similarities between trademark and state right of publicity laws are
discussed in section 12.03.
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in close proximity to a competitor’s, which the plaintiff had
conceded would not have been actionable.4

While there are many reasons to assume that truthful
comparative advertising could be a permissible use as a fair
use or under the First Amendment,5 the court’s conclusion
that no use was involved under Wisconsin law because any
use was not visible seems questionable.

Where a person’s name or attributes are used to trigger
advertisements for unrelated products or services (such as
use of a well-known actor or rapper’s name to trigger ads for
unrelated products), the commercial use to promote unre-
lated goods or services potentially may be actionable under
applicable state law.6

In a claim based on the Lanham Act, the use of a celebri-
ty’s name to trigger a sponsored link for an unaffiliated busi-
ness generally would be deemed a use in commerce, although
it may not be actionable if the use is a permissible fair or
non-trademark use or if the plaintiff is unable to show likeli-
hood of confusion or dilution.7

In Stephen T. Greenberg, M.D., P.C. v. Perfect Body Image,
LLC,8 the court granted summary judgment to the defendant
on claims under the Lanham Act and New York right of
publicity and unfair competition laws, in a suit arising out of
the defendant Perfect Body’s use of variations of plaintiff’s
name as part of an online marketing campaign entitled
“Competitors,” pursuant to which Perfect Body purchased
the keywords “Dr. Greenberg,” “Doctor Greenberg,” and vari-
ous variations of those terms, but did not bid on the rights to
“Stephen T. Greenberg, M.D.” or any other use of Dr.
Greenberg’s first name or middle initial. For this reason, the
court granted summary judgment for the defendant on

4
Habush v. Cannon, 346 Wis. 2d 709, 724, 828 N.W.2d 876, 882–83

(2013).
5
See infra § 12.05.

6
See, e.g., Allen v. National Video, Inc., 610 F. Supp. 612 (S.D.N.Y.

1985) (enjoining the use of a celebrity impersonator to promote an unaf-
filiated videotape rental chain); see generally infra § 12.03[2][B] (collecting
similar cases).

7
See supra §§ 9.11[1], 9.11[3].

8
Stephen T. Greenberg, M.D., P.C. v. Perfect Body Image, LLC, 17-

CV-5807 (SJF) (SIL), 2019 WL 3485700 (E.D.N.Y. July 2, 2019), Report
and Recommendation Accepted, 2019 WL 3927367 (E.D.N.Y. Aug. 20,
2019).
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plaintiff’s right of publicity claim under New York state law,9

holding that “[t]he definition of a person’s ‘name’ under the
statute has been construed nearly literally such that only
the use of a ‘full’ name, not just a surname is actionable.”10

The court likewise granted summary judgment for the
defendant on plaintiff’s Lanham Act and New York unfair
competition claims because the plaintiff could not establish
secondary meaning in his name (where there were other
plastic surgeons in the same area with the same full or last
name) and, even if he could, he did not present evidence of
likelihood of confusion. The court acknowledged that plaintiff
did “more than just purchase[] keywords because its Cam-
paign used Google’s keyword insertion feature, causing Dr.
Greenberg’s surname to be displayed in the headline of the
Advertisement.”11 Nevertheless, the court granted summary
judgment for Perfect Body on the issue of likelihood of confu-
sion because it rejected as material plaintiff’s argument that
internet browsers searching for Dr. Greenberg ultimately
visited Perfect Body’s website and resulted in 1,161 “clicks”
and ten “conversions,”12 because the significance of this raw
data was not explained except through mere assertions, and

9N.Y. Civil Rights Law §§ 50, 51.
10

Stephen T. Greenberg, M.D., P.C. v. Perfect Body Image, LLC, 17-
CV-5807 (SJF) (SIL), 2019 WL 3485700, at *12 (E.D.N.Y. July 2, 2019)
(quoting Champion v. Take Two Interactive Software, Inc., No. 158429-
2018, 2019 WL 2079889, at *5 (N.Y. Cty. Sup. Ct. May 10, 2019), citing
Lombardo v. Doyle, Dane & Bernbach, Inc., 58 A.D.2d 620, 622, 396
N.Y.S.2d 661 (2d Dep’t. 1977)), Report and Recommendation Accepted,
2019 WL 3927367 (E.D.N.Y. Aug. 20, 2019); see also People v. Scribner’s
Sons, 205 Misc. 818, 822, 130 N.Y.S.2d 514 (N.Y. Magis. Ct. 1954) (“the
word ‘name’ as used in the statute means a person’s full name and not
merely his surname . . . unless . . . the surname standing alone has
been so used by the complainant as to be well known to the public as
identifying the complainant”) (internal citations omitted).

11
Stephen T. Greenberg, M.D., P.C. v. Perfect Body Image, LLC, 17-

CV-5807 (SJF) (SIL), 2019 WL 3485700, at *11 (E.D.N.Y. July 2, 2019),
Report and Recommendation Accepted, 2019 WL 3927367 (E.D.N.Y. Aug.
20, 2019).

12
As the court explained,

companies can bid on various keywords hoping to increase the likelihood of a
given advertisement appearing when a search term is entered. . . . The fol-
lowing terminology relates to the efficacy of keyword searches: (i) an “impres-
sion” occurs when an advertisement appears in the search results due to a
purchased keyword being entered; (ii) a “click” refers to instances where a user
clicks on a business’s advertisement, thereby being redirected to the linked
website; and (iii) a “conversion” occurs either when a user clicks an advertise-
ment and then performs some activity once reaching the website or if a user
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plaintiff failed to submit survey or testimonial evidence of
confusion. By contrast, “Perfect Body’s Advertisement
adequately distinguished itself from the link to Plaintiffs’
own website appearing below” the advertisement because it
“(i) was labeled as an ‘Ad’ and segregated from the non-
sponsored links; (ii) contained Perfect Body’s own URL in
the text of the link; and (iii) indicated that its services were
‘non-surgical,’ whereas Plaintiffs’ links: (i) appeared sepa-
rately from the sponsored links; (ii) included a link directly
to Greenberg Cosmetic’s website; and (iii) contained indica-
tions that the services offered were surgical and performed
by doctors.”13

Right of publicity claims under state law or the Lanham
Act also potentially may be brought over the use of
metatags.14 For example, in McGraw v. Salmon,15 the
defendant was enjoined from using plaintiffs’ names as ei-

phones the business through the link provided by the Google ad from a mobile
device.

Stephen T. Greenberg, M.D., P.C. v. Perfect Body Image, LLC, 17-CV-5807
(SJF) (SIL), 2019 WL 3485700, at *2 (E.D.N.Y. July 2, 2019), Report and
Recommendation Accepted, 2019 WL 3927367 (E.D.N.Y. Aug. 20, 2019).

13
Stephen T. Greenberg, M.D., P.C. v. Perfect Body Image, LLC, 17-

CV-5807 (SJF) (SIL), 2019 WL 3485700, at *4-11 (E.D.N.Y. July 2, 2019),
Report and Recommendation Accepted, 2019 WL 3927367 (E.D.N.Y. Aug.
20, 2019).

14
See, e.g., Flentye v. Kathrein, 485 F. Supp. 2d 903, 924 (N.D. Ill.

2007) (holding that the plaintiff stated a claim for violations of the Illinois
right of publicity statute where he alleged that the defendants, direct
competitors in the apartment building management industry, used his
name in domain names, metatags and email user IDs for commercial
purposes); Ken Roberts Co. v. Go-To.Com, Case No. C 99-4774-THE, 2000
WL 33680439 (N.D. Cal. Feb. 8, 2000) (enjoining the defendant under the
Lanham Act and California’s right of publicity statute, Cal. Civil Code
§ 3344, from using the name of Ken Roberts, a well-known promoter of
educational services relating to commodity trading, or pictures of Mr.
Roberts that had been copied from the genuine kenroberts.net website, in
connection with its commodities trading site, including in metatags);
McGraw v. Salmon, Civil Action No. CV 98-2495R (MANx), 1998 WL
34088217 (C.D. Cal. June 30, 1998) (enjoining the use of the names of 27
country singers in metatags); see also Benjamin v. Bixby, No. 1:08cv1025
AWI DLB, 2009 WL 2171781 (E.D. Cal. July 21, 2009) (transferring to the
Western District of Michigan a suit by Andre Benjamin, also known as
Andre 3000, and related entities that owned rights to the OUTKAST
mark, where the defendant was alleged, among other things, to have used
Andre 3000’s name in metatags in violation of California’s right of public-
ity law).

15
McGraw v. Salmon, Civil Action No. CV 98-2495R (MANx), 1998

WL 34088217 (C.D. Cal. June 30, 1998).
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ther domain names or in metatags in a case brought by 27
popular country singers whose names had been registered as
domain names by the defendant. Given that search engines
today typically discount for the repeated use of names in
metatags, whether a claim would be actionable would likely
turn in part on whether the use in fact had any appreciable
impact.16 A state law right of publicity claim may be difficult
to maintain, however, where no injury can be shown (depend-
ing on which state law applies).17

12.03[7] Unfair Competition

In addition to state common law, state statutory and
federal Lanham Act claims, someone whose personal attri-
butes have been used for commercial purposes may be able
to assert unfair competition claims in certain limited
circumstances.1

12.04 Secondary Liability of Platforms, Marketplaces
and Service Providers—and the Preemption of
Third-Party Right of Publicity and Privacy
Claims Under the CDA/Telecommunications Act
of 1996

Site owners and service providers—including platforms,
marketplaces, mobile app providers, website and blog own-
ers and operators and others (including individuals)—may
be immune from third-party (or vicarious) liability for com-
mon law and state statutory privacy and right of publicity
claims, for republishing or distributing content online,1 or for
taking any action voluntarily taken in good faith to restrict
access to or availability of material that the provider or user

16
See supra § 9.10.

17
See, e.g., Einhorn v. Mergatroyd Productions, 426 F. Supp. 2d 189,

194-95 (S.D.N.Y. 2006) (holding that the plaintiff could not state a claim
for a right of publicity violation under New York law where he alleged
that defendant’s metatag stuffing caused people searching for his name to
be directed to other websites but he could not allege any injury); see gener-
ally supra § 9.03[C] (analyzing metatags in greater detail).

[Section 12.03[7]]
1
See, e.g., Fraley v. Facebook, Inc., 830 F. Supp. 2d 785, 810–14 (N.D.

Cal. 2011) (denying Facebook’s motion to dismiss an unfair competition
claim under California law in a case primarily based on an alleged right of
publicity violation).

[Section 12.04]
1
See 47 U.S.C.A. § 230(c)(1); see generally infra § 37.05.
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considers to be obscene, lewd, lascivious, filthy, excessively
violent, harassing, or otherwise objectionable, whether or
not such material is constitutionally protected,2 pursuant to
the Good Samaritan exemption created by the Telecom-
munications Act of 1996, which preempts state law3 and
precludes certain claims under federal law, but excludes
from the scope of preemption “any law pertaining to intel-
lectual property.”4 The scope of CDA immunity is analyzed
in depth in section 37.05 in chapter 37. Absent the avail-
ability of this immunity, intermediaries potentially may be
subject to secondary liability under standards that may be
determined by analogy to other secondary liability IP
principles and which may depend in part on the language of
any applicable state right of publicity statutes, as discussed
later in this subsection. In practice, a plaintiff may have dif-
ficulty establishing secondary liability for a right of publicity
violation.

The Good Samaritan exemption, also referred to as the
Communications Decency Act (CDA), which was part of a
broader law aimed at protecting minors from adult content,5

where applicable, preempts state law privacy6 claims brought
against interactive computer service providers against

2
See 47 U.S.C.A. § 230(c)(2)(A); see generally infra § 37.05[4].

347 U.S.C.A. § 230(e)(3).
447 U.S.C.A. § 230(e). By Congressional action in 2016, a claim under

the federal Defend Trade Secrets Act must be treated as a law that does
not pertain to intellectual property, and therefore a DTSA claim may be
precluded when brought against an interactive computer service provider
or user. 18 U.S.C.A. §§ 1833 note, 1836 note, 1839 note; Pub L. 114-153
§ 2(g), 130 Stat. 376, 382 (2016) (“This section and the amendments made
by this section shall not be construed to be a law pertaining to intellectual
property for purposes of any other Act of Congress.”); see generally supra
§ 10.12[2] (analyzing the statute); infra § 37.05[5][B] (analyzing the scope
of CDA immunity in cases pertaining to intellectual property). Congress
has not expressly opined on whether other causes of action, such as right
of publicity claims under state law, pertain to intellectual property within
the meaning of the CDA. See generally infra § 37.05[5][B].

5
See generally infra chapter 41 (addressing the CDA).

6
See, e.g., Caraccioli v. Facebook, Inc., 700 F. App’x 588 (9th Cir.

2017) (affirming dismissal of plaintiff’s claims for intrusion upon seclu-
sion, public disclosure of private facts and other torts “because the basis
for each of these claims is Facebook’s role as a ‘republisher’ of material
posted by a third party, and the claims are, therefore, barred by the Com-
munications Decency Act.”); Carafano v. Metrosplash.com. Inc., 339 F.3d
1119, 1125 (9th Cir. 2003); Doe v. Friendfinder Network, Inc., 540 F. Supp.
2d 288, 302–03 (D.N.H. 2008) (holding that the CDA preempted plaintiffs’
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(including blogs, websites, social networks, app providers,
and other Internet sites and services) for material posted by
users or other third parties. It also immunizes claims against
users who have merely republished someone else’s (otherwise
actionable) material online, although it does not exempt the
direct liability of the person originally responsible for the
material subsequently posted or republished.

The CDA also has been held to preempt state law right of
publicity claims, but the law is not uniform on that point
because of differing interpretations of the CDA’s exclusion
for “any law pertaining to intellectual property . . . .”7

The Ninth Circuit has narrowly construed the exclusion in
section 230(e)(2) for “any law pertaining to intellectual prop-
erty” to only exclude certain federal intellectual property
laws and not reach claims arising under state law.8 The
Ninth Circuit has even held that a false advertising claim
under the federal Lanham Act was not a law “pertaining to
intellectual property” because the claim at issue was not
based on a trademark.9 Courts that follow this approach,

privacy claims (for intrusion on her solitude, public disclosure of private
facts and false light), but did not preempt her right of publicity claim);
Parker v. Google, Inc., 422 F. Supp. 2d 492, 500–01 (E.D. Pa. 2006), aff’d,
242 F. App’x 833 (3d Cir. 2007), cert. denied, 552 U.S. 156 (2008); Barrett
v. Fonorow, 343 Ill. App. 3d 1184, 799 N.E.2d 916 (Ill. App. 2003) (false
light invasion of privacy and defamation); see generally supra § 37.05[1].
Privacy claims under the U.S. Constitution of course would not be
preempted by a federal statute, but those rights and remedies would not
be applicable in the matters addressed by this chapter. See infra § 26.06
(analyzing constitutional rights to privacy).

747 U.S.C.A. § 230(e)(2); see generally infra § 37.05[5][B].
8
See Perfect 10, Inc. v. CCBill LLC, 488 F.3d 1102 (9th Cir.), cert.

denied, 522 U.S. 1062 (2007) (holding that the CDA preempted a state
right of publicity claim); see also Enigma Software Group USA, LLC v.
Malwarebytes, Inc., 946 F.3d 1040, 1052-54 (9th Cir. 2019) (further
elaborating on why the term any law pertaining to intellectual property
should be construed to apply only to federal claims).

As noted in an earlier footnote in this subsection, the Defend Trade
Secrets Act, unlike other federal IP laws, may not be treated as a law
“pertaining to intellectual property” within the meaning of 47 U.S.C.A.
§ 230.

9
See Enigma Software Group USA, LLC v. Malwarebytes, Inc., 946

F.3d 1040, 1052-54 (9th Cir. 2019) (holding that a false advertising claim
under the Lanham Act was not a law “pertaining to intellectual property”
under section 230(e); “even though the Lanham Act is known as the federal
trademark statute, not all claims brought under the statute involve
trademarks.”), cert. denied, 141 S. Ct. 13 (2020); see also Marshall’s
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both inside and outside the Ninth Circuit, will find state
right of publicity claims brought against intereactive com-
puter service providers over third party content to be immu-
nized by the CDA.10

By contrast, the Ninth Circuit’s analysis has been criticized
as inconsistent with the plain terms of the CDA in two
district court opinions from the First and Second Circuits.

In Doe v. Friendfinder Network, Inc.,11 a district court in
New Hampshire dismissed as preempted privacy and other
state law claims brought against AdultFriendFinders, an
adult social network and dating service, by a person whose
name and attributes had been used in a phony profile posted
on that service. The court, however, denied the defendant’s
motion to dismiss claims for false advertising and false
designation of origin under the Lanham Act and violations

Locksmith Service Inc. v. Google, LLC, 925 F.3d 1263 (D.C. Cir. 2019) (af-
firming dismissal of the Lanham Act false advertising claims of 14
locksmith companies, which alleged that Google, Microsoft, and Yahoo!
had conspired to “flood the market” of online search results with informa-
tion about so-called “scam” locksmiths, in order to extract additional
advertising revenue, based on CDA immunity, where plaintiffs’ theory of
liability was premised on third party content (from the scam locksmiths)
and defendants merely operated neutral map location services that listed
companies based on where they purported to be located, in an opinion that
did not address the exclusion for matters “pertaining to intellectual prop-
erty” set forth in section 230(e)(2)).

10
See, e.g., Callahan v. Ancestry.com, Inc., Case No. 20-cv-08437-LB,

2021 WL 783524, at *5-6 (N.D. Cal. Mar. 1, 2021) (dismissing plaintiffs’
California right of publicity claim under Cal. Civ. Code § 3344, and claims
for intrusion upon seclusion, unjust enrichment and unlawful and unfair
business practices under Cal. Bus. & Prof. Code § 17200, arising out of
defendant’s use of their yearbook photos and related information in its
subscription database, based on CDA immunity pursuant to 47 U.S.C.A.
§ 230(c)(1)); Ripple Labs Inc. v. YouTube LLC, Case No. 20-cv-02747-LB,
2020 WL 6822891, at *6-7 (N.D. Cal. Nov. 20, 2020) (dismissing right of
publicity and unfair competition claims arising out of YouTube’s alleged
failure to remove impersonations of Ripple’s cryptocurrency enterprise
from its video-sharing platform); Hepp v. Facebook, Inc., 465 F. Supp. 3d
491, 497-501 (E.D. Pa. 2020) (dismissing, as barred by the CDA, plaintiff
newscaster’s right of publicity and defamation claims against social media
platforms for users’ postings of her unauthorized image in salacious
contexts); Joude v. WordPress Foundation, No. C 14–01656 LB, 2014 WL
3107441, at *7 (N.D. Cal. July 3, 2014) (applying Perfect 10 in granting
judgment on the pleadings for Automattic on plaintiff’s right of publicity
claim arising from user content).

11
Doe v. Friendfinder Network, Inc., 540 F. Supp. 2d 288 (D.N.H.

2008).
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of the plaintiff’s right of publicity under New Hampshire
law. Judge LaPlante ruled that the language of section
230(e)(2) was clear and did not suggest any limitation to
federal intellectual property law. Further, the use of the
expansive modifier any offered no indication that Congress
intended a limiting construction of the statute.12 He wrote
that “[t]he Ninth Circuit made no attempt to reckon with the
presence of the term ‘any’—or for that matter, the absence of
the term ‘federal’—in § 230(e)(2) when limiting it to federal
intellectual property laws.”13

In Atlantic Recording Corp. v. Project Playlist, Inc.,14

Southern District of New York (and thereafter Second
Circuit) Judge Denny Chin reached the same conclusion as
Judge LaPlante, in denying defendant’s motion to dismiss
state law claims for common law copyright infringement and
unfair competition under New York law. Project Playlist, a
site that created links to music files found on the Internet,
had been sued by major record labels for copyright infringe-
ment and state law claims.

Judge Chin held that the plain text of section 230(e) was
clear in excluding any law pertaining to intellectual property
and characterized the Ninth Circuit’s ruling in Perfect 10 as
rooted “not in the text of the statute but the public policy
underlying it.”15

Given the sharp divergence between the Ninth Circuit’s
analysis, on the one hand, and the Friendfinder and Project
Playlist cases on the other, courts in other parts of the
country may be disinclined to find right of publicity claims

12
See Doe v. Friendfinder Network, Inc., 540 F. Supp. 2d 288, 299

(D.N.H. 2008). He wrote that “[s]tatutory interpretation begins with the
language of the statute. Where . . . that language is clear and ambiguous,
the inquiry is at an end.” Doe v. Friendfinder Network, Inc., 540 F. Supp.
2d 288 (D.N.H. 2008), quoting Ruiz v. Bally Total Fitness Holding Corp.,
496 F.3d 1, 8 (1st Cir. 2007), citing U.S. v. Ron Pair Enterprises, Inc., 489
U.S. 235, 241 (1989).

13
Doe v. Friendfinder Network, Inc., 540 F. Supp. 2d 288, 299 (D.N.H.

2008).
14

Atlantic Recording Corp. v. Project Playlist, Inc., 603 F. Supp. 2d
690 (S.D.N.Y. 2009).

15
Atlantic Recording Corp. v. Project Playlist, Inc., 603 F. Supp. 2d

690, 703 (S.D.N.Y. 2009) (characterizing Project Playlist’s argument, which
“relie[d] heavily” on Perfect 10); see also UMG Recordings, Inc. v. Escape
Media Group, Inc., 948 N.Y.S. 881, 888–89 (N.Y. Sup. 2012) (following
Project Playlist in granting plaintiff’s motion to dismiss the defendant’s
CDA affirmative defense in a common law copyright case).
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necessarily preempted, at least at an early stage in the
proceedings, and have found ways to decide pending motions
without having to reach the issue.16

16
See, e.g., Doe No. 1 v. Backpage.com, LLC, 817 F.3d 12, 26-27 & n.9

(1st Cir. 2016) (affirming dismissal of plaintiff’s Massachusetts and Rhode
Island right of publicity claims because there was no basis to infer that
Backpage appropriated the commercial value of underage girls whose im-
ages were displayed in sex trafficking ads found on the site, where a
publisher is merely a conduit and the party who actually benefits from the
misappropriation was the advertiser, but noting the split of authority over
whether the CDA preempts right of publicity claims and plaintiff’s argu-
ment that a right of publicity claim properly should not be thought of as
an intellectual property claim), cert. denied, 137 S. Ct. 622 (2017); Obado
v.Magedson, Civil No. 13-2382 (JAP), 2014 WL 3778261, at *7 & n.5
(D.N.J. July 31, 2014) (noting the Ninth Circuit’s position but finding that
the plaintiff failed to state a claim for a right of publicity violation and
therefore it was unnecessary to decide whether the claim was excluded
from CDA preemption), aff’d on other grounds, 612 F. App’x 90, 92 (3d Cir.
2015); Nieman v. Versuslaw, Inc., No. 12-3104, 2012 WL 3201931, at *8
(C.D. Ill. Aug. 3, 2012) (writing in dicta that plaintiff’s right of publicity
claim would not be barred by the CDA, but granting defendant’s motion
on other grounds), aff’d, 512 F. App’x 635 (7th Cir. 2013); Amerigas
Propane, L.P. v. Opinion Corp., Civil Action No. 12-713, 2012 WL 2327788,
at *13 n.10 (E.D. Pa. June 19, 2012) (declining to consider whether
plaintiff’s claims arose from laws that pertain to intellectual property and
were therefore excluded from CDA preemption because the court found
that plaintiff adequately alleged that the claims arose from the defendant’s
own conduct to justify denying defendant’s motion to dismiss); Gauck v.
Karamian, 805 F. Supp. 2d 495, 499 n.3 (W.D. Tenn. 2011) (assuming, for
purposes of plaintiff’s motion for preliminary injunction, that plaintiff’s
Tennessee right of publicity claim fell within the CDA’s statutory exclu-
sion for claims that arise “from any law pertaining to intellectual prop-
erty”); Parisi v. Sinclair, 774 F. Supp. 2d 310 (D.D.C. 2011) (declining “to
extend the scope of the CDA immunity as far as the Ninth Circuit . . . ,”
but nonetheless dismissing plaintiff’s right of publicity claim as barred by
the newsworthiness exception); Stayart v. Yahoo! Inc., 651 F. Supp. 2d 873
(E.D. Wis. 2009) (declining to exercise supplementary jurisdiction over
state law claims and explaining in dicta the split of authority on the issue
of whether a right of publicity claim based on third party content is
preempted by the CDA), aff’d on other grounds, 623 F.3d 436 (7th Cir.
2010).

Stayart involved claims brought under Wisconsin law, which recog-
nizes a common law tort for appropriation of a person’s name or likeness
and a statutory right based on “use, for advertising purposes or purposes
of trade, of the name, portrait, or picture of any living person, without
having first obtained the written consent of the person.” 651 F. Supp. 2d
at 887, quoting Wis. Stat. Ann. § 995.50(2)(b). Chief Judge Rudolph Rada
noted that a right of publicity claim “is really an offshoot of the more gen-
eral ‘appropriation’ tort, which compensates bruised feelings” or other
injuries to the “psyche,” whereas the right of publicity “takes the next
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Even under in the narrow (Ninth Circuit) view of the
exclusion for “any law pertaining to intellectual property,”
CDA immunity will only apply where third party content is
at issue and the other elements of section 230(c) have been
met. Where the content or conduct alleged to have violated a
party’s publicity rights was created or developed by a site or
service, for example, rather than its users or some other
third party, the CDA will be inapplicable. Thus, for example,
Fraley v. Facebook, Inc.,17 Judge Lucy Koh of the Northern
District of California held that Facebook was not entitled to
CDA immunity in a right of publicity case where the
plaintiffs alleged that Facebook displayed user images next
to brands that users had “liked” as a form of endorsement on
their friend’s profile pages. Specifically, plaintiffs alleged
that Facebook created, rather than merely edited user

logical step” and gives individuals the “right of control over commercial
use of one’s identity . . . regardless of the infliction of emotional distress.”
651 F. Supp. 2d at 887, quoting J. Thomas McCarthy, The Rights of Public-
ity and Privacy §§ 5.60, 5.67 (2d ed. 2008). Writing in dicta, Judge Rada
explained that “the distinction between an appropriation theory and a
right of publicity theory is . . . relevant to CDA immunity.” 651 F. Supp.
2d at 887. Even though Judge Rada previously had ruled that Yahoo! was
entitled to CDA immunity, he wrote that a right of publicity claim “is gen-
erally considered an intellectual property claim, . . . which implicates
that exception In § 230(e)(2).” 651 F. Supp. 2d at 887–88.

On remand from the Seventh Circuit, the district court dismissed
plaintiff’s complaint for failing to meet the amount in controversy require-
ment for diversity jurisdiction. In the alternative, the court held that use
of a name to search for information found on Internet sites does not involve
use for advertising or trade under Wisconsin law and is protected as a
matter of public record. In addition, the court concluded that the fact that
a search for plaintiff’s name plus the drug Levitra yielded search results
showed, at most, that third parties used her name, not Yahoo!. See Stayart
v. Yahoo! Inc., No. 10C0043, 2011 WL 3625242 (E.D. Wis. Aug. 17, 2011).
The court declined to reach the issue of the potential applicability of the
CDA.

Stayart also was unsuccessful in her subsequent suit against
Google. See Stayart v. Google Inc., 710 F. Supp. 2d 719 (7th Cir. 2013) (af-
firming dismissal of plaintiff ’s misappropriation claims arising out of the
alleged use of her name in conjunction with searches for an erectile
dysfunction drug because plaintiff made the search request a matter of
public interest by suing Yahoo! over it in 2010 and therefore the fact that
algorithms generated the suggestion to search for the drug Levitra when
plaintiff ’s name was input into the search engine or displayed sponsored
link advertisements for the drug was shielded from liability by the
incidental use exception); see generally supra § 9.09 (search engine
liability).

17
Fraley v. Facebook, Inc., 830 F. Supp. 2d 785 (N.D. Cal. 2011).
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content by “mistranslating” a member’s actions, such as
clicking on a “Like” button on a company’s Facebook page,
into the words “Plaintiff likes [Brand]” and combining that
text with plaintiff’s photograph, the company’s logo and the
label “Sponsored Story.” In denying Facebook’s motion to
dismiss, Judge Koh ruled that Facebook’s alleged actions in
creating Sponsored Stories went beyond a publisher’s
traditional editorial functions “such as deciding whether to
publish, withdraw, postpone or alter content.”18 Judge Koh
emphasized that plaintiffs did not allege merely that
Facebook edited user content—“such as by correcting spell-
ing, removing obscenity or trimming for length.”19 Rather,
she explained that plaintiffs alleged “not only that Facebook
rearranged text and images provided by members, but more-
over that by grouping such content in a particular way with
third-party logos, Facebook transformed the character of
Plaintiffs’ words, photographs, and actions into a commercial
endorsement to which they did not consent.”20

The CDA Good Samaritan exemption is exhaustively
analyzed in section 37.05. Its potential impact on right of
publicity claims is examined in substantially greater detail
in section 37.05[5][B].

Where the CDA is inapplicable, courts nonetheless may be
reluctant to hold site owners or service providers liable for
privacy and publicity violations by their users (as distin-
guished from suits against the users themselves).21 In Doe v.
GTE Corp.,22 for example, the Seventh Circuit affirmed dis-
missal of a suit brought by college athletes who were secretly
video-recorded in locker rooms, bathrooms and showers,
against the companies that provided Internet access and
Web hosting services to sites that sold copies of these videos.

18
Fraley v. Facebook, Inc., 830 F. Supp. 2d 785, 802 (N.D. Cal. 2011),

quoting Batzel v. Smith, 333 F.3d 1018, 1031 n.18 (9th Cir. 2003).
19

Fraley v. Facebook, Inc., 830 F. Supp. 2d 785, 802 (N.D. Cal. 2011),
quoting Fair Housing Council v. Roommate.Com, LLC, 521 F.3d 1157,
1169 (9th Cir. 2008) (en banc).

20
Fraley v. Facebook, Inc., 830 F. Supp. 2d 785, 802–03 (N.D. Cal.

2011); see generally infra §§ 37.05[3][D][iii], 37.05[5][B] (analyzing the
case).

21It is often difficult to know who the person responsible is when ma-
terial is posted online. Satellite litigation to compel the disclosure of the
identity of anonymous or pseudonymous Internet tortfeasors or infringers
often must be brought. See supra § 37.02.

22
Doe v. GTE Corp., 347 F.3d 655 (7th Cir. 2003).
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The court found that plaintiffs had not shown that the web
hosting company defendants had any legal obligation under
applicable state law to investigate their clients’ activities
and cut off those customers who were selling hurtful materi-
als and the plaintiffs could not state claims under the
Electronic Communications Privacy Act.23

In Perfect 10, Inc. v. Visa International Service Associa-
tion,24 the Ninth Circuit affirmed dismissal of claims for
vicarious liability under California’s unfair competition, false
advertising and right of publicity laws for infringing images
sold by websites that used Visa for payment processing ser-
vices for the transactions because Visa “lack[ed] sufficient
control or personal involvement in the infringing activities
to be [held] liable.”25

In Doe No. 1 v. Backpage.com, LLC,26 the First Circuit, af-
ter holding the CDA applicable to a range of claims brought
by minor victims of sexual abuse who asserted that they
were injured because of Backpage’s alleged practices in al-
lowing those who abused them to advertise their availability
in Backpage’s “Escorts” section of its website, upheld dis-
missal of their Massachusetts and Rhode Island statutory
right of publicity claims against Backpage because the
statutes in question27 only authorize liability on persons or
entities who deliberately use another person’s image for com-
mercial gain. The appellate court, in affirming dismissal of
plaintiffs’ claims, held that there was no basis to infer that
Backpage appropriated the commercial value of the appel-

2318 U.S.C.A. §§ 2511, 2520.
24

Perfect 10, Inc. v. Visa Int’l Service Ass’n, 494 F.3d 788 (9th Cir.
2007), cert. denied, 553 U.S. 1079 (2008).

25
Perfect 10, Inc. v. Visa Int’l Service Ass’n, 494 F.3d 788, 809 (9th Cir.

2007), cert. denied, 553 U.S. 1079 (2008).
26

Doe No. 1 v. Backpage.com, LLC, 817 F.3d 12, 26-28 (1st Cir. 2016),
cert. denied, 137 S. Ct. 622 (2017).

27
See Mass. Gen. Laws ch. 214, § 3A (“Any person whose name,

portrait or picture is used within the commonwealth for advertising
purposes or for the purposes of trade without his written consent may
bring a civil action . . . against the person so using his name, portrait or
picture, to prevent and restrain the use thereof; and may recover damages
for any injuries sustained by reason of such use.”); R.I. Gen. Laws § 9-1-
28(a) (“Any person whose name, portrait, or picture is used within the
state for commercial purposes without his or her written consent may
bring an action . . . against the person so using his or her name, portrait,
or picture to prevent and restrain the use thereof, and may recover dam-
ages for any injuries sustained by reason of such use.”).
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lants’ images. It explained:
Although Backpage does profit from the sale of advertisements,
it is not the entity that benefits from the misappropriation. A
publisher like Backpage is “merely the conduit through which
the advertising and publicity matter of customers” is conveyed,
Cabaniss v. Hipsley, 114 Ga. App. 367, 151 S.E.2d 496, 506
(1966), and the party who actually benefits from the misappro-
priation is the advertiser.28

Similarly, in Parisi v. Sinclair,29 the court declined “to
extend the scope of the CDA immunity as far as the Ninth
Circuit . . . ,” but nonetheless dismissed plaintiff’s right of
publicity claim as barred by the newsworthiness exception
analyzed below in section 12.05[4][B]. In that case, the porn
industry owner of WhiteHouse.Com had sued Sinclair and
various booksellers over various assertions Sinclair had
made in promotional material and elsewhere for a book al-
legedly detailing his experiences taking drugs with then-
Presidential candidate Barak Obama.

In Gauck v. Karamian,30 the court assumed, for purposes
of plaintiff’s motion for a preliminary injunction, that
plaintiff’s publicity rights claim fell within the CDA’s statu-
tory exclusion for claims that arise “from any law pertaining
to intellectual property” but nonetheless denied the motion
based on the plaintiff’s inability to show she was likely to
prevail on the merits, at least at the stage in the proceedings.
The plaintiff, a local television news reporter, had sued the
owners of DirtyWorld.Com, which solicited user material
and added its own commentary to the material. Plaintiff
objected to posts of photos of herself (as well as photos of a
naked woman falsely attributed to her) and related commen-
tary, which she alleged was used by defendants to advertise
and draw additional traffic to the site. Tennessee’s right of
publicity statute, in contrast to many others, proscribes only
unauthorized use of another’s name or likeness in
advertising.31 In denying plaintiff’s motion, the court noted
that the plaintiff had “suggested, at most, a currently

28
Doe No. 1 v. Backpage.com, LLC, 817 F.3d 12, 27 (1st Cir. 2016),

cert. denied, 137 S. Ct. 622 (2017). The court acknowledged that “matters
might be different if Backpage had used the pictures to advertise its own
services,” in which case it potentially could be held directly liable, “but the
appellants proffer[ed] no such claim.” Id.

29
Parisi v. Sinclair, 774 F. Supp. 2d 310 (D.D.C. 2011).

30
Gauck v. Karamian, 805 F. Supp. 2d 495 (W.D. Tenn. 2011).

31Tenn. Code Ann. § 27-25-1105(a); Gauck v. Karamian, 805 F. Supp.
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unsubstantiated connection between the general use of ce-
lebrity personas on the site and an increase in traffic and/or
advertising revenue.”32

In Cross v. Facebook, Inc.,33 an intermediate appellate
court in California reversed the lower court’s order denying
Facebook’s anti-SLAPP motion,34 seeking dismissal of
plaintiff’s claims under California’s right of publicity statute,
for alleged common law right of publicity violations, and for
unfair competition based on an alleged right of publicity
violation, arising out of Facebook’s display of advertising on
pages critical of and threatening to the recording artist-
plaintiff. The appellate court—which also affirmed dismissal
under the anti-SLAPP statute of plaintiff’s claims for breach
of written contract, negligent misrepresentation, and
negligent interference with prospective economic relations
(for allegedly failing to disable these pages)35—emphasized
that the pages at issue were created by third parties, not
Facebook, and the advertisements in question did not contain
his image.

In Ohio State University v. Redbubble, Inc.,36 the Sixth
Circuit framed potential liability for online markeplaces in
terms of their level of passivity or active involvement in
underlying transactions, in a case that also addressed (and
was influenced by) Lanham Act principles. In that case, the
appellate panel reversed the lower court’s order granting
summary judgment for Redbubble on OSU’s right of public-
ity claim alleging that Redbubble violated the rights of
publicity of former OSU football coach Urban Meyer, which
had been assigned by Meyer to OSU. Construing Ohio Rev.
Code Ann. §§ 2741.01(B) and 2741.02(A), which prohibit us-

2d 495, 500–01 (W.D. Tenn. 2011).
32

Gauck v. Karamian, 805 F. Supp. 2d 495, 503 (W.D. Tenn. 2011).
33

Cross v. Facebook, Inc., 14 Cal. App. 5th 190, 207-13, 222 Cal. Rptr.
3d 250, 264-69 (1st Dist. 2017).

34The California anti-SLAPP Statute authorizes dismissal with preju-
dice of claims that arise from “any act of [a] person in furtherance of the
person’s right of petition or free speech under the United States Constitu-
tion or the California Constitution in connection with a public issue.” Cal.
Code Civil Procedure § 425.16(b)(1); see generally infra § 37.02[3] (analyz-
ing the statute and its impact on internet sites and services).

35
See Cross v. Facebook, Inc., 14 Cal. App. 5th 190, 207, 222 Cal.

Rptr. 3d 250, 263-64 (1st Dist. 2017).
36

Ohio State University v. Redbubble, Inc., 989 F.3d 435 (6th Cir.
2021).
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ing a persona in connection with a product, advertising a
product, or soliciting the purchase of a product,37 the Sixth
Circuit, in finding a factual dispute precluding summary
judgment, explained that “[e]ven granting Redbubble’s posi-
tion that it passively gives independent third parties a
platform to sell goods and then connects them to manufactur-
ers and shippers, its website still markets the offending
goods, brings those novel trademark-infringing products into
being, and then sells those products.”38

The Sixth Circuit panel in OSU v. Redbubble described
the “main theme” of the case as whether goods sold on
Redbubble’s marketplace could be classified as Redbubble
products, drawing a distinction with “passive facilitators in
online marketplaces” such as eBay and Amazon.39 The appel-
late panel explained:

Redbubble differs from Amazon in how it creates products. As
mentioned above, Redbubble classifies goods bought on its
platform as “Redbubble products” designed by “independent
artists.” . . . These products are sometimes adorned with
Redbubble images and Redbubble marketing materials. Un-

37To state a claim for a violation of the right of publicity under Ohio
law, the defendant must have used an “aspect of an individual’s persona
for a commercial purpose.” Ohio Rev. Code Ann. § 2741.02. Commercial

purpose is defined to mean

the use of or reference to an aspect of an individual’s persona in any of the fol-
lowing manners:

(1) On or in connection with a place, product, merchandise, goods, services,
or other commercial activities not expressly exempted under this chap-
ter;

(2) For advertising or soliciting the purchase of products, merchandise,
goods, services, or other commercial activities not expressly exempted
under this chapter;

(3) For the purpose of promoting travel to a place;
(4) For the purpose of fundraising.

Id. § 2741.01(B).
38

Ohio State University v. Redbubble, Inc., 989 F.3d 435, 450 (6th Cir.
2021). The court referenced “trademark-infringing products” in construing
the Ohio right of publicity statute and presumably meant products alleged
to violate that statute. The court’s analysis, however, undoubtedly was
influenced by its parallel ruling on OSU’s trademark infringement claim,
in an earlier section of the opinion. Because the opinion was decided on a
motion for summary judgment, Redbubble did not contest that the
products at issue violated the Ohio right of publicity statute (or the
Lanham Act), focusing instead on its argument that Redbubble, as a
marketplace, could not be held liable for the actions of its sellers.

39
See Ohio State University v. Redbubble, Inc., 989 F.3d 435, 450 (6th

Cir. 2021).
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like Amazon’s model described in Almeida, which resembled a
conduit between buyers and booksellers, Redbubble integrates
itself in the product. In other words, Redbubble interweaves
its brand with the products it sells. For instance, its user
agreement tells vendors “you may offer your art for sale as
part of the sale of a physical product.” ( . . . User Agreement,
PageID 531 (emphasis added).) And, as explained above,
Redbubble acts as more than a passive facilitator in designing
and selling the products displayed on its marketplace. . . .

We agree that, to some degree, “Redbubble is just like a brick-
and-mortar store that sells custom-ordered goods selected from
a catalog of artwork and a catalog of goods, and then uses a
third party to fulfill and ship those orders.” (Univ. Mich., et al.
Amicus Brief at 18.) All told, the right-of-publicity claim turns
on how Redbubble’s business model differs from Amazon, eBay,
and other passive virtual marketplace operators. Even though
Redbubble didn’t design or upload images of products bearing
Meyer’s likeness, the record shows how Redbubble’s market-
place allows customers to buy a “Redbubble product” or a
“Redbubble garment.” (R. 39-1, Shook Aff., PageID 631
(“[Redbubble] put a lot of thought into how Redbubble products
are packaged.” (emphasis added).) And that differs from other
companies that our sister circuits have described as passive
facilitators in online marketplaces. So the cases Redbubble
cites to avoid right-of-publicity liability don’t apply.40

Under the Sixth Circuit’s analysis, “passive” marketplace
providers like eBay and Amazon could not be held liable for
user submissions that violate rights of publicity (or trade-
mark rights) of third parties. The district court, in granting
summary judgment for Redbubble, had credited the fact that
an unrelated third party performed back-end printing, while
RedBubble merely hosted a marketplace for buyers and sell-
ers and facilitated the transactions, ruling that “a transac-

40
Ohio State University v. Redbubble, Inc., 989 F.3d 435, 449-50 (6th

Cir. 2021). The Sixth Circuit distinguished the Eleventh Circuit’s ruling in
Almeida, writing:

We believe a case involving Amazon is most illustrative. In Almeida v.
Amazon.com, Inc., the Eleventh Circuit declined to hold Amazon liable for book
cover images that users uploaded onto its website. 456 F.3d 1316, 1326 (11th
Cir. 2006) (“Amazon’s use of book cover images closely simulates a customer’s
experience browsing book covers in a traditional book store. Thus, it is clear
that Amazon’s use of book cover images... is merely incidental to . . . internet
book sales.”). It did so because “Amazon [did] not make editorial choices as to
the book cover images it displays on its website.” Id. Instead, a third-party
book publisher using Amazon’s marketplace made that decision.

Ohio State University v. Redbubble, Inc., 989 F.3d 435, 449 (6th Cir. 2021).
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tional intermediary is not treated as a seller.”41 The Sixth
Circuit, however, did not consider the separate ownership of
the printers that supplied Redbubble’s print-on-demand busi-
ness to be fully dispositive given that disputed evidence sup-
ported OSU’s argument that Redbubble marketed products
printed through it’s marketplace as Redbubble products.

The Sixth Circuit’s opinion in OSU v. Redbubble does not
stand for the proposition that promoting a marketplace’s
own brand in connection with user images is determinative;
merely that it was sufficient to create a factual dispute under
Sixth Circuit law in a case involving a “sparse” factual rec-
ord,42 where a marketplace is more actively involved in prod-
uct manufacturing than Amazon or eBay.43

41
Ohio State University v. Redbubble, Inc., 369 F. Supp. 3d 840, 844

(S.D. Ohio 2019) (quoting GMA Accessories, Inc. v. BOP, LLC, 765 F. Supp.
2d 457, 464 (S.D.N.Y. 2011) (denying the trademark owner’s motion for
summary judgment on its claim for direct infringement against a
showroom that was “merely a broker, rather than a direct seller . . . ”
because there was no evidence that the defendant “took title to the
merchandise, maintained an inventory of merchandise, bore the risk of
loss or other traditional indicia of status as seller . . . ;” and denying
summary judgment on plaintiff’s claim of contributory infringement where
the evidence was disputed on whether BOP had received notice under Tif-
fany v. eBay)), rev’d, 989 F.3d 435 (6th Cir. 2021). Ohio State had not sued
Redbubble for contributory infringement, presumably because it could not
have established liability under Tiffany v. eBay.

42
Ohio State University v. Redbubble, Inc., 989 F.3d 435, 448 (6th Cir.

2021).
43

See Ohio State University v. Redbubble, Inc., 989 F.3d 435, 450-51
(6th Cir. 2021) (“It’s true that Redbubble facilitates the creation of goods
bearing OSU’s marks that would not have existed but for Redbubble. . . .
But even though we hold the district court erred by applying an overly
narrow reading of the Lanham Act and giving too cursory of a treatment
to OSU’s state-law claims, we are not certain that OSU, based on the rec-
ord established below, can establish that no issue of material fact exists
. . . .”). The Sixth Circuit explained, in a section addressing both the
Lanham Act and the Ohio right of publicity statute (but apparently refer-
ring in part to both by reference to the Lanham Act, and in part primarily
or exclusively to the Lanham Act):

Although the record shows that Redbubble sells “Redbubble products” and
“Redbubble garments” on its marketplace, unlike Amazon and other companies
that are not directly liable under the Lanham Act, it’s unclear what those
labels mean. To start, Redbubble’s User Agreement states that Redbubble
never takes title to those products. And third-party vendors upload the designs
for products sold on Redbubble’s marketplace. Given the murkiness about
Redbubble’s relationship to the trademark-infringing products, we conclude the
record below does not permit an informed ruling about whether Redbubble
“used” OSU’s marks under the Lanham Act. The factual gaps on this issue
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The liability of Internet sites and services for user content
and alleged misconduct is addressed more broadly (under
multiple theories of law) in chapter 49.

12.05 Defenses to Right of Publicity Claims

12.05[1] Overview

Unless licensed,1 authorized by the First Amendment or
statutory fair use provisions or not actionable because of
copyright preemption or another applicable defense, the un-
authorized use a person’s name, likeness or personal attri-
butes may lead to direct liability. Both privacy and publicity
claims may be tempered by statutory and/or constitutional
free speech and press rights. As addressed in the preceding
section, state law privacy and publicity claims based on
third-party conduct in cyberspace also may be preempted by
the Telecommunications Act of 1996 (although publicity
claims brought under the federal Lanham Act would not be
preempted).2

Publicity claims, unlike other forms of state privacy law,
also may be preempted by the Copyright Act or otherwise
limited by defenses such as the first sale doctrine (which has
not been universally recognized in publicity cases). The
defense of abandonment, although asserted in one prominent
case, appears to have at most only limited application to
publicity claims.

Website owners and other Internet publishers should

include: “facts regarding the precise nature of Redbubble’s contractual relation-
ships with third-party manufacturers and shippers”; “the precise degree to
which Redbubble is involved in” selecting and imprinting trademark-infringing
designs upon its products; “details as to Redbubble’s involvement in the process
for returning goods”; “detail[s] on how Redbubble characterizes its own ser-
vices”; and facts about “defenses to liability[,] such as possible fair use defenses
or defenses that confusion is not likely.” (Int’l Trademark Ass’n Amicus Br. at
17–23.) So even though the district court applied the Lanham Act too narrowly,
additional factfinding on remand would aid a decision about whether Redbubble
is liable under the standard explained above.

Id. at 451. Likewise, the statement that “you may offer your art for sale as
part of the sale of a physical product” could be understood to mean that
Redbubble merely sells or markets unbranded products and not an asser-
tion of ownership over user submissions.

The OSU v. Redbubble opinion is analyzed in connection with the
Lanham Act in sections 6.09[2], 6.10[1] and 49.06.

[Section 12.05[1]]
1
See supra § 12.03[5].

2
See supra § 12.04; infra § 12.05[2][C].
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ensure that content which they post or transmit does not
violate privacy and publicity rights, which generally are
defined through litigation. Celebrities and content owners,
in turn, must carefully evaluate which violations to chal-
lenge in cyberspace. As analyzed in section 12.07, cyberspace
presents both unique opportunities and particular pitfalls
that should be considered in seeking to resolve disputes
involving entertainers and entertainment properties.

12.05[2] Preemption

12.05[2][A] In General

As analyzed below in section 12.05[2][B], certain publicity
claims may be preempted by the Copyright Act. Both public-
ity and privacy claims based on state law theories of third-
party liability also may be preempted by the Telecommunica-
tions Act of 1996, which is addressed separately in section
12.04.

12.05[2][B] Copyright Preemption of Certain
Publicity Claims

State law publicity claims may be preempted by the Copy-
right Act if they seek relief that is equivalent to any of the
exclusive rights within the general scope of copyright law
(and do not allege at least one extra element).1 For example,

[Section 12.05[2][B]]
117 U.S.C.A. § 301; In re Jackson, 972 F.3d 25, 33-55 (2d Cir. 2020)

(holding, in an opinion written by Judge Leval, that 50 Cent’s Connecticut
common law right of publicity claim over the use of the sound of his voice
in a sampled excerpt from his song “In Da Club” in a mixtape entitled
Renzel Remixes, which Rick Ross released for free in 2015, in advance of
his then-upcoming commercial album, Black Market—“which is inevitable
in sampling [50 Cent]’s performance of his song . . .”—and reference to 50
Cent as the source of the sample, was both expressly and impliedly
preempted, because premised on reproduction); Dryer v. NFL, 814 F.3d
938, 942-44 (8th Cir. 2016) (affirming the lower court’s finding that former
NFL players’ right of publicity claims against the NFL for use of footage of
them playing football were preempted by the Copyright Act, where the
films were not advertisements for other products, and were expressive,
not commercial); Ray v. ESPN, Inc., 783 F.3d 1140 (8th Cir. 2015) (holding
that the right of publicity claim of a former professional wrestler over
ESPN’s re-telecast of films of his prior matches was preempted); Maloney
v. T3Media, Inc., 853 F.3d 1004, 1010-1020 (9th Cir. 2017) (holding
plaintiff’s right of publicity and related unfair competition claims
preempted); Jules Jordan Video, Inc. v. 144942 Canada Inc., 617 F.3d
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in Fleet v. CBS, Inc.,2 an intermediate state court in Califor-
nia held that an actor’s statutory claim for misappropriation
of his name, image, likeness or identity under Cal. Civil
Code § 3344 was preempted by the Copyright Act where the
only alleged exploitation occurred through the distribution of
the actor’s performance in a motion picture.

By contrast, a claim by social media influencers may not
be preempted if their allegation is misuse of their personas
and attributes, rather than copying.3

A number of suits have been brought by former athletes
over films or images in which third parties, such as the NFL
or NCAA, owned and licensed the copyright to a work in
which the athlete was featured. In Dryer v. NFL,4 for
example, the Eighth Circuit affirmed a lower court ruling
that former NFL players’ right of publicity claims against
the NFL for use of footage of them playing football were
preempted by the Copyright Act, where the films were not
advertisements for other products, and were expressive, not

1146, 1149–54 (9th Cir. 2010) (holding an adult video performer’s right of
publicity claim over the defendant’s copying and distribution of adult
videos owned by him or his company was preempted where the factual
basis for his claim was the unauthorized reproduction of his performance);
Laws v. Sony Music Entertainment, Inc., 448 F.3d 1134, 1136 (9th Cir.
2006) (holding a suit over sampled use of plaintiff’s voice in a Jennifer
Lopez song preempted where the claim was based on unauthorized
reproduction), cert. denied, 549 U.S. 1252 (2007); Fleet v. CBS, Inc., 50
Cal. App. 4th 1911, 58 Cal. Rptr. 2d 645 (2d Dist. 1996) (holding plaintiff’s
claim preempted where the only alleged exploitation occurred through the
distribution of the actor’s performance in a motion picture); see generally
supra § 4.18[1] (analyzing copyright preemption).

2
Fleet v. CBS, Inc., 50 Cal. App. 4th 1911, 58 Cal. Rptr. 2d 645 (2d

Dist. 1996).
3
See, e.g., O’Brien v. PopSugar Inc., No. 18-CV-04405-HSG, 2019 WL

462973, at *2-4 (N.D. Cal. Feb. 6, 2019) (remanding to state court claims
for right of publicity, contract inteference, unjust enrichment, and unfair
competition, arising out of PopSugar allegedly creating influencer profiles
on its website for each of the plaintiffs, which allegedly included their
personas, likenesses, logos, and blog titles, and which allegedly included
images from their Instagram posts, because these claims were not
preempted by the Copyright Act and arose under state law).

4
Dryer v. NFL, 814 F.3d 938, 942-44 (8th Cir. 2016); see also Ray v.

ESPN, Inc., 783 F.3d 1140 (8th Cir. 2015) (holding that the right of public-
ity claim of a former professional wrestler over ESPN’s re-telecast of films
of his prior matches was preempted).
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commercial. Similarly, in Maloney v. T3Media, Inc.,5 the
Ninth Circuit held that the right of publicity and related
unfair competition claims of former collegiate student-
athletes brought against a website that stored, hosted and
licensed photographs owned or controlled by the NCAA, was
preempted, explaining that “when a likeness has been
captured in a copyrighted artistic visual work and the work
itself is being distributed for personal use, a publicity-right
claim interferes with the exclusive rights of the copyright
holder, and is preempted by section 301 of the Copyright
Act.”6

In so ruling, the court in Maloney contrasted claims target-
ing “nonconsensual use of one’s name or likeness on merchan-
dise or in advertising . . . ,” which the appellate panel
explained would not be preempted.7 As an example of such a
claim, the court referenced the Third Circuit’s decision in
Facenda v. NFL Films, Inc.,8 in which that court had held
that the right of publicity claim of the narrator of several
films about the NFL was not preempted, where he had sued
over the repurposed use of clips that he had narrated, in
advertising for the “Madden NFL ‘06” videogame, where
what was alleged to have been taken was the plaintiff’s voice.

Right of publicity claims likewise generally are found not
to be preempted where a claim involves the unauthorized
release of a celebrity sex tape where the defendant seeks to
promote a celebrity’s name or likeness in connection with
the tape, rather than merely reproduce the work (which,
barring additional allegations, would likely be preempted).
For example, in Michaels v. Internet Entertainment Group,
Inc.,9 a publicity claim brought against the owner of an adult
website that had intended to show a videotape of actress
Pamela Anderson and musician Bret Michaels engaging in
sexual relations was held not to be preempted because—in
addition to intending to show the copyrighted videotape—
defendants were alleged to have used plaintiffs’ “names,
likenesses and identities on radio, television and the Internet

5
Maloney v. T3Media, Inc., 853 F.3d 1004 (9th Cir. 2017).

6
Maloney v. T3Media, Inc., 853 F.3d 1004, 1011 (9th Cir. 2017).

7
Maloney v. T3Media, Inc., 853 F.3d 1004, 1010-11 (9th Cir. 2017)

(emphasis in the original).
8
Facenda v. NFL Films, Inc., 542 F.3d 1007 (3d Cir. 2008).

9
Michaels v. Internet Entertainment Group, Inc., 5 F. Supp. 2d 823

(C.D. Cal. 1998).
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to advertise the imminent distribution of the tape . . . .
This conduct is unrelated to the elements of copyright in-
fringement, which are concerned only with the distribution
of the tape itself.”10

In general, publicity or other state law claims will not be
preempted by the Copyright Act where the plaintiff states a
claim of invasion of a state law right that is distinct from
potential copyright protection.11

Copyright preemption is analyzed more extensively in
section 4.18[1] in chapter 4.

12.05[2][C] Checklist for Evaluating Preemption
in Publicity Cases

The following checklist may be used by rights owners and
potential defendants to evaluate which of the three catego-
ries of potential claims (state common law, state statutory
and federal Lanham Act claims) could be preempted in
cyberspace:

E Is a claim based on third-party content re-published
online?

10
Michaels v. Internet Entertainment Group, Inc., 5 F. Supp. 2d 823,

837 (C.D. Cal. 1998).
11

See, e.g., Landham v. Lewis Galoob Toys, Inc., 227 F.3d 619, 622–24
(6th Cir. 2000) (holding a right of publicity claim not preempted where the
rights asserted were distinct from copyright protection; “Landham is not
claiming the right of publicity in order to gain rights in the telecast of his
performance, or to contest Fox’s right to create derivative works from its
copyrighted work in general. Rather, he claims that the toy [at issue, mod-
eled on the character he played in the movie predator] evokes his personal
identity—an ‘inchoate ‘idea’ which is not amenable to copyright protection
. . . .”); Downing v. Abercrombie & Fitch, 265 F.3d 994, 1000, 1005 (9th
Cir. 2001) (holding that a publicity claim based on Abercrombie & Fitch’s
use of a photo of competitors in a surf championship in Hawaii in 1965
which identified the plaintiffs by name without their consent and offered
for sale the same t-shirts offered by the plaintiffs in the photo was not
preempted because it was “not the publication of the photograph itself, as
a creative work of authorship” that was the basis for plaintiffs’ claim, but
rather the use of plaintiffs’ “likenesses and their names pictured in the
published photographs.”); Wendt v. Host Int’l, Inc., 125 F.3d 806, 810 (9th
Cir. 1997) (distinguishing Fleet as merely a case holding that a claim
under section 3344 would be preempted only where claimed exploitation
occurred through the actor’s performance; and ruling that plaintiffs’ claims
were not preempted because they were “not seeking to prevent Paramount
from exhibiting its copyrighted work in the Cheers series . . . . [They are
suing] for the invasion of rights . . . that are different in kind from
copyright infringement.”; internal quotes omitted), cert. denied, 531 U.S.
811 (2000).
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○ If so, the claim may be preempted by the Good
Samaritan exemption to the Telecommunications
Act of 1996 if based on state common law or
statutes.

○ Claims brought under the Lanham Act would not
be preempted (but although theoretically viable,
would be difficult to prove in most cases where
direct liability could not be successfully asserted).1

○ Claims based on a website owner’s own acts or
content (including potentially for developing user
material) would not be preempted.2

E Does a claim merely allege reproduction, distribution,
public performance, adaptation or public display of a
protected work by or featuring a celebrity?
○ If so, the claim may be preempted by the 1976

Copyright Act if brought under state law.
○ Claims brought under the Lanham Act alleging

consumer confusion, dilution (if available) or re-
lated unfair trade practices would not be
preempted.

12.05[3] Fair Use

Fair use is a defense to a Lanham Act suit where a use is
“otherwise than as a mark” or if the mark is used in good
faith to describe the goods or services of a party or its
geographic origin. Whether a commercial use of a mark is
fair will depend upon whether: (1) the allegedly infringing
good or service is one not readily identifiable without use of
the mark, (2) the mark is used only to the extent reasonably
necessary to identify the good or service, and (3) the user
has not done anything to suggest, in conjunction with use of
the mark, sponsorship or endorsement by the trademark
holder.1 In addition, in a dilution claim brought under 15
U.S.C.A. § 1125(c), any use of a mark deemed to be noncom-
mercial, identifying and parodying, criticizing, or comment-
ing upon the famous mark owner, in connection with news

[Section 12.05[2][C]]
1
See supra §§ 12.04, 6.10.

2
See supra § 12.04.

[Section 12.05[3]]
1
See, e.g., Abdul-Jabbar v. General Motors Corp., 85 F.3d 407, 412

(9th Cir. 1996).
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reporting or commentary or to identify another entity in
comparative commercial advertising or promotion, would not
be actionable under the Lanham Act.2

Likewise, similar to the incidental use defense to right of
publicity claims,3 nominative fair use is a judicial doctrine
that recognizes certain permissible uses. Nominative fair
use generally will be found nominative when (1) a mark is
used to describe the trademark holder, even if the goal of the
accused infringer is to describe its own product; or (2) if the
only practical way to refer to something is to use the
trademarked term.4 In the Ninth Circuit, which has the most
developed body of case law on nominative fair use, a use will
be deemed fair if (1) the goods or services identified are not
readily identifiable without use of the mark; (2) only so much
of the mark or marks are used as is reasonably necessary to
identify the product or service; and (3) the user does nothing
that would, in conjunction with the mark, suggest sponsor-
ship or endorsement by the trademark holder.5 Using a
trademarked name merely to sell merchandise featuring the
celebrity, absent other facts, is unlikely to be a fair use.6

The scope of fair use under the Lanham Act is analyzed
extensively in section 6.14.

Whether a use will be deemed non-commercial or fair
under the Lanham Act typically depends on the facts of a
given case. In Lamparello v. Falwell,7 for example, the
Fourth Circuit ruled that a defendant’s use of the domain

215 U.S.C.A. § 1125(c); see generally supra § 6.14.
3
See infra § 12.05[4][C].

4
Century 21 Real Estate Corp. v. Lendingtree, Inc., 425 F.3d 211, 214

(3d Cir. 2005).
5
New Kids on the Block v. News America Pub., Inc., 971 F.2d 302,

308 (9th Cir. 1992); see also Abdul–Jabbar v. General Motors Corp., 85
F.3d 407, 412 (9th Cir. 1996) (holding that the question of whether nomina-
tive fair use applied in a case brought by NBA star Kareem Abdul-Jabbar
presented fact issues precluding summary judgment).

6
See A.V.E.L.A., Inc. v. Estate of Marilyn Monroe, LLC, 364 F. Supp.

3d 291, 323 (S.D.N.Y. 2019) (denying plaintiffs’ summary judgment mo-
tion on the issue of fair use under the Lanham Act, based on arguments
that their use of the Marilyn Monroe trademark was merely descriptive or
functional, “as the AVELA Parties have used the likeness of Monroe to sell
their shirts, not to describe them. The image of Marilyn Monroe does not
describe a t-shirt; rather, the product being sold is a ‘Marilyn Monroe
t-shirt.’ ’’).

7
Lamparello v. Falwell, 420 F.3d 309 (4th Cir. 2005).
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name fallwell.com as a site critical of Reverend Jerry
Falwell, Sr. was not actionable under the Lanham Act
because the criticism site looked completely different from
Falwell’s, it did not offer similar goods and services, and its
criticism of Dr. Falwell’s views made it unlikely that there
would be any confusion about the sponsorship, affiliation or
endorsement of the site.8

By contrast, in Parks v. LaFace Records,9 the Sixth Circuit
reversed entry of summary judgment for the hip hop act
OutKast and LaFace Records, in a suit brought by Civil
Rights icon Rosa Parks over the use of her name as the song
title “Rosa Parks,” on an OutKast album. The district court
had ruled in favor of the defendants on Parks’ Michigan
right of publicity claim, finding the use symbolic.10 Applying
Rogers v. Grimaldi for the proposition that titles are
protected “unless they have no artistic relevance[,]” the Sixth
Circuit held, however, that factual issues precluded sum-
mary judgment where the defendants alleged that the title
was symbolic but the song in question did not appear to
have any connection to Rosa Parks. In so holding the appel-
late panel underscored that simply claiming that the title
was symbolic did not confer authority to use celebrity’s
name.11

8The case is significant for the Fourth Circuit’s effective rejection of
the initial interest confusion doctrine, which otherwise might have
resulted in a holding for the plaintiff. That aspect of the case is addressed
in chapter 7 in connection with both initial interest confusion and
consumer criticism sites. See supra §§ 7.08[2] (initial interest confusion),
6.10 (commercial use), 6.14 (fair use).

9
Parks v. LaFace Records, 329 F.3d 437 (6th Cir.), cert. denied, 540

U.S. 1074 (2003).
10

See Parks v. LaFace Records, 329 F.3d 437, 459-61 (6th Cir.), cert.
denied, 540 U.S. 1074 (2003).

11
See Parks v. LaFace Records, 329 F.3d 437, 454 (6th Cir.) (“crying

‘artist’ does not confer carte blanche authority to appropriate a celebrity’s
name. Furthermore, crying “symbol” does not change that proposition and
confer authority to use a celebrity’s name when none, in fact, may exist.”),
cert. denied, 540 U.S. 1074 (2003). The Sixth Circuit’s application of Rog-
ers v. Grimaldi—a test typically applied to artistic uses of trademarks—to
plaintiff’s Michigan right of publicity claim has been criticized by the
Third and Ninth Circuits, although it is a recognized defense under Oregon
and Michigan law based on Second and Sixth Circuit opinions, respectively.
See infra § 12.05[4] (discussing the circuit split).
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Similarly, in Diller v. Barry Driller, Inc.,12 a district court
rejected the defendant’s argument that its use of media exec-
utive Barry Diller’s name with the letter r added (Barry
Driller, Inc.) for a television streaming business that
competed with Diller’s company Aereo, constituted a nomina-
tive fair use parody. In rejecting the defense and preliminar-
ily enjoining the defendant from using “Barry Driller,” the
court noted that (1) nothing on defendant’s website estab-
lished a “clear distinction” between “Barry Driller” on the
one hand and “Barry Diller” on the other, (2) even if used as
a parody, “Barry Driller was used purely commercially as a
source-identifier to sell Internet streaming services, and (3)
visitors to barrydriller.com were not shown any information
to suggest that the website might be a parody.13

Some state laws expressly recognize speech-related defen-
ses to publicity claims. For example, California expressly
exempts from statutory protection “use of a name, voice,
signature, photograph, or likeness in connection with any
news, public affairs, or sports broadcast or account, or any
political campaign.”14 New York law provides analogous
exemptions under case law construing the First Amendment.
First Amendment protections analogous to fair use under
the Lanham Act are analyzed in section 12.05[4], including
in particular 12.05[4][D].

12.05[4] First Amendment Protections

12.05[4][A] Overview

Although the “fair use” defense applicable to Lanham Act

12
Diller v. Barry Driller, Inc., No. CV 12-7200 ABC (Ex), 104 U.S.P.

Q.2d 1676 (C.D. Cal. Sept. 10, 2012).
13

See Diller v. Barry Driller, Inc., No. CV 12-7200 ABC (Ex), 104
U.S.P.Q.2d 1676 (C.D. Cal. Sept. 10, 2012).

14Cal. Civ. Code §§ 3344(d), 3344.1(j); see supra § 12.03[2] (discussing
these exceptions and other incidental and news-related permissible uses).
These exemptions parallel recognized First Amendment rights analyzed in
§ 12.05[4].

These exemptions apply to claims based on statutory violations.
See, e.g., Browne v. McCain, 611 F. Supp. 2d 1062, 1069–70 & n.3 (C.D.
Cal. 2009) (holding that the fact that the statutory exception for uses in
connection with political campaigns might have provided a defense to
defendants’ unauthorized use of plaintiff’s song in a political advertise-
ment played on television and posted on YouTube had no bearing on
plaintiff’s common law right of publicity claim in a case where the plaintiff
did not assert a statutory claim).
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claims1 is not directly applicable to state privacy and public-
ity statutes or at common law, participants in the digital
economy (including website owners, app publishers, service
providers, and users) may be entitled to analogous (and
indeed potentially broader) protections under the First
Amendment. The two most commonly recognized exceptions
to state right of publicity and analogous laws protecting
personality rights involve: (1) matters deemed newsworthy
or which are in the public interest; or (2) incidental use in
an advertisement for a matter that is newsworthy or in the
public interest (or which otherwise constitutes protected
speech). These defenses are analyzed in section 12.05[4][B].
The Rogers v. Grimaldi test for artistic or other expressive
uses of a mark, which provides broad protection for
trademark-related publicity claims, is separately addressed
in section 12.03[3]. Analogous (but not coextensive) First
Amendment defenses have been recognized in state law right
of publicity cases, as described in section 12.05[4][D].

AFirst amendment protection also may be available for a
wide array of speech, including “rhetorical parody.”2 In
cyberspace, parody is frequently asserted as protected speech
and may qualify if it amounts to commentary in the public
interest. The broad sweep of First Amendment protection for
speech in the digital economy is analyzed in chapter 39.

In rights of publicity disputes, First Amendment protec-
tions may be incorporated (in whole or in part) in state
statutes or under case law. In the absence of statutory
authority or precedent, speech rights in a given jurisdiction
will be determined exclusively by the First Amendment. Al-

[Section 12.05[4][A]]
1
See supra §§ 6.14, 12.05[3].

2
See Milkovich v. Lorain Journal Co., 497 U.S. 1, 20 (1990); see also,

e.g., Flowers v. Carville, 310 F.3d 1118, 1133 n.14 (9th Cir. 2002) (“The
false light tort does not allow recovery for rhetorical hyperbole.”); Weyrich
v. New Republic, Inc., 235 F.3d 617, 628 (D.C. Cir. 2001) (holding that
First Amendment protections apply to the tort of false light invasion of
privacy); Pierce v. Warner Brothers Entertainment, Inc., 237 F. Supp. 3d
1375, 1378-81 (M.D. Ga. 2017) (dismissing defamation and false light
invasion of privacy claims brought by a real estate agent whose com-
mercial sign (which included her name and telephone number and the
name of her company) were shown on television in a segment of The Ellen
DeGeneres Show called “What’s Wrong with These Signs? Signs,” in which
the television host deliberately mispronounced the first name of the
plaintiff, Titi Pearce, to sound like a colloquial reference to a woman’s
breasts, as “rhetorical hyperbole”).
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though the First Amendment may limit the scope of the
privacy and publicity rights of celebrities, speech and press
rights cannot be used to destroy a person’s commercial inter-
est in exploiting her image.3

12.05[4][B] Public Interest or Newsworthy
Content

12.05[4][B][i] In general

The First Amendment protects third-party uses of the
names, likenesses or other attributes of celebrities or other
newsworthy figures for purposes of reporting or commenting
on matters of public interest or attracting attention to a
website as a news medium.1 The privilege “is defined broadly
to include not only matters of public policy, but any matter
of public concern, including the accomplishments, everyday
lives, and romantic involvements of famous people.”2 Matters
deemed to be “in the public interest” may be entitled to First
Amendment protection based on “the public’s right to know
and the freedom of the press to tell it . . . .”3 Among other
things, the use of public figures in parodies is one form of
social commentary potentially protected by the First
Amendment.4

3
See Zacchini v. Scripps-Howard Broadcasting Co., 433 U.S. 562,

578 (1977); infra § 12.05[4][B][ii].

[Section 12.05[4][B][i]]
1
See Michaels v. Internet Entertainment Group, Inc., 5 F. Supp. 2d

823, 838–39 (C.D. Cal. 1998).
2
Michaels v. Internet Entertainment Group, Inc., 5 F. Supp. 2d 823,

838 (C.D. Cal. 1998)-39 (C.D. Cal. 1998), citing Eastwood v. Superior
Court, 149 Cal. App. 3d 409, 422, 198 Cal. Rptr. 342, 350 (2d Dist. 1983);
see also, e.g., Cardtoons, L.C. v. Major League Baseball Players Ass’n, 95
F.3d 959, 968 (10th Cir. 1996) (Oklahoma law).

3
Dora v. Frontline Video, Inc., 15 Cal. App. 4th 536, 542, 18 Cal.

Rptr. 2d 790, 792 (2d Dist. 1993); see also Zacchini v. Scripps-Howard
Broadcasting Co., 433 U.S. 562, 574 (1977) (the right of publicity does not
prevent the reporting of newsworthy facts).

4
See, e.g., Cardtoons, L.C. v. Major League Baseball Players Ass’n, 95

F.3d 959, 968–69 (10th Cir. 1996) (parody trading cards of major league
baseball players that otherwise violated Oklahoma’s publicity statute and
did not fall within its “news” and “incidental use” exceptions, were none-
theless protected under the First Amendment). Among other things, the
Tenth Circuit noted that references to the comments or gestures of celebri-
ties are “an important part of our public vocabulary . . . .” that when
communicated as a parody may “not merely lampoon the celebrity, but ex-

12.05[4][A] E-COMMERCE AND INTERNET LAW

12-126

PAGE PROOFS - SUBJECT TO REVISION 
© 2022 Ian C. Ballon, www.IanBallon.net



The scope of permissible use of material involving a celeb-
rity or other public figure effectively is broader as a general
rule than for a private individual because even mundane
events involving a celebrity may be deemed newsworthy or
in the public interest. Likewise, the degree of leeway ac-
corded website publishers and others who disseminate news,
information and commentary will be wider than that ac-
corded an e-commerce venture that uses a celebrity’s name
or likeness for an unrelated commercial purpose. Thus, for
example, use of a person’s name by a search engine to gener-
ate search results of information found on websites has been
held not to be actionable.5 Similarly, the Mayor of New York
was unable to prevent use of his name on a city bus
advertisement for a commercial magazine with which he had
no affiliation,6 whereas a medical clinic was held not to have
a First Amendment right to use a picture of a private doctor

pos[e] the weakness of the idea or value that the celebrity symbolizes in
society.” Cardtoons, L.C. v. Major League Baseball Players Ass’n, 95 F.3d
959, 972 (10th Cir. 1996), citing in part Michael Madow, “Private Owner-
ship of Public Image: Popular Culture and Publicity Rights,” 81 Cal. L.
Rev. 127, 128 (1993).

The scope of a permissible parody under the First Amendment will
not be the same as under the Lanham Act, which incorporates additional
protections. As explained by the Tenth Circuit:

Trademark and copyright . . . have built-in mechanisms that serve to avoid
First Amendment concerns . . . . [P]roof of trademark infringement under the
Lanham Act requires proof of a likelihood of confusion, but, in the case of a
good trademark parody, there is little likelihood of confusion, since the humor
lies in the difference between the original and the parody. The Copyright Act of
1976 contains a similar mechanism, the fair use exception, which permits the
use of copyrighted material for purposes such as criticism and commentary
. . . . [Where a] right of publicity statute . . . does not provide a similar ac-
commodation for parody . . . we must . . . confront the First Amendment is-
sue directly.

95 F.3d at 970 -71. Perhaps because the law was so new at the time it was
writing, the Tenth Circuit in Cardtoons, L.C., omitted to note that likeli-
hood of confusion does not need to be shown in order to prevail in a dilu-
tion claim under the Lanham Act. Nevertheless, when Congress autho-
rized a federal claim for trademark dilution it also enacted specific fair
use provisions (codified at 15 U.S.C.A. § 1125(c)) that incorporate (and
expand upon) First Amendment speech and press rights. See supra §§ 6.11,
6.14.

5
See Stayart v. Yahoo! Inc., No. 10C0043, 2011 WL 3625242, at *3

(E.D. Wis. Aug. 17, 2011) (dismissing plaintiff’s claim, on remand, for fail-
ing to meet the amount in controversy requirement for diversity jurisdic-
tion and, in the alternative, because use of a name to search for informa-
tion found on Internet sites does not involve use for advertising or trade
under Wisconsin law and is protected as a matter of public record).

6
See New York Magazine, Inc. v. Metropolitan Transit Authority, 987
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not affiliated with its facility in a calendar paying homage to
the women’s movement that it used as an advertisement to
promote its clinic.7

Even people generally thought of as non-celebrities may
be unable to prevent publication or use of information about
them or their name or likeness if there is public interest
(even in limited circumstances or for narrow groups) in their
lifestyles or accomplishments. Thus, for example, surfer
Mickey Dora was unable to sustain a claim under California
law based on the unauthorized use of footage of him and
other famous surfers from Malibu Beach in the 1950s in the
“Legends of Malibu” video documentary.8 At least within
surfing circles, Dora effectively was deemed a public figure.

By contrast, in Fraley v. Facebook, Inc.,9 a putative class
action suit by Facebook users who alleged that their rights
of publicity had been violated when Facebook allegedly used
their names and images in connection with sponsored
advertisements for products or companies that they had
“Liked” on Facebook, the court accepted the premise that
plaintiffs were “local ‘celebrities’ within their own Facebook
social networks” making them “subjects of public interest

F. Supp. 254 (S.D.N.Y. 1997) (advertisement containing the logo for New
York Magazine and the slogan “Possibly the only good thing in New York
Rudy hasn’t taken credit for”), aff’d in relevant part, 136 F.3d 123 (2d Cir.
1998) (affirming entry of a preliminary injunction against the MTA, over
its refusal to run the ad on city buses, but dismissing the City as a
defendant). As if to underscore the point, Judge Shira Scheindlin begins
the opinion, employing characteristic New York-style humor, with the fol-
lowing rhetorical question and observation:

Who would have dreamed that the mayor would object to more publicity? But
that is what this case is all about. Our twice-elected mayor, whose name is in
every local newspaper on a daily basis, who is featured regularly on the cover
of weekly magazines, who chooses to appear in drag on a well-known national
TV show, and who many believe is considering a run for higher office, objects to
his name appearing on the side of city buses . . . . However, one who has
chosen to be mayor, and therefore to be the subject of daily commentary and
controversy, cannot avoid the limelight of publicity—good and bad.

987 F. Supp. at 256–57.
7
See 987 F. Supp. at 267–68 (supporting in part this analysis) &

Beverley v. Choices Women’s Medical Center, Inc., 78 N.Y.2d 745, 579
N.Y.S.2d 637 (1991).

8
See Dora v. Frontline Video, Inc., 15 Cal. App. 4th 536, 542, 18 Cal.

Rptr. 2d 790, 792 (2d Dist. 1993).
9
Fraley v. Facebook, Inc., 830 F. Supp. 2d 785 (N.D. Cal. 2011).
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among the same audience . . . .”10 The court found the
newsworthiness exception inapplicable to plaintiffs’ claim, at
least for purposes of a motion to dismiss at the outset of the
case, ruling that “even newsworthy actions may be subjects
of § 3344 [California statutory right of publicity] liability
when published for commercial rather than journalistic
purposes.”11

In Vrdolyak v. Avvo, Inc.,12 a court in Chicago dismissed a
putative class action suit brought by a lawyer who claimed
his right of publicity under the Illinois Right of Publicity Act
(IPRA)13 was violated by Avvo, a company that creates
profiles of lawyers throughout the United States without
their permission and then runs advertisements on the site
(primarily for other lawyers). Attorneys can “claim” their
Avvo profiles for free to make changes to the information
provided and add additional information, such as awards
they have received and cases they have tried. Lawyers who
purchase Avvo advertising have their advertisements (in the
form of a link to their profiles) displayed as “Sponsored List-
ings” on the profile pages of attorneys who do not pay Avvo
for advertising. The plaintiff alleged that by placing
advertisements for competing attorneys on his profile page
(as well as ads for Avvo’s own services), Avvo misappropri-
ated his identity in violation of the IPRA. The court,
however, viewed Avvo’s directory as akin to the yellow page
telephone directory, and protected as commercial speech.

Interpreting Indiana’s statutory newsworthiness excep-
tion,14 the Indiana Supreme Court opined, in response to a
question certified by the Seventh Circuit, that Indiana’s right
of publicity statute contained an exception for material with
newsworthy value that included online fantasy sports’ opera-
tors’ use of college players’ names, pictures, and statistics for
online fantasy contests, which caused the Seventh Circuit to
subsequently affirm the lower court’s ruling that FanDuel
and DraftKings, which operated fantasy sports websites and
mobile apps, were insulated from liability, by the “newswor-
thy value” exception, for their use of college players’ names,

10
Fraley v. Facebook, Inc., 830 F. Supp. 2d 785, 805 (N.D. Cal. 2011).

11
Fraley v. Facebook, Inc., 830 F. Supp. 2d 785, 805 (N.D. Cal. 2011).

12
Vrdolyak v. Avvo, Inc., 206 F. Supp. 1384 (N.D. Ill. 2016).

1375 Ill. Comp. Stat. Ann. §§ 1075/1 et seq.
14Ind. Code Ann. § 32-36-1-1(c).
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pictures, and statistics for online fantasy sports contests.15

In so ruling, the Indiana Supreme Court rejected the argu-
ment that the newsworthiness exception did not apply to
commercial uses. The court also declined to read the excep-
tion narrowly to apply to news broadcasters but not media
companies.16 The Indiana Supreme Court analogized defen-
dants’ use of players’ names, images, and statistics in
conducting fantasy sports competitions “to the publication of
the same information in newspapers and websites across the
nation.”17 The court explained:

We agree that, “it would be strange law that a person would
not have a first amendment right to use information that is
available to everyone.” C.B.C. Distribution and Marketing,
Inc. v. Major League Baseball, 505 F.3d 818, 823 (8th Cir.
2007). This information is not stripped of its newsworthy value
simply because it is placed behind a paywall or used in the
context of a fantasy sports game. On the contrary, fantasy
sports operators use factual data combined with a significant,
creative component that allows consumers to interact with the
data in a unique way. Although fictional salary values are as-
signed to players, this does not change the function of the
underlying data. It is difficult to find that the use of this
otherwise publicly available information is somehow drasti-
cally different such that it should be placed outside the defini-
tion of “newsworthy.”18

The Indiana Supreme Court likewise rejected the argu-
ment that the use of the players’ names, pictures, and
statistics could constitute unauthorized advertising. It held
that the statistics of college athletes was newsworthy,
observing somewhat wryly that fans of “collegiate sports
teams argue, debate, and commiserate over the statistical
value of each player and where his or her achievements fall

15
See Daniels v. FanDuel, Inc., 109 N.E.3d 390 (Ind. 2018); Daniels v.

FanDuel, Inc., 909 F.3d 876, 877-78 (7th Cir. 2018).
16

See Daniels v. FanDuel, Inc., 109 N.E.3d 390, 394 (Ind. 2018).
17

Daniels v. FanDuel, Inc., 109 N.E.3d 390, 395 (Ind. 2018).
18

Daniels v. FanDuel, Inc., 109 N.E.3d 390, 396-97 (Ind. 2018). In
C.B.C. Distribution and Marketing, Inc. v. Major League Baseball, 505
F.3d 818 (8th Cir. 2007), the Eighth Circuit affirmed summary judgment
for the plaintiff in a declaratory relief action, holding that the producer of
fantasy major league baseball games had the right to make unlicensed
use of names and statistics of players in its games. The court found that
the plaintiff used the players’ names as symbols for their identity, and for
profit, but held that its First Amendment right to use the players’ names
and statistical information took precedence over the players’ rights, under
Missouri law, to be protected from unauthorized publicity.
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in the history of football or basketball. Few activities invoke
such fervor among so many over so little.”19

While acknowledging that in particular cases a user could
violate a player’s publicity right, the court held that “when
informational and statistical data of college athletes is pre-
sented on a fantasy sports website—it would be difficult to
draw the conclusion that the athletes are endorsing any par-
ticular product such that there has been a violation of the
right of publicity.”20 Although “the unauthorized use of a
personality to advertise or promote a product likely lies
outside the scope of what is considered newsworthy . . . ,”
the Indiana Supreme Court agreed with other courts in
concluding that “[i]n the context of fantasy sports . . . the
risk of unauthorized advertising is minimal.”21

Although not addressed by either appellate panel, the
district court had also found that FanDuels’ and DraftKings’
use of factual data about collegiate athletes was permissible
pursuant to the public interest exception to Indiana’s right
of publicity statute, which exempts a use undertaken in con-
nection with the “broadcast or reporting” of an event.22

The newsworthiness privilege, which is intended to protect
people’s right to report on matters of public concern, means
that private individuals effectively may be treated for limited
purposes as “public figures” if they are involved in a
newsworthy event. Even accident victims may be unable to
prevent publication of reports of their accidents, rescue and
subsequent treatment as “private facts,” although they may
be able to maintain claims for intrusion if the coverage

19
Daniels v. FanDuel, Inc., 109 N.E.3d 390, 397 (Ind. 2018).

20
Daniels v. FanDuel, Inc., 109 N.E.3d 390, 397 (Ind. 2018).

21
Daniels v. FanDuel, Inc., 109 N.E.3d 390, 397 (Ind. 2018), citing

C.B.C. Distribution and Marketing, Inc. v. Major League Baseball, 505
F.3d 818, 824 (8th Cir. 2007) (holding that the use of statistics and like-
nesses of baseball players in a fantasy sports league does not implicate a
right of publicity for related advertising “because the fantasy baseball
games depend on the inclusion of all players and thus cannot create a
false impression that some particular player with ‘star power’ is endorsing
CBC’s products.”); CBS Interactive Inc. v. National Football League Players
Association, 259 F.R.D. 398, 419 (D. Minn. 2009) (reasoning that “[n]o one
seriously believes that the subjects of news reports are endorsing the
company that provides the report”).

22
See Daniels v. FanDuel, Inc., Case No. 1:16-cv-01230-TWP-DKL,

2017 WL 4340329, at *7-9 (S.D. Ind. Sept. 29, 2017) (quoting Ind. Code
Ann. § 32-36-1-1(c)(3)), aff ’d on other grounds, 909 F.3d 876 (7th Cir.
2018).
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extends to matters where they may have a legitimate
expectation of privacy (such as an inside view of an ambu-
lance or helicopter ride to the hospital or the contents of
discussions with a treating nurse).23

12.05[4][B][ii] Limitations on the
newsworthiness exception:
Zacchini v. Scripps-Howard
Broadcasting Co. and the Effect
of the Telecommunications Act of
1996

Although Americans have a First Amendment right to
report about a public person or newsworthy event, a third-
party may not destroy a publicity right under the guise of
news reporting, any more than it could infringe a copyright
on a book or short story.1 In Zacchini v. Scripps-Howard
Broadcasting Co.,2 the U.S. Supreme Court reversed a ruling
of the Ohio Supreme Court that had held that a television
broadcast of the entire performance of a “human cannonball”
act, against the performer’s wishes, was constitutionally
privileged to include matters of public interest in its
newscasts. The Court held that there was no First Amend-
ment protection to broadcast an entire performance, al-
though it noted that state legislatures were free to create

23
See, e.g., Shulman v. Group W Productions, Inc., 18 Cal. 4th 200,

228, 242, 74 Cal. Rptr. 2d 843, 861–62, 871 (1998) (upholding the entry of
summary judgment on plaintiffs’ claims for public disclosure of private
facts, but not on their claims for intrusion, in a case brought by accident
victims against a television producer who recorded and made a documen-
tary of their accident and rescue without their permission; the California
Supreme Court wrote that while the public has an interest in reports of
traffic accidents, rescues and subsequent medical treatment, the “broad
privilege the press enjoys for publishing truthful, newsworthy informa-
tion” does not allow reporters to “violate generally applicable laws in
pursuit of material” and does not justify “a highly offensive intrusion into
a private place, conversation, or source of information . . . to get good ma-
terial for a news story.”).

[Section 12.05[4][B][ii]]
1
See, e.g., Harper & Row Publishers, Inc. v. Nation Enterprises, 471

U.S. 539, 555–60 (1985) (holding that a magazine’s unauthorized publica-
tion of excerpts from President Ford’s then-forthcoming book constituted
copyright infringement, rather than a permissible fair use); see generally
infra § 39.02[1] (discussing the interplay between the First Amendment
and intellectual property rights).

2
Zacchini v. Scripps-Howard Broadcasting Co., 433 U.S. 562 (1977).
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such a statutory exemption.3 The Court distinguished cases
involving commercial rights such as Zacchini, where the
press appropriated the plaintiff’s state right of publicity,
from other types of privacy cases where, in suits brought by
public officials or public figures, the First Amendment
compels a higher burden of proof in order for a plaintiff to
maintain suit.4 The Court also emphasized that the exis-
tence of a state right to publicity does not prevent the
press—or by extension online content providers—from
reporting legitimate news stories where they do not com-
pletely appropriate a person’s right of publicity, as was the
case in Zacchini.

In light of the passage of the Telecommunications Act of
1996, it is possible that potential liability for the passive re-
transmission over the Internet of even an entire perfor-
mance, such as the one at issue in Zacchini, could be deemed
preempted by the Good Samaritan exemption.5 The primary
tortfeasor, in such case, would remain potentially liable.

12.05[4][B][iii] Newsworthiness in private fact
cases

The newsworthiness exception may be difficult to evaluate
in the context of a claim for public disclosure of private facts
brought by people who are not public figures. Indeed, the
California Supreme Court has characterized the task of
delineating the exact contours of the newsworthiness excep-
tion in such cases as “particularly problematic” because the
privilege has not received extensive consideration by the
U.S. Supreme Court and lower court interpretations are not
entirely consistent.1 Summarizing Supreme Court and Cali-
fornia case law, the California Supreme Court wrote that

3
Zacchini v. Scripps-Howard Broadcasting Co., 433 U.S. 562, 574–79

(1977).
4
Zacchini v. Scripps-Howard Broadcasting Co., 433 U.S. 562, 572–75

(1977); see supra § 12.02[7]; see generally infra § 37.03[2] (analyzing malice
under New York Times v. Sullivan in greater detail).

5
See 47 U.S.C.A. § 230(c); supra § 12.04; see generally infra § 37.05.

[Section 12.05[4][B][iii]]
1
See Shulman v. Group W Productions, Inc., 18 Cal. 4th 200, 216, 74

Cal. Rptr. 2d 843, 853 (1998). The difficulty in Shulman, as articulated by
the court, was the need to assess the scope of constitutional protection for
“the broadcast of embarrassing pictures and speech of a person who, while
generally not a public figure, has become involuntarily involved in an
event or activity of legitimate public concern.” Stated differently, the court
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courts must balance: (1) the “social value” of the publication
(because not all material that might attract readers or view-
ers is of legitimate public interest); and (2) the degree of the
intrusion into ostensibly private affairs and the extent to
which the plaintiff played an important role in public events.

The appropriate analysis ultimately may be fact-
dependent. For example, Los Angeles federal court Judge
Dean Pregerson ruled that the owner of an adult website
could not show its subscribers a forty-five-minute videotape
of actress Pamela Anderson Lee engaging in sexual relations
with a former boyfriend,2 but the producers of the television
show “Hard Copy” could broadcast eight brief blurry excerpts
from the tape (ranging in length from two to five seconds) in
connection with a news story about the dispute.3

12.05[4][C] Incidental Use Exception

The “incidental use” exception recognized under the First
Amendment allows material otherwise subject to a person’s
right of publicity to be used in incidental ways, such as in
advertisements by publications that display a magazine or
newspaper cover where an individual appears, on the theory

explained that “[s]ome reasonable proportion is . . . to be maintained be-
tween the events or activity that makes the individual a public figure and
the private facts to which publicity is given.” 18 Cal. 4th at 223, 74 Cal.
Rptr. 2d at 858, quoting Restatement 2d of Torts § 652D, Comment h, at
391.

2
See Michaels v. Internet Entertainment Group, Inc., 5 F. Supp. 2d

823, 841 (C.D. Cal. 1998). Judge Pregerson relied on pre-Shulman inter-
mediate appellate court case law that essentially looked at the same
criteria later adopted by the California Supreme Court in Shulman but
treated as two separate elements (of a three-part test) the depth of intru-
sion into private affairs and the extent to which a party voluntarily ac-
ceded to a position of public notoriety. The Supreme Court test gives some-
what greater weight to First Amendment considerations by balancing
them equally against all other factors. The difference in phraseology (“the
extent to which the plaintiff played an important role” versus “the extent
to which the party voluntarily acceded to a position of public notoriety”)
should be viewed as attributable to the different factual contexts in which
the two cases arose (a private person involved in a newsworthy accident
and rescue versus a celebrity who voluntarily made a videotape that was
not intended for public distribution) rather than a material variation.

3
See Michaels v. Internet Entertainment Group Inc., Case No. CV

98-0583 DDP (CWx), 48 U.S.P.Q.2d 1981 (C.D. Cal. Sept. 10, 1998) (enter-
ing summary judgment for Paramount Pictures Corp.).
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that an incidental use has no commercial value.1 As explained
in one case involving the use of an unauthorized drawing of
actress Betty Page to promote a videotape, the “advertising
is protected because the videos themselves are protected by
the First Amendment, and the advertising is incidental to
the protected publication of the videos.”2

Under New York law, incidental use is permitted in con-
nection with advertising when: (1) the reproduced item is
newsworthy; and (2) the advertised material was related to
the product and to the use for which it first appeared.3 The
exception was first recognized in a 1919 case, Humiston v.
Universal Film Mfg. Co.,4 in which the court held that a
news disseminator was entitled to display the name and
photograph of a woman who was the subject of defendant’s
newsreel, for the purpose of attracting and selling the film.
Similarly, the use of an unflattering photograph of radio
shock-jock Howard Stern by a proprietary online service to
promote an online forum about Stern’s candidacy for
governor was deemed permissible under New York state
law.5 Other uses recognized under New York law include:

[Section 12.05[4][C]]
1
E.g., Aligo v. Time-Life Books, Inc., Case No. C 94-20707 JW, 1994

WL 715605, at *2-3 (N.D. Cal. Dec. 19. 1994) (dismissing plaintiff’s right
of publicity claim based on a 29 minute television “infomercial” promoting
the “Rolling Stone Collection,” a rock music anthology, which included a 4
second clip showing the cover of a 1969 issue of Rolling Stone magazine,
on which the plaintiff, who at the time was a police officer, appeared);
Johnson v. Harcourt, Brace, Jovanovich, Inc., 43 Cal. App. 3d 880, 894-95,
118 Cal. Rptr. 370, 381 (2d Dist. 1975) (republication of an article about
the plaintiff in a college text book was held to be not directly connected to
the sale of the textbook).

2
Page v. Something Weird Video, 960 F. Supp. 1438, 1443–45 n.8

(C.D. Cal. 1996).
3
See, e.g., Stern v. Delphi Internet Services Corp., 165 Misc. 2d 21,

626 N.Y.S.2d 694 (Sup 1995).
4
Humiston v. Universal Film Mfg. Co., 189 A.D. 467, 476, 178 N.Y.S.

752 (1st Dep’t 1919).
5
See Stern v. Delphi Internet Services Corp., 165 Misc. 2d 21, 626

N.Y.S.2d 694 (Sup 1995). Stern had sued Delphi Internet Services Corp.
for commercial misappropriation of his name and likeness based on
Delphi’s use of a photograph of Mr. Stern exposing his buttocks to promote
an online bulletin board, which Delphi had set up for subscribers to debate
the merits of Mr. Stern’s 1994 candidacy for governor of New York. Stern
alleged that the use of his name and likeness without his permission for
commercial purposes violated sections 50 and 51 of the New York Civil
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E The use of a photo of a community activist, which had
originally appeared on the front page of a newspaper,
in an advertisement appearing in a later edition of the
paper soliciting subscriptions;

E Photographs of a sports figure used to promote the
sale of subscriptions to a magazine in which they
originally appeared; and

E A photograph of an actress used in advertisements ap-
pearing in various publications to promote the sales of
a different publication in which it originally appeared.6

Under California law, a person’s image likewise may be
used commercially or in advertisements (such as a photo of a
sports star or other celebrity in a special newspaper supple-
ment) when the use is merely “an adjunct of the protected
publication and promotes only the protected publication
. . . . so long as the advertising does not falsely claim that
the public figure endorses that news medium.”7 The unau-
thorized (but truthful) use of a celebrity’s name or likeness
also may be protected where its use represents a common
industry practice.8

Rights Law. The court held that Delphi was insulated from liability by the
incidental use exception, which generally is applicable when: (1) the
reproduced item is newsworthy; and (2) the advertised material was re-
lated to the product and to the use for which the reproduced material first
appeared. The court reasoned that Delphi should be able to use the name
and picture of Mr. Stern incidentally to advertise its service which, among
other things, disseminated news.

The court also rejected Stern’s privacy claim, based on the use of
the photograph, since Stern had specifically posed for the picture (even if
he had not granted Delphi permission to use it). The court wrote that ‘‘it
is ironic that Stern, a radio talk show host (as well as author and would-be
politician), seeks to silence the electronic equivalent of a talk show, on an
on-line computer bulletin board service.’’

6
See Groden v. Random House, Inc., 61 F.3d 1045, 1049 (2d Cir.

1995) (citing other cases).
7
Montana v. San Jose Mercury News, Inc., 34 Cal. App. 4th 790, 797,

40 Cal. Rptr. 2d 639 (6th Dist. 1995) (protecting a newspaper promotion
that used photographs and an artistic rendition of football player Joe
Montana based on the newspaper’s First Amendment right to advertise
the quality and content of a periodical by republishing the work as an
advertisement); Cher v. Forum Int’l, Ltd., 692 F.2d 634, 639 (9th Cir.
1982) (holding that the First Amendment entitled a publication, upon
purchasing an interview with Cher from another magazine, to use her
picture to identify the content of its publication), cert. denied, 462 U.S.
1120 (1983).

8
See Page v. Something Weird Video, 960 F. Supp. 1438, 1443–45 n.8
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As suggested by one court summarizing case law from
multiple jurisdictions, whether a use is incidental should
turn on (1) whether the use has a unique quality or value
that would result in commercial profit to the defendant, (2)
whether the use contributes something of significance, (3)
the relationship between the reference to the plaintiff and
the purpose and subject of the work, and (4) the duration,
prominence or repetition of the name or likeness relative to
the rest of the publication.9

According to the Restatement 2d of Torts,

[t]he value of the plaintiff’s name is not appropriated by mere
mention of it, or by reference to it in connection with legiti-
mate mention of his public activities; nor is the value of his
likeness appropriated when it is published for purposes other
than taking advantage of his reputation, prestige, or other
value associated with him, for purposes of publicity. No one
has the right to object merely because his name or his appear-
ance is brought before the public, since neither is in any way a
private matter and both are open to public observation. It is
only when the publicity is given for the purpose of appropriat-
ing to the defendant’s benefit the commercial or other values
associated with the name or the likeness that the right of
privacy is invaded.10

By contrast, uses of a person’s name or attributes that are
unrelated to a product or service will not be found incidental,
even if they are not extensive.11

Incidental use has been applied to uses online. In Almeida

(C.D. Cal. 1996) (approving defendants’ use of an unauthorized drawing
depicting actress Betty Page to promote a videotape).

9
Aligo v. Time-Life Books, Inc., Case No. C 94-20707 JW, 1994 WL

715605, at *3 (N.D. Cal. Dec. 19. 1994).
10Restatement (Second) of Torts § 652C cmt. D; see also Perkins v.

LinkedIn Corp., 53 F. Supp. 3d 1190, 1254 (N.D. Cal. 2014) (applying the
Restatement).

11
See, e.g., Yeager v. Cingular Wireless LLC, 673 F. Supp. 2d 1089,

1100-01 (E.D. Cal. 2009) (holding that reference to the plaintiff, while only
brief, was not incidental where it had no informative purpose other than
to create a positive association in people’s mind). In Yeager, the defendant
had stated, as part of a 755 word disaster preparedness publication on its
website and elsewhere, that “Nearly 60 years ago, the legendary test pilot
Chuck Yeager broke the sound barrier and achieved Mach 1. Today,
Cingular is breaking another kind of barrier with our MACH 1 and MACH
2 mobile command centers, which will enable us to respond rapidly to hur-
ricanes and minimize their impact on our customers.”

12.05[4][C]PRIVACY OF CELEBRITIES

12-137Pub. 10/2021

PAGE PROOFS - SUBJECT TO REVISION 
© 2022 Ian C. Ballon, www.IanBallon.net



v. Amazon.com, Inc.,12 for example, the court held that the
plaintiff, whose photo was displayed on Amazon.com’s
website to promote the sale of a book on the photo appeared
(and for which she had given consent) did not constitute use
of her image for trade, commercial, or advertising purposes,
as those terms are used in Florida’s right of publicity
statute.13 The court contrasted cases such as Gritzke v.
M.R.A. Holding, Inc.14 in which the plaintiff stated a claim
for violation of her right of publicity where plaintiff was the
focus of advertisements and prominently featured on the
packaging, in advertisements and on defendant’s website in
connection with the sale of a Girls Gone Wide videotape
product. In contrast, Amazon.com did not make editorial
choices about the book covers it displayed on its website. The
court wrote:

[A]s a matter of business practice, Amazon’s use of book cover
images closely simulates a customer’s experience browsing
book covers in a traditional book store . . . . Amazon’s use of
book cover images is not an endorsement or promotion of any
product or service, but is merely incidental to, and customary
for, the business of Internet book sales . . . . [W]e discern no
set of facts by which an internet retailer such as Amazon,
which functions as the Internet equivalent to a traditional
bookseller, would be liable for displaying content that is
incidental to book sales, such as providing customers with ac-
cess to a book’s cover image and a publisher’s description of
the book’s content.15

Although many incidental use cases involve advertise-
ments which republish content from the works they promote,
the exception applies more broadly. For example, federal
courts construing New York law have concluded that repub-
lication is not expressly required under New York law.16 A
federal court in California likewise upheld the use of an un-

12
Almeida v. Amazon.com, Inc., 456 F.3d 1316 (11th Cir. 2006).

13Fla. Stat. § 540.08.
14

Gritzke v. M.R.A. Holding, LLC, No. 4:01CV495–RH, 2002 WL
32107540 (N.D. Fla. Mar. 15, 2002). In a different case, a court held that
the use of clips of a woman exposing herself to promote a “Girls Gone
Wild” video in which she actually appeared fell within the incidental use
exception. See Lane v. MRA Holdings, LLC, 242 F. Supp. 2d 1205 (M.D.
Fla. 2002).

15456 F.3d at 1326.
16

See Groden v. Random House, Inc., 61 F.3d 1045, 1049 (2d Cir.
1995) (approving use of a quote from a competitor’s book and a photo of
the competing author which was not published in that book); New York
Magazine, Div. of Primedia Magazines, Inc. v. Metropolitan Transit Author-
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authorized drawing of an actress on the outside packaging of
a videotape, where the drawing did not appear as part of the
protected work, based on the rationale that it was a common
industry practice to market certain videotapes in this
fashion.17

Where a claim is premised on an incidental use involving
speech concerning a matter of public interest, a defendant in
a suit brought under California law may be able to seek dis-
missal and recovery of fees under California’s anti-SLAPP
statute.18 That statute would not apply to incidental com-
mercial uses or other incidental uses that do not involve
expression on a matter of public interest.

Where claims are brought for both alleged right of public-
ity and Lanham Act violations, the same speech that consti-
tutes an incidental use in connection for a right of publicity
claim may qualify as a nominative fair use under the
Lanham Act.19

ity, 987 F. Supp. 254, 267 (S.D.N.Y. 1997) (“While many New York cases
applying the ‘incidental use exception involve the republication of items
originally used in the underlying publication, republication is not required.
”), aff’d, 136 F.3d 123 (2d Cir. 1998).

17
See Page v. Something Weird Video, 960 F. Supp. 1438, 1443–45 n.8

(C.D. Cal. 1996) (approving defendants’ use of an unauthorized drawing
depicting actress Betty Page to promote a videotape).

18Cal. Code Civil Procedure § 425.16; Aldrin v. Topps Co., No. CV 10-
09939 DDP (FMOx), 2011 WL 4500013, at *2-3 (C.D. Cal. Sep. 27, 2011)
(granting defendant’s anti-SLAPP motion where the plaintiff, former
astronaut Buzz Aldrin, sued the manufacturer of “American Hero” trading
cards, which included images of hundreds of well-known politicians, ac-
tors, athletes, scientists, and others, including a photograph of Aldrin on
the cover of the box of cards (along with Abraham Lincoln and Mickey
Mantle) and referenced his name in the text of various cards “in the course
of conveying information about his historically significant achievements
. . . [and] propose[d] no commercial transaction, and are not advertise-
ments for any product, let alone an unrelated product.”); Stewart v. Rolling
Stone, 181 Cal. App. 4th 664, 105 Cal. Rptr. 3d 98 (1st Dist. 2010) (revers-
ing the lower court’s denial of an anti-SLAPP motion in a suit by musi-
cians against a tobacco company, magazine, and publisher, alleging unau-
thorized use of their names in connection with the Rolling Stone magazine
feature “Indie rock” gatefold layout, which was enclosed by advertising for
Camel cigarettes); see generally infra § 37.02[3] (analyzing anti-SLAPP
statutes).

19Nominative fair use is a judicial doctrine that recognizes that non-
trademark use of a mark is permissible. A use generally will be found
nominative when (1) a mark is used to describe the trademark holder’s
product, even if the goal of the accused infringer is to describe its own
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12.05[4][D] Creative Uses

Creative uses of a celebrity’s personality or other attri-
butes that are sufficiently “transformative” have been held
to be protected by the First Amendment by courts in Califor-
nia and other jurisdictions. The transformative use defense
is “essentially a balancing test between the First Amend-
ment and the right of publicity” which “continues to shield
celebrities from literal depictions or imitations for com-
mercial gain by works which do not add significant new
expression.”1 This defense is analogous to (but not coexten-
sive with) the Rogers v. Grimaldi test for artistic or other
expressive uses of a mark under the Lanham Act and corre-
sponding state laws, which is discussed in connection with
publicity claims later in this subsection (and separately
analyzed under the Lanham Act in section 12.03[3]).

In Comedy III Productions, Inc. v. Gary Saderup, Inc.,2 the
California Supreme Court ruled that the defendant’s sale of
t-shirts featuring a portrait of Three Stooges was not
protected by the First Amendment but articulated a test
that allows for certain commercial uses, if creative. In that
case, the plaintiffs had filed suit alleging statutory and com-
mon law right of publicity violations. In ruling for the
defendant, the court imported the “transformative use” test

product; or (2) if the only practical way to refer to something is to use the
trademarked term. Century 21 Real Estate Corp. v. Lendingtree, Inc., 425
F.3d 211, 214 (3d Cir. 2005). In the Ninth Circuit, which has the most
developed body of case law on nominative fair use, a use will be deemed
fair if (1) the goods or services identified are not readily identifiable
without use of the mark; (2) only so much of the mark or marks are used
as is reasonably necessary to identify the product or service; and (3) the
user does nothing that would, in conjunction with the mark, suggest
sponsorship or endorsement by the trademark holder. New Kids on the
Block v. News America Pub., Inc., 971 F.2d 302, 308 (9th Cir. 1992); see
also Abdul–Jabbar v. General Motors Corp., 85 F.3d 407, 412 (9th Cir.
1996) (holding that the question of whether nominative fair use applied in
a case brought by NBA star Kareem Abdul-Jabbar presented fact issues
precluding summary judgment). Nominative fair use is analyzed
extensively in section 6.14[3].

[Section 12.05[4][D]]
1
Hilton v. Hallmark Cards, 599 F.3d 894, 909 (9th Cir. 2010), quot-

ing Kirby v. Sega of America, Inc., 144 Cal. App. 4th 47, 50 Cal. Rptr. 3d
607, 615 (2d Dist. 2006) and Winter v. DC Comics, 30 Cal. 4th 881, 134
Cal. Rptr. 2d 634 (2003).

2
Comedy III Productions, Inc. v. Gary Saderup, Inc., 25 Cal. 4th 387,

106 Cal. Rptr. 2d 126 (2001).
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from copyright law,3 focusing on whether the work “con-
tain[ed] significant transformative elements” and whether
“the celebrity’s likeness [was] so transformed that it [had]
become primarily the defendant’s own expression rather than
the celebrity’s likeness.” Applying that test in Comedy III,
the court found that “literal, conventional depictions of the
Three Stooges” drawn on charcoal and reproduced on
t-shirts, made no significant transformative or creative
contribution.

Although the plaintiff prevailed in Comedy III Produc-
tions, the California Supreme Court subsequently ruled, in
Winter v. DC Comics,4 that a comic book featuring characters
modeled after singers Edgar and Johnny Winter was suf-
ficiently transformative under the Comedy III test to garner
First Amendment protection. Given the transformative
nature of the work, the fact that the use would not have
qualified as a fair use parody under Copyright law was not
deemed relevant. Winter can be explained in part by the fact
that the California Supreme Court imported merely the test
for evaluating one of the four factors generally considered
for evaluating statutory fair use under the Copyright Act,
rather than the entire test.5

Applying the test, the Ninth Circuit held that a greeting
card featuring a cartoon version of Paris Hilton based on an
episode of her “Simple Life” reality TV show and using her
trademarked saying, “That’s Hot” did not contain sufficient
new and original material to be transformative as a matter
of law.6 Likewise, a federal district court in California held
that that the use of an excerpt from Jackson Browne’s song
“Running on Empty” in a political campaign ad was not a
transformative use.7 Similarly, the addition of the letter r to
Barry Diller’s name, which was used as the name of an

3Whether a work is transformative is relevant under one of the four
prongs of the test for evaluating statutory fair use under the Copyright
Act. See supra § 4.10[1].

4
Winter v. DC Comics, 30 Cal. 4th 881, 134 Cal. Rptr. 2d 634 (2003).

517 U.S.C.A. § 107; see generally supra § 4.10.
6
See Hilton v. Hallmark Cards, 599 F.3d 894, 910–12 (9th Cir. 2010)

(affirming the denial of defendant’s motion for summary judgment where
Hallmark alleged that its greeting card was transformative but Paris
Hilton alleged that Hallmark lifted the entire scene on a greeting card
from the Simple Life television show episode, “Sonic Burger
Shenanigans.”).

7
See Browne v. McCain, 611 F. Supp. 2d 1062, 1072–73 (C.D. Cal.
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Internet television streaming service (BarryDriller) that
competed commercially with Aereo, a service founded by
well-known media executive Barry Diller, was found not to
be transformative.8

By contrast, an intermediate appellate court in California
held that a fictional “imagined” interview with an actress
playing Olivia de Havilland in a docudrama about the rivalry
between actresses Joan Crawford and Bette Davis (which
constituted approximately 4.2% of the 8 hour miniseries)
was transformative, where the docudrama constituted “sig-
nificant expression” and there was no evidence that the de
Havilland character was a significant draw.9

The California Supreme Court’s “transformative use” test
has also been applied by courts outside of California in
evaluating whether creative uses may be so transformative
that they may be deemed “non-commercial” or otherwise
protected by the First Amendment. For example, the Sixth
Circuit applied the Comedy III test in holding that a paint-
ing of Tiger Woods that featured a montage of three poses
along with other golf elements was protected by the First
Amendment10 and a district court in Pennsylvania applied
the Comedy III test to uphold the defendant’s use of “dogi-
fied” versions of World Wrestling Entertainment characters
Stone Cold Steve Austin (Bone Cold Steve Pawstin), Hulk
Hogan (Hollywoof Hound Hogan), the Undertaker (the
Underdogger), and others, on T-shirts sold to the public.11

The Comedy III test, however, has not been universally

2009).
8
See Diller v. Barry Driller, Inc., No. CV 12-7200 ABC (Ex), 104

U.S.P.Q.2d 1676 (C.D. Cal. Sept. 10, 2012). In BarryDriller, the defendant
used the name in conjunction with the graphic image of a young, fit, shirt-
less man holding a drill, which it argued made the use transformative,
but the court found that plaintiff’s suit was narrowly focused on the use of
the name, not the image.

9
De Havilland v. FX Networks, LLC, 21 Cal. App. 5th 845, 862-64,

230 Cal. Rptr. 3d 625, 640-42 (2d Dist. 2018), cert. denied, 139 S. Ct. 800
(2019). De Havilland is further analyzed in connection with attempts to
assert publicity rights in connection with historical events involving the
lives of celebrities, in section 13.03[2][A].

10
ETW Corp. v. Jireh Pub., Inc., 332 F.3d 915 (6th Cir. 2003).

11
See World Wrestling Federation Entertainment Inc. v. Big Dog

Holdings, Inc., 280 F. Supp. 2d 413 (W.D. Pa. 2003).
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followed. For example, in Doe v. TCI Cablevision,12 the Mis-
souri Supreme Court applied a “predominant use test” that
looked at whether the product sold “predominantly exploits
the commercial value of an individual’s identity,” even if
there is some expressive content as well, in evaluating
whether a creative commercial use is protected by the First
Amendment. In that case, NHL hockey Player Tony Twist
sued the producer of the comic book Spawn for the use of his
nickname “Tony Twist” as the name of a character in the
comic book. In the comic book, the fictional character was a
Mafia don and bore no resemblance to the NHL player other
than sharing the same name. A jury had granted judgment
to the plaintiff for $24.5 million, but the circuit court had
granted judgment notwithstanding the verdict for the
defendant finding the use to be protected. The Missouri
Supreme Court reversed, holding that the use constituted a
misappropriation of plaintiff’s identity based on Missouri’s
common law right of publicity and that plaintiff had admit-
ted enough evidence at trial to establish that defendant used
Twist’s name with the intent to attract consumer attention
to the Spawn comic book.

First Amendment issues have been analyzed in a number
of suits brought over the use of the attributes of athletes and
other personalities in videogames. While videogames are
protected as expressive speech under the First Amendment,13

12
Doe v. TCI Cablevision, 110 S.W.3d 363 (Mo. 2003), cert. denied, 540

U.S. 1106 (2004).
13

See Brown v. Entertainment Merchants Ass’n, 564 U.S. 786, 790
(2011) (“video games communicate ideas—and even social messages—
through many familiar literary devices (such as characters, dialogue, plot,
and music) and through features distinctive to the medium (such as the
player’s interaction with the virtual world)”); see also, e.g., VIRAG, S.R.L.
v. Sony Computer Entertainment America LLC, 699 F. App’x 667, 668 (9th
Cir. 2017) (explaining that videogames that do more than merely propose
a commercial transaction qualify as expressive works entitled to First
Amendment protection); Novalogic, Inc. v. Activision Blizzard, 41 F. Supp.
3d 885, 901 (C.D. Cal. 2013) (holding that defendants’ use of plaintiff’s
“Delta Force,” and registered design mark for MW3 Delta Force Logo in
“Call of Duty—Modern Warfare 3” (MW3) videogame and related products
was protected by the First Amendment; “To be ‘explicitly misleading,’ a
defendant’s work must make some affirmative statement of the plaintiff’s
sponsorship or endorsement, beyond the mere use of the plaintiff’s name
or other characteristic.”) (citing Dillinger, LLC v. Electronic Arts Inc., No.
1:09–cv–1236–JMS–DKL, 2011 WL 2457678, at *6 (S.D.Ind. June 16,
2011) (granting summary judgment for Electronic Arts, Inc. for allegedly
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in Hart v. Electronic Arts, Inc.,14 the Third Circuit, applying
Comedy III’s transformative use test, held that the NCAA
Football 2004, 2005 and 2006 videogames did not sufficiently
transform the identity of the plaintiff, a quarterback for the
Rutgers NCAA football team during the relevant time pe-
riod, whose physical attributes and biographical information
were used to create default features for an avatar that users
could alter when playing the game. The Third Circuit
therefore reversed the lower court’s entry of summary judg-
ment for the videogame publisher, remanding the case for
further proceedings on Hart’s right of publicity claim under
New Jersey law. The court did hold, however, that the use of
Hart’s image as a “fleeting component” in a video montage
was shielded by the First Amendment.15

The videogames at issue in Hart v. Electronic Arts, Inc., in
the Third Circuit’s assessment, created realistic representa-
tions of football games, including players, coaches, referees,
mascots, cheerleaders and fans. The videogame publisher
had obtained a license from Collegiate Licensing Company
(the NCAA’s licensing agent) to use member school names,
team names, uniforms, logos, stadium fight songs, and other
game elements, but not the likeness and identity rights for
intercollegiate players who are considered amateurs. The
court wrote that “[i]n no small part, the NCAA Football
franchise’s success owes to its focus on realism and detail.”16

Hart alleged that the physical attributes and biographical
details exhibited by one of the virtual avatars were his own
“(i.e., he attended high school in Florida, measures 6’2” tall,
weighs 197 pounds, wears number 13, and has the same left
wrist band and helmet visor) and that the avatar’s speed,
agility, and passer rating reflected actual footage of Appel-
lant during his tenure at Rutgers.”17

The Third Circuit held that the appellant’s likeness and
biographical information were not sufficiently transformed

using plaintiff’s trademarked name “Dillinger” to name weapons featured
in EA’s The Godfather videogame)).

14
Hart v. Electronic Arts, Inc., 717 F.3d 141 (3d Cir. 2013), cert.

dismissed, 573 U.S. 989 (2014).
15

Hart v. Electronic Arts, Inc., 717 F.3d 141, 169–70 (3d Cir. 2013),
cert. dismissed, 573 U.S. 989 (2014).

16
Hart v. Electronic Arts, Inc., 717 F.3d 141, 146 (3d Cir. 2013), cert.

dismissed, 573 U.S. 989 (2014).
17

Hart v. Electronic Arts, Inc., 717 F.3d 141, 147 n.8 (3d Cir. 2013),
cert. dismissed, 573 U.S. 989 (2014).
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in the creation of a digital avatar to be protected under the
First Amendment. The court explained that “[t]he digital
Ryan Hart does what the actual Ryan Hart did while at
Rutgers: he plays college football, in digital recreations of
college football stadiums, filled with all the trappings of a
college football game. This is not transformative; the various
sights and sounds in the video game do not alter or transform
the Appellant’s identity in any significant way.”18

The court likewise did not credit users’ ability to alter a
digital avatar as transformative “[g]iven that Appellant’s
unaltered likeness is central to the core of the game experi-
ence . . . .”19

In applying the transformativeness test, the Third Circuit
rejected arguments about other creative aspects of the game,
holding that the relevant consideration was how a person’s
identity was used in or altered by other aspects of the work,
not how wholly unrelated elements appeared if they did not
affect the digital avatar.20

In In re NCAA Student-Athlete Name & Likeness Licens-
ing Litigation,21 the Ninth Circuit followed Hart in holding
that the producer of the NCAA Football series of videogames
was not entitled to a First Amendment defense to the Cali-
fornia right of publicity suit brought by the former starting
quarterback for Arizona State University in 2005, Samuel
Keller, over use of his physical attributes and biographical
information for an avatar used in the game.22 In so ruling,
the court affirmed the propriety of using the transformative
use test for evaluating First Amendment issues in right of
publicity cases, rejecting the argument that the Rogers v.
Grimaldi test applied in Lanham Act false endorsement

18
Hart v. Electronic Arts, Inc., 717 F.3d 141, 166 (3d Cir. 2013), cert.

dismissed, 573 U.S. 989 (2014).
19

Hart v. Electronic Arts, Inc., 717 F.3d 141, 168 (3d Cir. 2013), cert.
dismissed, 573 U.S. 989 (2014).

20
Hart v. Electronic Arts, Inc., 717 F.3d 141, 169 (3d Cir. 2013), cert.

dismissed, 573 U.S. 989 (2014).
21

In re NCAA Student-Athlete Name & Likeness Licensing Litigation,
724 F.3d 1268 (9th Cir. 2013), cert. dismissed, 573 U.S. 989 (2014).

22
NCAA Student-Athlete involved an appeal from the lower court’s

denial of the defendant’s anti-SLAPP motion, which is a special motion to
dismiss brought at the outset of a case under California law. See Cal. Code
Civil Procedure § 425.16; see generally infra § 37.02[3] (analyzing anti-
SLAPP statutes).
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cases23 should be applied instead.24

The Ninth Circuit ruled the same way in Davis v. Elec-
tronic Arts Inc.,25 a virtually identical case brought by former
professional football players against a videogame publisher
that had allowed users to control avatars that represented
the football players. As in In re NCAA Student-Athlete Name
& Likeness Licensing Litigation,26 the Davis court held that
the developer’s use of the players’ likeness was not protected
by the First Amendment under the transformative use test,
that the developer could not show a probability of prevailing
under the public interest defense or public affairs excep-
tions, and that the Rogers v. Grimaldi test designed to
protect consumers from the risk of consumer confusion was
not applicable to right of publicity claims, which protect a
form of intellectual property in one’s person that society
deems to have some social utility.27 In Davis, the appellate
panel also considered and rejected the developer’s incidental
use defense.28 As in In re NCAA Student-Athlete Name &
Likeness Licensing Litigation, the Ninth Circuit in Davis
considered, but found inapplicable the transformative use
test.29

Viewed in context, courts in these football player video-

23
See Rogers v. Grimaldi, 875 F.2d 944 (2d Cir. 1989); supra § 12.03[3]

(discussing the test).
24The case ultimately resulted in a class action settlement. See Keller

v. NCAA, Case Nos. 4:09-cv-1967 CW, 4:09-cv-3329 CW, 09-cv-03329, 2015
WL 5005901 (N.D. Cal. Aug. 19, 2015) (granting final approval of a class
action settlement and final judgment); see also Keller v. NCAA, Nos. 4:09-
cv-1967 CW, 4:09-cv-3329 CW, 2015 WL 8916392 (N.D. Cal. Dec. 15, 2015)
(entering a corrected order for attorneys’ fees).

25
Davis v. Electronic Arts Inc., 775 F.3d 1172 (9th Cir. 2015).

26
In re NCAA Student-Athlete Name & Likeness Licensing Litigation,

724 F.3d 1268 (9th Cir. 2013), cert. dismissed, 573 U.S. 989 (2014).
27

Davis v. Electronic Arts Inc., 775 F.3d 1172, 1179 (9th Cir. 2015).
28

Davis v. Electronic Arts Inc., 775 F.3d 1172, 1180-81 (9th Cir. 2015).
29

Davis v. Electronic Arts Inc., 775 F.3d 1172, 1177-78 (9th Cir. 2015).
On remand, the district court denied defendant’s summary judgment mo-
tion, finding disputed facts on the issues of whether the avatars in its
games were readily identifiable under California’s right of publicity stat-
ute, Cal. Civil Code § 3344, the First Amendment, copyright preemption,
statute of limitations, and the argument that plaintiffs’ unfair competi-
tion, conversion, and trespass to chattels claims failed because plaintiffs
could not identify a cognizable property right. See Davis v. Electronic Arts
Inc., Case No. 10-cv-03328-RS, 2018 WL 3956212 (N.D. Cal. Aug. 17,
2018).
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game cases found significant the fact that the plaintiffs’
personal attributes themselves had not been transformed (in
the way that the images of Edgar and Johnny Winter had
been in Comedy III Productions,30 for example), even though
the defendant argued that those attributes were used in a
highly transformative manner (and this artistic use argu-
ably would have been protected under the Lanham Act’s
Rogers v. Grimaldi test31). Needless to say, as under Copy-
right law (from which the transformative use test was
taken), alteration should not be the only way that a use may
be found transformative. In copyright law, courts, in ap-
propriate cases, have found identical copying without altera-
tion to be highly transformative.32 As explained by the
Fourth Circuit in one copyright case, a use “can be transfor-
mative in function or purpose without altering or actually
adding to the original work.”33

The transformative use test has also been applied in other
videogame cases involving competing First Amendment and
publicity rights in connection with commercial videogames
under California law,34 as well as the laws of some other

30
Comedy III Productions, Inc. v. Gary Saderup, Inc., 25 Cal. 4th 387,

106 Cal. Rptr. 2d 126 (2001).
31

Rogers v. Grimaldi, 875 F.2d 944 (2d Cir. 1989); supra § 12.03[3]
(discussing the test).

32
See, e.g., Nunez v. Caribbean Int’l News Corp., 235 F.3d 18, 22-23

(1st Cir. 2000) (holding republication of photos taken for a modeling
portfolio in a newspaper to be transformative because the photos served to
inform, as well as entertain); Authors Guild, Inc. v. HathiTrust, 755 F.3d
87, 97-98 (2d Cir. 2014) (holding that copying entire books without
substantive alteration nonetheless was transformative because “the cre-
ation of a full-text searchable database is a quintessentially transforma-
tive use.”); A.V. v. iParadigms, LLC, 562 F.3d 630, 639 (4th Cir. 2009)
(holding that making an exact digital copy of a student’s thesis for the
purpose of determining whether it included plagiarism was a fair use);
Perfect 10, Inc. v. Amazon.com, Inc., 508 F.3d 1146, 1163-65 (9th Cir. 2007)
(holding entire images copied in search results to be a fair use where the
copying in connection with operation of a visual search engine was “highly
transformative”); Field v. Google Inc., 412 F. Supp. 2d 1106, 1118-22 (D.
Nev. 2006) (holding Google’s practice of caching website content to be a
fair use because it was highly transformative); see generally supra § 4.10[1]
(analyzing this issue in greater detail in connection with copyright fair
use and citing additional cases).

33
A.V. v. iParadigms, LLC, 562 F.3d 630, 639 (4th Cir. 2009); see gen-

erally supra § 4.10[1] (analyzing the case and copyright fair use in general).
34

See, e.g., No Doubt v. Activision Publishing, Inc., 192 Cal. App. 4th
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states.35

While the transformative use defense to state law right of
publicity claims is analogous to the First Amendment Rogers
v. Grimaldi test36 applied to artistic uses of a mark under
the Lanham Act or equivalent state laws, the outcome in a
given case may well be different depending on which of these
tests is employed. For example, in Brown v. Electronic Arts,
Inc.37—one of the football player videogame cases—the Ninth
Circuit affirmed the lower court’s ruling in favor of Electronic
Arts against retired NFL player James “Jim” Brown, who
had brought a false endorsement claim under the Lanham
Act for infringing use of his likeness in EA’s Madden NFL
videogame series. In Brown, unlike NCAA Student-Athlete,
the Ninth Circuit applied the Rogers v. Grimaldi test for
balancing First Amendment rights against Lanham Act
claims. Under that test, which is applied where a third
party’s mark is used for artistic purposes (even if they
involve commercial endeavors), the Lanham Act will not be
applied to expressive works unless the use of the trademark
or other identifying material has no artistic relevance to the
underlying work, or if it has some artistic relevance, unless
the mark explicitly misleads about the source or content of
the work.38 In Brown, the court concluded that the use of
Brown’s likeness was artistically relevant to the Madden
NFL game and was permissibly used under the First
Amendment.39

Both the Third and Ninth Circuits have held that the Rog-

1018, 122 Cal. Rptr. 3d 397 (2d Dist. 2011) (holding that the use of avatars
in the game Band Hero to recreate real-life musicians, including members
of the band No Doubt, was not a transformative use); Kirby v. Sega of
America, Inc., 144 Cal. App. 4th 47, 50 Cal. Rptr. 3d 607 (2d Dist. 2006)
(holding that the use of attributes of singer Kierin Kirby in connection
with a videogame was transformative).

35
See, e.g., Hamilton v. Speight, 827 F. App’x 238 (3d Cir. 2020) (af-

firming summary judgment for the defendant-videogame developers, hold-
ing that the character “Augustus Cole” in the Gears of War videogame
series was transformative and did not violate the rights of publicity of
Hard Rock Hamilton, a former wrestler and football player, under
Pennsylvania law).

36
Rogers v. Grimaldi, 875 F.2d 944 (2d Cir. 1989); supra § 12.03[3]

(discussing the test).
37

Brown v. Electronic Arts, Inc., 724 F.3d 1235 (9th Cir. 2013).
38

See generally supra §§ 12.03[3] (Rogers v. Grimaldi in right of
publicity cases), 6.14[7] (Rogers v. Grimaldi in general).

39
See supra § 12.03[3].
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ers v. Grimaldi test is inapplicable to state right of publicity
claims.40 As the Ninth Circuit explained, Rogers was
designed to protect consumers from the risk of consumer
confusion—the hallmark of a Lanham Act claim—while
rights of publicity protect a form of intellectual property
right in a person’s name, likeness or other attributes and is
not primarily concerned with preventing consumer
confusion.41

By contrast, the Second Circuit, in Rogers v. Grimaldi,42

and the Sixth Circuit, in Parks v. LaFace Records,43 had ap-
plied Rogers v. Grimaldi to right of publicity claims.44 In
Parks, the appellate panel analyzed Rogers v. Grimaldi in
connection with plaintiff’s Lanham Act claims and thereafter
applied the same test to her Michigan right of publicity
claim. This application was criticized by the Third Circuit,
which noted that, just over a month after Parks had been
decided, a different Sixth Circuit panel applied the transfor-
mative use test to a right of publicity claim.45 Parks alterna-
tively could be explained as a case involving the use of a

40
See Hart v. Electronic Arts, Inc., 717 F.3d 141, 154–58 (3d Cir. 2013),

cert. dismissed, 573 U.S. 989 (2014); Davis v. Electronic Arts Inc., 775 F.3d
1172, 1179 (9th Cir. 2015); In re NCAA Student-Athlete Name & Likeness
Licensing Litigation, 724 F.3d 1268, 1280 (9th Cir. 2013), cert. dismissed,
573 U.S. 989 (2014).

41
In re NCAA Student-Athlete Name & Likeness Licensing Litigation,

724 F.3d 1268, 1280 (9th Cir. 2013), cert. dismissed, 573 U.S. 989 (2014);
see also Davis v. Electronic Arts Inc., 775 F.3d 1172, 1179 (9th Cir. 2015)
(reiterating this analysis).

42
Rogers v. Grimaldi, 875 F.2d 994, 1004 (2d Cir. 1989) (applying a

modified version of the court’s Lanham Act test, holding that “[i]n light of
the Oregon Court’s concern for the protection of free expression, . . . the
right of publicity [would not] bar the use of a celebrity’s name in a movie
title unless the title was ‘wholly unrelated’ to the movie or was ‘simply a
disguised commercial advertisement for the sale of goods or services.’ ’’).

43
Parks v. LaFace Records, 329 F.3d 437 (6th Cir.), cert. denied, 540

U.S. 1074 (2003).
44

See Parks v. LaFace Records, 329 F.3d 437, 461 (6th Cir.) (applying
Rogers v. Grimaldi to civil rights icon Rosa Parks’ Michigan right of public-
ity claim against OutKast for its “Rosa Parks” song, holding that fact is-
sues precluded summary judgment, where Parks argued that the song
had nothing to do with her or the civil rights movement and merely used
her name for commercial benefit, while defendants argued it was artisti-
cally symbolic), cert. denied, 540 U.S. 1074 (2003).

45
See Hart v. Electronic Arts, Inc., 717 F.3d 141, 157 (3d Cir. 2013),

cert. dismissed, 573 U.S. 989 (2014), citing ETW Corp. v. Jireh Publishing,
Inc., 332 F.3d 915, 937 (6th Cir.2003).
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name in a song, holding that fact issues precluded summary
judgment, where Parks argued that the song title, which
arguably is closer to the facts of Rogers v. Grimaldi (which
involved a movie title) than other right of publicity cases.
Rogers v. Grimaldi generally has not been applied to state
law right of publicity claims by other courts or circuits.

Rogers v. Grimaldi is analyzed more extensively in con-
nection with Lanham Act claims by personalities cases in
section 12.03[3].

12.05[4][E] Scope of Injunctive Relief

To avoid imposing a prior restraint, a preliminary injunc-
tion entered in a publicity case should be narrowly tailored
to reach only commercial speech. For example, in Michaels
v. Internet Entertainment Group, Inc.1 the court ruled that
an injunction limited to “promotion, marketing, and advertis-
ing” of a celebrity’s name, likeness or personal attributes
generally would be appropriate.2

In an analogous context under the Copyright Act, the
Ninth Circuit has held that an injunction compelling a ser-
vice provider to remove user content is deemed to be a
mandatory injunction, which is disfavored.3 It may also be
viewed as an impermissible prior restraint.4

12.05[5] First Sale

The first sale doctrine provides that once the holder of an
intellectual property right consents to the sale of copies of a

[Section 12.05[4][E]]
1
Michaels v. Internet Entertainment Group, Inc., 5 F. Supp. 2d 823

(C.D. Cal. 1998).
2
Michaels v. Internet Entertainment Group, Inc., 5 F. Supp. 2d 823,

838–39 (C.D. Cal. 1998).
3
Garcia v. Google, Inc., 786 F.3d 733, 740 & n.4 (9th Cir. 2015) (en

banc); see generally supra § 4.13[1] (discussing the case).
4
See Garcia v. Google, Inc., 786 F.3d 733, 746-47 (9th Cir. 2015) (en

banc) (dissolving a previously entered preliminary injunction compelling
YouTube to take down copies of the film “Innocence of Muslims” and take
all reasonable steps to prevent further uploads, which the en banc panel
held had operated as a prior restraint), citing Alexander v. United States,
509 U.S. 544, 550 (1993) (“Temporary restraining orders and permanent
injunctions—i.e., court orders that actually forbid speech activities—are
classic examples of prior restraints.”); see generally supra § 4.13[1]
(discussing the case).
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work, he or she may not thereafter control its distribution.1

Although there is not much case authority on this point, the
Eleventh Circuit has held that a claim may be barred by the
first sale doctrine where the intellectual property-like com-
mon law publicity rights at issue already have been exploited.
Specifically, in Allison v. Vintage Sports Plaques,2 the
Eleventh Circuit ruled that baseball player Orel Hershiser
and the estate of racing car driver Clifford Allison could not
maintain common law claims for publicity rights violations
where authorized playing cards bearing their images were
repackaged and mounted on plaques. An alternative rule,
the Eleventh Circuit reasoned, would prevent

framing a magazine advertisement that bears the image of a
celebrity and reselling it as a collector’s item, reselling an
empty cereal box that bears a celebrity’s endorsement or even
reselling a used poster promoting a professional sports team.
Refusing to apply the first-sale doctrine to the right of public-
ity also presumably would prevent a child from selling to his
friend a baseball card that he had purchased, a consequence
that undoubtedly would be contrary to the policies supporting
that right.3

At least one state—Florida—expressly recognizes by stat-
ute the applicability of the first sale doctrine to publicity
claims. Fla. Stat. Ann. § 540.08(3)(b) provides that statutory
privacy protections do not apply to the use of a person’s
“name, portrait, photograph, or other likeness in connection
with the resale or other distribution of literary, musical, or
artistic productions or other articles of merchandise or prop-
erty whether such person has consented to the use . . .” or
not.

12.05[6] Abandonment

The abandonment defense under the Lanham Act may ap-
ply to celebrity rights, although only in very limited
circumstances. A mark generally will be deemed abandoned

[Section 12.05[5]]
1
See Allison v. Vintage Sports Plaques, 136 F.3d 1443, 1447–48 (11th

Cir. 1998), citing Nimmer on Copyright § 8.12[B][1] (1997); see generally
infra § 16.02 (analyzing the First Sale doctrine under copyright and
trademark law and patent exhaustion).

2
Allison v. Vintage Sports Plaques, 136 F.3d 1443 (11th Cir. 1998)

(Alabama law).
3
Allison v. Vintage Sports Plaques, 136 F.3d 1443, 1449 (11th Cir.

1998).
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when its use has been discontinued with the intent not to
resume use (prima facie evidence of which may be shown by
three years of nonuse) or when an owner, through acts of
commission or omission, allows a mark to become generic.1

In Abdul-Jabbar v. General Motors Corp.,2 however, the
Ninth Circuit ruled that, although the Lanham Act gener-
ally may be applied to cases alleging appropriation of a ce-
lebrity’s identity, the abandonment defense would not be
extended to a person’s birth name (under either that statute
or publicity rights recognized under California statutory or
common law).3 In that case, basketball star Kareem Abdul-
Jabbar was found not to have abandoned his right to exploit
his birth name—Lew Alcindor—simply because he had re-
corded a legal name change in Illinois in 1971 and not used
his birth name for commercial purposes in over ten years.
The court explained that:

One’s birth name is an integral part of one’s identity; it is not
bestowed for commercial purposes, nor is it “kept alive”
through commercial use. A proper name thus cannot be
deemed “abandoned” throughout its possessor’s life, despite
his failure to use it, or continue to use it, commercially.4

By contrast, a stage name, developed and exploited for
commercial purposes, logically could be abandoned based on
the Ninth Circuit’s rationale. Rights in the names of
entertainment properties—such as movies, television shows
or websites—likewise could be deemed abandoned over time.

In practice, websites and domain names centered around
particular entertainment industry projects may be “aban-
doned” once a movie is no longer shown in first run theaters
or a particular publicity campaign ends. For example, the
domain name for Paramount Pictures’ 1997 PG-13 movie In
and Out (inandout.com) was not renewed and as of early

[Section 12.05[6]]
1
See 15 U.S.C.A. § 1127. A prima facie case may be rebutted by a

showing of valid reasons for nonuse or a lack of intent to abandon the
mark.

2
Abdul-Jabbar v. General Motors Corp., 85 F.3d 407 (9th Cir. 1996).

3
Abdul-Jabbar v. General Motors Corp., 85 F.3d 407, 411, 415 (9th

Cir. 1996).
4
Abdul-Jabbar v. General Motors Corp., 85 F.3d 407, 411 (9th Cir.

1996).
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1999 was being used for a porn site.5 Abandoning a domain
name, however, is not equivalent to abandoning trademark
rights under the Lanham Act, which requires a higher show-
ing of proof of intent to abandon.

Abandonment issues also have arisen in connection with
the movement away from marks with racist histories.6

12.05[7] Functionality

The functionality defense may bar certain publicity claims
for misappropriation of particular attributes of a celebrity’s
persona, brought under the federal Lanham Act. As a gen-
eral rule, purely functional features—such as an ordinary
“on” button on a computer—may not be entitled to trademark
or trade dress protection.1

It may be more difficult to separate out a celebrity’s image
into “functional” and fanciful or otherwise protectable
components than it would be in the case of a trademark for a
product or service. Indeed, few aspects of a person’s charac-
ter, personality or routine are likely to be found functional if
they bear an identifiable similarity to (or evoke the image of)
a recognized personality. Functionality in the case of an
entertainer therefore may be more directly tied to the
person’s overall popularity (or in trademark terms, the
strength of the mark) than in a typical trade dress case
where individual components of a mark may be separately
evaluated. For example, in Foxworthy v. Custom Tees, Inc.,2

the court concluded that the slogan “You Might Be A
Redneck if . . . ,” while suggestive, was widely associated
with plaintiff’s comedy routine and therefore not purely
functional.

12.05[8] Void and Voidable Contracts (Including
Student Athlete Contracts)

Where rights have been given pursuant to a contract that
is void or voidable or where a contract has not actually been
formed (as in the case of improperly presented website Terms

5
See Beth Lipton, “Movie Site Suffers Ignoble Fate,” C/NET (Jan. 12,

1999), http://www.news.com/News/Item/0,4,30850,00.html.
6
See supra § 6.21.

[Section 12.05[7]]
1
See supra § 6.13[2].

2
Foxworthy v. Custom Tees, Inc., 879 F. Supp. 1200, 1211 (N.D. Ga.

1995).
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of Use),1 the party asserting rights in fact may not own them.
Contracts involving minors potentially may voidable if
parental permission was not obtained. In addition, special
rules or provisions may govern rights involving student
athletes. For example, Indiana, which is where the NCAA is
headquartered, provides that a written consent to com-
mercial use that is solicited or negotiated by an athlete agent
from a student athlete is void under specified circumstances,
including where advance notice is not provided by the agent.2

12.05[9] Laches

Laches may be a defense to a right of publicity claim. In
Yeager v. Fort Knox Security Products,1 for example, the
Tenth Circuit upheld the district court’s order granting sum-
mary judgment in favor of the defendant in a right of public-
ity case brought by General Chuck Yeager over the defen-
dant’s extensive use of name and likeness in connection with
various product sales. The court held that, whether or not
General Yeager in fact knew of the use, laches was deter-
mined based on the time when a person knew or should have
known of the use, which in this case was several decades
before he first objected to it.

12.05[10] Website Owners’ Checklist of Publicity
Issues

In evaluating publicity rights in cyberspace, website own-
ers should ensure that proper clearance has been obtained
for content found on a site.1 Site owners may be required to
obtain licenses from live personalities whose likenesses are
used on a website (or their agents), and the appropriate
representatives of the estates of any deceased celebrities
which may be able to claim rights (depending on the
deceased’s state of domicile at the time of death). In light of
potentially significant state law variations, it may be helpful

[Section 12.05[8]]
1
See infra §§ 21.03, 21.04 & chapter 22.

2
See Ind. Code Ann. §§ 32-36-1-8(b) (in general), 32-36-1-8(c)

(endorsement contracts).

[Section 12.05[9]]
1
Yeager v. Fort Knox Security Products, 602 F. App’x 423, 428-29

(10th Cir. 2015).

[Section 12.05[10]]
1
See supra § 12.03[5].
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to specify the law intended to govern any license agreement,
which may affect the length of time when rights of publicity
even exist.2 Website owners also should review the issues
raised in earlier subsections—in particular the law relating
to claim preemption, fair use, first sale and abandonment—to
evaluate the scope of permissible use.

John T. Rose, II, general counsel of the National Basketball
Association, has prepared a checklist of liability issues to
consider when using a celebrity’s name or likeness in con-
nection with a website, which is reprinted here with the
author’s express permission:

E Does the story relate to a current noteworthy event
that has been reported elsewhere?

2Given the variation in state laws, interesting choice of law ques-
tions may arise in right of publicity litigation, especially where the subject
of the license has moved during its term. Complicated issues also may
arise in connection with disputes involving deceased personalities. See,
e.g., Cairns v. Franklin Mint Co., 292 F.3d 1139, 1149 (9th Cir. 2002)
(concluding, in a suit brought by the Estate of Diana, Princess of Wales,
that although the legislature did not intend to limit the post-mortem right
of publicity created by section 990 (the predecessor to section 3344.1) to
California domiciliaries, California choice of law rules would result in it
applying only to California domiciliaries and perhaps those of other states
that recognize analogous rights; section 990 rights therefore would not
extend to the estate of a U.K. domiciliary); see also Milton H. Greene
Archives, Inc. v. Marilyn Monroe LLC, 692 F.3d 983, 1000 (9th Cir. 2012)
(“Because Monroe died domiciled in New York, New York law applies to
the question of whether Monroe LLC has the right to enforce Monroe’s
posthumous right of publicity.”).

As explained by one court, “the domicile at the time of death controls
the issue of whether there is a post-mortem right of publicity at all. If
there is, a plaintiff can bring a claim under section 3344.1 for violations
arising out of acts occurring in California. If there is not, no claim for
relief can be maintained under section 3344.1 . . . .” Bravado Int’l Group
Merchandising Services, Inc., v. GearLaunch, Inc., No. CV 16-8657-MWF
(CWx), 2018 WL 6017035, at *10 (C.D. Cal. Feb. 9, 2018) (summarizing
case law).

For live personalities, in the absence of choice of law provisions,
there may be multiple jurisdictions whose laws potentially could apply,
making the decision where to bring suit of paramount importance (since
in close cases a court may be more likely to apply forum law). See supra
§ 12.02[8] (the application of the single publication rule to right of public-
ity cases); infra chapter 54 (venue). Even where parties agreed to a choice
of law provision, it may have limited effect if the celebrity stipulated to
the application of the law of a forum with which she had no connection,
merely to create rights which might not otherwise exist in the state where
she resides.
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E Does the website address (domain name) contain the
name of (or a reference to) the celebrity?

E What percentage of the website is devoted to the story
or to other material about the celebrity?

E What attributes of the celebrity are used (e.g., name,
picture, voice, signature) and how integral are they to
the story or event?

E What other “editorial” stories are on the website and
have they been reported elsewhere?

E What trademarks or sponsor messages are contained
on the website? Are they spatially separated from the
celebrity story? Is the sponsor involved in a related
field of business to the celebrity?

E Are there hyperlinks from the page containing the ce-
lebrity story to any other website?

E What period of time has the celebrity story remained
on the website?

E Does the story or event portray the celebrity in a false
light?3

12.06 Interplay between Publicity and Copyright Law

Privacy and publicity claims involving celebrities fre-
quently may be bolstered by copyright claims. For example,
comedian Jeff Foxworthy was able to prevent the sale of
t-shirts that reprinted jokes from his comedy routine by suc-
cessfully asserting common law trademark protection under
the Lanham Act in the slogan “You Might Be A Redneck If
. . .” and copyright protection in the text which followed the
slogan on each T-shirt.1 Similarly, Latin pop singer and
model Noelia Lorenzo Monge and her manager, Oscar
Viqueria, successfully sued a celebrity gossip magazine that
printed previously unpublished pictures of their clandestine
wedding that had been stolen by a paparazzo for copyright
infringement.2

When an infringed work is commercially released, celebri-

3John T. Rose, II, “Protecting Celebrity Publicity/Privacy Rights on
the Internet,” The Intellectual Property Strategist, Apr. 1996, at 3. © John
T. Rose, II. Used with permission.

[Section 12.06]
1
See Foxworthy v. Custom Tees, Inc., 879 F. Supp. 1200 (N.D. Ga.

1995).
2
See Monge v. Maya Magazines, Inc., 688 F.3d 1164 (9th Cir. 2012)

(holding that the publication was not a fair use under copyright law).
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ties featured in the works frequently do not own all rights to
the underlying copyrights. When a celebrity’s name or like-
ness is reproduced without authorization, the unauthorized
use may also violate someone else’s copyright in a photograph
taken of her, a movie clip featuring the celebrity (which itself
may incorporate music or other works), an unauthorized
sound recording or incorporated text.3 If the copyright own-
er(s) are unwilling to file suit, privacy or publicity claims
may be an entertainer’s only avenue for relief. Where a ce-
lebrity’s privacy rights have been violated, however, a celeb-
rity may be able to assert copyright ownership in private
writings, photographs or videotapes displayed, reproduced or
distributed without authorization in order to prevent further
dissemination.4

Where a copyright claim could be asserted based on the
nature of a defendant’s use, comparable state law claims
based on the act of copying may be preempted unless the ce-
lebrity is able to allege an extra element (beyond what would
be required to prove infringement under the Copyright Act).5

State law causes of action equivalent to copyright infringe-
ment may be preempted even where a copyright claim is not
actually asserted (such as in cases where the copyright is
owned by someone other than the celebrity whose publicity
rights may have been violated).

Where a copyright claim may be asserted, a personality
may be able to avoid litigation and obtain almost instanta-
neous extra-judicial relief if the content is located on a site
serviced by a provider that has designated an agent pursu-
ant to the Digital Millennium Copyright Act.6 Simply by
transmitting a substantially complying notification, a rights
owner may succeed in having offending content removed.
Litigation would have to be brought, however, to recover
damages or if stronger relief were sought. In addition, not

3For an analysis of the rights protected by copyright law, see supra
§§ 4.01, 4.02, 4.04; see also infra chapter 17 (licensing music, video and
other protected content). For a discussion of works which may be used
based on the fair use defense or because they are in the public domain or
otherwise unprotectable, see supra §§ 4.05, 4.06, 4.10.

4
See, e.g., Michaels v. Internet Entertainment Group, Inc., 5 F. Supp.

2d 823 (C.D. Cal. 1998) (asserting copyright, publicity and privacy claims
in connection with a proposed webcast of a videotape of Pamela Anderson
and former boyfriend Bret Michaels).

517 U.S.C.A. § 301; see supra §§ 4.18, 12.05[2][B].
617 U.S.C.A. § 512.
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all service providers have designated agents pursuant to the
Digital Millennium Copyright Act (which affords participants
potential liability limitations, but does not compel
compliance). To evaluate whether a service provider has
opted to comply with the statute, rights owners should look
at the provider’s website (where the information should be
posted) or search the U.S. Copyright Office’s database, where
all duly registered agents are listed.7

12.07 Controlling a Celebrity’s Image in Cyberspace

12.07[1] Overview

To a great extent, an entertainer’s image is her product.
Image control therefore is at least as important for a celebri-
ty—if not more important—than brand management for
many traditional trademark owners. A celebrity’s persona,
however, may be even more difficult to control than a
company’s mark. Trademark law generally incorporates fair
use principles consistent with the First Amendment protec-
tions for commercial speech. A celebrity’s ability to restrict
use of unauthorized photographs or other images or the dis-
semination of information about her—even if such informa-
tion is not true—is further tempered by the higher level of
protection afforded speech about public figures.1 In practice,
potential adverse publicity also may limit a celebrity’s
response.

Although on balance much unauthorized use online
amounts to free publicity that benefits an entertainer, some
uses are harmful to a celebrity’s reputation. Personalities
should pay particularly close attention to three broad catego-
ries of potential publicity rights violations that occur
frequently in cyberspace. First, the names of famous
athletes, musicians, television and film stars and others may
be registered as domain names by third parties for profit2 or
for personal homepages known as “fan sites.” Second, celeb-
rities’ names, likenesses or other personal attributes may be
used for unauthorized commercial purposes or by admirers

7
See supra § 4.12.

[Section 12.07[1]]
1
See supra § 12.05[4].

2
See, e.g., McGraw v. Salmon, Civil Action No. CV 98-2495R (MANx),

1998 WL 34088217 (C.D. Cal. June 30, 1998); see generally supra chapter
7 (protecting domain names); infra § 12.07[7].

12.06 E-COMMERCE AND INTERNET LAW

12-158

PAGE PROOFS - SUBJECT TO REVISION 
© 2022 Ian C. Ballon, www.IanBallon.net



To order call 1-888-728-7677 
or visit IanBallon.net   

 

E-COMMERCE & 
INTERNET LAW: 
TREATISE 
WITH 
FORMS 2D 2022 
Ian C. Ballon 

 
 

 

 
 

 

2022 
UPDATES – 
INCLUDING 
NEW AND 

IMPORTANT 
FEATURES 

  



Key Features of E-Commerce & Internet Law 
♦ AI, ML, screen scraping and data portability 
♦ Antitrust in the era of techlash 
♦ The CPRA, Virginia, Colorado and Nevada pricy laws, 

GDPR, California IoT security statute, state data 
broker laws, and other privacy and cybersecurity laws 

♦ Software copyrightability and fair use after Google v. 
Oracle 

♦ Mobile and online contract formation, 
unconscionability and enforcement of arbitration and 
class action waiver clauses in an era of mass 
arbitration 

♦ TCPA law and litigation after Facebook v. Duguid - the 
most comprehensive analysis of the statute, 
regulations, and conflicting case law found anywhere  

♦ The Cybersecurity Information Sharing Act (CISA), 
state security breach statutes and regulations, and the 
Defend Trade Secrets Act (DTSA) -- and their impact 
on screen scraping and database protection, 
cybersecurity information sharing and trade secret 
protection, & privacy  

♦ Platform moderation and liability, safe harbors, and 
defenses (including the CDA and DMCA)  

♦ Dormant Commerce Clause restrictions on state law 
regulation of online and mobile commerce 

♦ The law of SEO and SEM – and its impact on e-
commerce vendors 

♦ Defending cybersecurity breach and data privacy 
class action suits – case law, trends & strategy  

♦ IP issues including Copyright and Lanham Act fair 
use, Rogers v. Grimaldi, patentable subject matter, 
negative trade secrets, rights of publicity laws 
governing the use of a person’s images and attributes, 
initial interest confusion, software copyrightability, 
damages in internet and mobile cases, the use of 
hashtags in social media marketing, new rules 
governing fee awards, and the applicability and scope 
of federal and state safe harbors and exemptions 

♦ Online anonymity and pseudonymity – state and 
federal laws governing permissible disclosures and 
subpoenas  

♦ Sponsored links, embedded links, #hashtags, and 
internet, mobile and social media advertising 

♦ Enforcing judgments against foreign domain name 
registrants 

♦ Valuing domain name registrations from sales data  
♦ Applying the First Sale Doctrine to virtual goods 
♦ Exhaustive statutory and case law analysis of the 

Digital Millennium Copyright Act, the Communications 
Decency Act (including exclusions for certain IP & 
FOSTA-SESTA), the Video Privacy Protection Act, 
and Illinois Biometric Privacy Act  

♦ Analysis of the CLOUD Act, BOTS Act, SPEECH Act, 
Consumer Review Fairness Act, N.J. Truth-in-
Consumer Contract, Warranty and Notice Act, Family 
Movie Act and more 

♦ Click fraud  
♦ Copyright and Lanham Act fair use 
♦ Practical tips, checklists and forms that go beyond the 

typical legal treatise 
♦ Clear, concise, and practical analysis 

AN ESSENTIAL RESOURCE FOR 
ANY INTERNET AND MOBILE, 
INTELLECTUAL PROPERTY OR 
DATA PRIVACY/ AI/ 
CYBERSECURITY PRACTICE  
E-Commerce & Internet Law is a comprehensive, 
authoritative work covering law, legal analysis, regulatory 
issues, emerging trends, and practical strategies. It 
includes practice tips and forms, nearly 10,000 detailed 
footnotes, and references to hundreds of unpublished 
court decisions, many of which are not available 
elsewhere. Its unique organization facilitates finding quick 
answers to your questions. 

The updated new edition offers an unparalleled reference 
and practical resource. Organized into five sectioned 
volumes, the 59 chapters cover: 

● Sources of Internet Law and Practice 
● Intellectual Property 
● Licenses and Contracts 
● Data Privacy, Cybersecurity and Advertising 
● The Conduct and Regulation of E-Commerce 
● Internet Speech, Defamation, Online Torts and the 

Good Samaritan Exemption 
● Obscenity, Pornography, Adult Entertainment and the 

Protection of Children 
● Theft of Digital Information and Related Internet 

Crimes 
● Platform liability for Internet Sites and Services 

(Including Social Networks, Blogs and Cloud services) 
● Civil Jurisdiction and Litigation 

Distinguishing Features 
 
♦ Clear, well written and with a practical perspective 

based on how issues actually play out in court (not 
available anywhere else) 

♦ Exhaustive analysis of circuit splits and changes in the 
law combined with a common sense, practical 
approach for resolving legal issues, doing deals, 
documenting transactions and litigating and winning 
disputes 

♦ Covers laws specific to the Internet and explains how 
the laws of the physical world apply to internet and 
mobile transactions and liability risks 

♦ Addresses both law and best practices 
♦ Includes the hottest issues, such as IP and privacy 

aspects of artificial intelligence & machine learning, 
social media advertising, cloud storage, platform 
liability, and more! 

♦ Comprehensive treatment of intellectual property, data 
privacy and mobile and Internet security breach law 

 

 



 

 

Volume 1 

Part I. Sources of Internet Law and Practice:  A Framework 
for Developing New Law 

Chapter  1.  Context for Developing the Law of the Internet 
2.  A Framework for Developing New Law 
3.  [Reserved] 

Part II.  Intellectual Property 
4.  Copyright Protection in Cyberspace 
5.  Data Scraping, Database Protection, and the Use of 
Bots and Artificial Intelligence to Gather Content and 
Information 
6.  Trademark, Service Mark, Trade Name and Trade 
Dress Protection in Cyberspace 
7.  Rights in Internet Domain Names 

Volume 2 

Chapter  8.  Internet Patents 
9.  Unique Intellectual Property Issues in Search Engine 
Marketing, Optimization and Related Indexing, 
Information Location Tools and Internet and Social 
Media Advertising Practices 
10.  Misappropriation of Trade Secrets in Cyberspace 
11.  Employer Rights in the Creation and Protection of 
Internet-Related Intellectual Property 
12.  Privacy and Publicity Rights of Celebrities and 
Others in Cyberspace 
13.  Idea Submission, Protection and Misappropriation 

Part III. Licenses and Contracts 
14.  Documenting Internet Transactions: 
Introduction to Drafting License Agreements and 
Contracts 
15.  Drafting Agreements in Light of Model and Uniform 
Contract Laws: The Federal eSign Statute, Uniform 
Electronic Transactions Act, UCITA, and the EU 
Distance Selling Directive 
16.  Internet Licenses:  Rights Subject to License and 
Limitations Imposed on Content, Access and 
Development 
17.  Licensing Pre-Existing Content for Use Online:  
Music, Literary Works, Video, Software 
and User Generated Content Licensing Pre-Existing 
Content 
18.  Drafting Internet Content and Development 
Licenses 
19.  Website Development and Hosting Agreements 
20.  Website Cross-Promotion and Cooperation:  Co-
Branding, Widget and Linking Agreements 
21.  Obtaining Assent in Cyberspace:  Contract 
Formation for Click-Through and Other Unilateral 
Contracts 
22.  Structuring and Drafting Website Terms and 
Conditions 
23.  ISP Service Agreements 

Volume 3 

Chapter  24.  Software as a Service:  On-Demand, Rental and 
Application Service Provider Agreements 

Part IV. Privacy, Security and Internet Advertising 
25.  Introduction to Consumer Protection in Cyberspace 
26.  Data Privacy 
27.  Cybersecurity: Information, Network and Data 
Security 
28.  Advertising in Cyberspace 

Volume 4 

Chapter  29.  Email and Text Marketing, Spam and the Law of 
Unsolicited Commercial Email and Text Messaging 
30.  Online Gambling 

Part V. The Conduct and Regulation of Internet Commerce 
31.  Online Financial Transactions and Payment 
Mechanisms 
32.  Online Securities Law 
33.  State and Local Sales and Use Taxes on Internet 
and Mobile Transactions 
34.  Antitrust Restrictions on Technology Companies 
and Electronic Commerce 
35.  Dormant Commerce Clause and Other Federal Law 
Restrictions on State and Local Regulation of the 
Internet 
36.  Best Practices for U.S. Companies in Evaluating 
Global E-Commerce Regulations and Operating 
Internationally 

Part VI. Internet Speech, Defamation, Online Torts and the 
Good Samaritan Exemption 
37.  Defamation, Torts and the Good Samaritan 
Exemption (47 U.S.C.A. § 230) 
38.  Tort and Related Liability for Hacking, Cracking, 
Computer Viruses, Disabling Devices and Other 
Network Disruptions 
39.  E-Commerce and the Rights of Free Speech, Press 
and Expression in Cyberspace 

Part VII. Obscenity, Pornography, Adult Entertainment and 
the Protection of Children 
40.  Child Pornography and Obscenity 
41.  Laws Regulating Non-Obscene Adult Content 
Directed at Children 
42.  U.S. Jurisdiction, Venue and Procedure in 
Obscenity and Other Internet Crime Cases 

Part VIII. Theft of Digital Information and Related Internet 
Crimes 
43.  Detecting and Retrieving Stolen Corporate Data 
44.  Criminal and Related Civil Remedies for Software 
and Digital Information Theft 
45.  Crimes Directed at Computer Networks and Users:  
Viruses and Malicious Code, Service Disabling Attacks 
and Threats Transmitted by Email 

Volume 5 

Chapter  46.  Identity Theft 
47.  Civil Remedies for Unlawful Seizures 

Part IX. Liability of Internet Sites and Service (Including 
Social Networks and Blogs) 
48.  Assessing and Limiting Liability Through Policies, 
Procedures and Website Audits 
49.  Content Moderation and Platform Liability: Service 
Provider and Website, Mobile App, Network and Cloud 
Provider Exposure for User Generated Content and 
Misconduct 
50.  Cloud, Mobile and Internet Service Provider 
Compliance with Subpoenas and Court Orders 
51.  Web 2.0 Applications:  Social Networks, Blogs, Wiki 
and UGC Sites 

Part X. Civil Jurisdiction and Litigation 
52.  General Overview of Cyberspace Jurisdiction 
53.  Personal Jurisdiction in Cyberspace 
54.  Venue and the Doctrine of Forum Non Conveniens 
55.  Choice of Law in Cyberspace 
56.  Internet ADR 
57.  Internet Litigation Strategy and Practice 
58.  Electronic Business and Social Network 
Communications in the Workplace, in Litigation and in 
Corporate and Employer Policies 
59.  Use of Email in Attorney-Client Communications 

 
“Should be on the desk of every lawyer who deals with cutting 
edge legal issues involving computers or the Internet.” 
Jay Monahan 
General Counsel, ResearchGate 

 



 

List Price: $3,337.00 
Discounted Price: $2,669.60 

***************************** 
ABOUT THE AUTHOR 
***************************** 
IAN C. BALLON 
Ian Ballon is Co-Chair of 
Greenberg Traurig LLP’s 
Global Intellectual Property 
and Technology Practice 
Group and is a litigator in the 
firm’s Silicon Valley Los 
Angeles and Washington, 
DC offices. He defends data 
privacy, cybersecurity 
breach, AdTech, TCPA, and other Internet and 
mobile class action suits and litigates copyright, 
trademark, patent, trade secret, right of publicity, 
database, AI and other intellectual property cases, 
including disputes involving safe harbors and 
exemptions, platform liability and fair use. 
Mr. Ballon was the recipient of the 2010 Vanguard 
Award from the State Bar of California’s Intellectual 
Property Law Section. He also has been recognized 
by The Los Angeles and San Francisco Daily 
Journal as one of the Top Intellectual Property 
litigators in every year the list has been published 
(2009-2021), Top Cybersecurity and Artificial 
Intelligence (AI) lawyers, and Top 100 lawyers in 
California.  
Mr. Ballon was named a “Groundbreaker” by The 
Recorder at its 2017 Bay Area Litigation 
Departments of the Year awards ceremony and was 
selected as an “Intellectual Property Trailblazer” by 
the National Law Journal. 
Mr. Ballon was selected as the Lawyer of the Year 
for information technology law in the 2022, 2021, 
2020, 2019, 2018, 2016 and 2013 editions of The 
Best Lawyers in America and is listed in Legal 500 
U.S., Law Dragon and Chambers and Partners USA 
Guide. He also serves as Executive Director of 
Stanford University Law School’s Center for the 
Digital Economy. 
Mr. Ballon received his B.A. magna cum laude from 
Tufts University, his J.D. with honors from George 
Washington University Law School and an LLM in 
international and comparative law from Georgetown 
University Law Center. He also holds the 
C.I.P.P./U.S. certification from the International 
Association of Privacy Professionals (IAPP). 
Mr. Ballon is also the author of The Complete CAN-
SPAM Act Handbook (West 2008) and The 
Complete State Security Breach Notification 
Compliance Handbook (West 2009), published by 
Thomson West (www.IanBallon.net). 
He may be contacted at BALLON@GTLAW.COM 
and followed on Twitter and LinkedIn (@IanBallon). 
Contributing authors: Parry Aftab, Darren 
Abernethy, Viola Bensinger, Ed Chansky, Francoise 
Gilbert, Rebekah Guyon, Tucker McCrady, Josh 
Raskin, & Tom Smedinghoff.  

NEW AND IMPORTANT FEATURES FOR 2022 
> Antitrust in the era of techlash 

(chapter 34) 
> Platform moderation and 

liability, safe harbors and 
defenses (ch. 49, 4, 6, 8, 37) 

> Privacy and IP aspects of 
Artificial Intelligence (AI) and 
machine learning (ch. 5, 26) 

> How TransUnion v. Ramirez 
(2021) changes the law of 
standing in cybersecurty 
breach, data privacy, AdTech 
and TCPA class action suits.  

>   90+ page exhaustive analysis 
of the CCPA and CPRA, all 
statutory amendments and final 
regulations, and how the law 
will change under the CPRA – 
the most comprehensive 
analysis available! (ch 37) 

>  Text and other mobile marketing 
under the TCPA following the 
U.S. Supreme Court’s ruling in 
Facebook, Inc. v. Duguid, 141 
S. Ct. 1163 (2021) – and 
continuing pitfalls companies 
should avoid to limit exposure 

>   Software copyrightability and 
fair use in light of the U.S. 
Supreme Court’s 2021 decision 
in Google LLC v. Oracle 
America, Inc., 141 S. Ct. 1183 
(2021) (ch 4) 

>   Rethinking 20 years of 
database and screen scraping 
case law in light of the U.S. 
Supreme Court’s opinion in 
Van Buren v. United States, 141 
S. Ct. 1648 (2021) (ch5) 

> FOSTA-SESTA and ways to 
maximize CDA protection (ch 37) 

>   IP aspects of the use of 
#hashtags in social media (ch 6) 

> The CLOUD Act (chapter 50) 
> Virginia, Colorado and Nevada 

privacy laws (ch 26)   
>   Applying the single publication 

rule to websites, links and uses 
on social media (chapter 37) 

> Digital economy litigation 
strategies 

> Circuit-by-circuit, claim-by-
claim analysis of CDA opinions 

 

> How new Copyright Claims 
Board proceedings will 
disrupt DMCA compliance for 
copyright owners, service 
providers and users (ch 4) 

>   Website and mobile 
accessibility under the ADA 
and state laws (chapter 48) 

> Online and mobile Contract 
formation – common 
mistakes by courts and 
counsel (chapter 21)  

> Updated Defend Trade 
Secrets Act and UTSA case 
law (chapter 10)  

> Drafting enforceable 
arbitration clauses and class 
action waivers (with new 
sample provisions) (chapter 22) 

> AdTech law (chapter 28, 
Darren Abernethy)  

>   The risks of being bound by 
the CASE Act’s ostensibly 
voluntary jurisdiction over 
small copyright cases  

>   Rethinking approaches to 
consumer arbitration clauses 
in light of mass arbitration 
and case law on 
representative actions. 

>   Dormant Commerce Clause 
challenges to state privacy 
and other laws – explained  

>   First Amendment protections 
and restrictions on social 
media posts and the digital 
economy – important new 
case law 

>   The GDPR, ePrivacy Directive 
and transferring data from the 
EU/EEA (by Francoise Gilbert 
and Viola Bensinger) (ch. 26)  

> Patent law (updated by Josh 
Raskin) (chapter 8)  

> Idea protection & 
misappropriation (ch 13) 

> Revisiting links, embedded 
links, sponsored links, and 
SEO/SEM practices and 
liability (chapter 9) 

> eSIGN case law (chapter 15) 
 
 

SAVE 20% NOW!! To order call 1-888-728-7677 
or visit IanBallon.net 

enter promo code WPD20 at checkout 



Ian C. Ballon 
Greenberg Traurig, LLP 

 
Los Angeles: 

1840 Century Park East, Ste. 1900 
Los Angeles, CA 90067 

Direct Dial: (310) 586-6575 
Direct Fax: (310) 586-0575 

Silicon Valley: 
1900 University Avenue, 5th Fl. 

East Palo Alto, CA 914303 
Direct Dial: (650) 289-7881 
Direct Fax: (650) 462-7881 

Washington, D.C.: 
2101 L Street, N.W., Ste. 1000 

Washington, D.C. 20037 
Direct Dial: (202) 331.3138 

Fax: (202) 331-3101 
 

Ballon@gtlaw.com 
<www.ianballon.net> 

LinkedIn, Twitter, Facebook: IanBallon 
 

This paper has been excerpted from E-Commerce and Internet Law: Treatise with Forms 2d Edition 
(Thomson West 2022 Annual Update), a 5-volume legal treatise by Ian C. Ballon, published by West, (888) 728-7677 

www.ianballon.net 

FIRST AMENDMENT LIMITATIONS 
ON LANHAM ACT CLAIMS 

 
Excerpted from the forthcoming 2022 update to Chapter 6 (Trademark, 
Service Mark, Trade Name and Trade Dress Protection in Cyberspace) 
E-Commerce and Internet Law: Legal Treatise with Forms 2d Edition 

A 5-volume legal treatise by Ian C. Ballon (Thomson/West Publishing, www.IanBallon.net) 
 

(These excerpts are unrevised page proofs for the current update and may contain errors. Please 
email the author at ballon@gtlaw.com for a complimentary copy of the final published version.) 

 

STRAFFORD PUBLICATIONS PRESENTS: 
“COUNTERFEIT GOODS ON SOCIAL MEDIA: 

TAKEDOWNS, LITIGATION, AND OTHER ALTERNATIVES 
FOR COMBATING THE SALE OF FAKE GOODS” 

 
WEBINAR 

 
AUGUST 2, 2022 

 



 

Ian C. Ballon 
Shareholder 
Internet, Intellectual Property & Technology Litigation 
 
Admitted: California, District of Columbia and Maryland 
Second, Third, Fourth, Fifth, Seventh, Ninth, Eleventh and Federal 
Circuits 
U.S. Supreme Court 
JD, LLM, CIPP/US 
 

Ballon@gtlaw.com 
LinkedIn, Twitter, Facebook: IanBallon 

Los Angeles 
1840 Century Park East 
Suite 1900 
Los Angeles, CA 90067 
T 310.586.6575 
F 310.586.0575 

 
Silicon Valley 
1900 University Avenue 
5th Floor 
East Palo Alto, CA 94303 
T 650.289.7881 
F 650.462.7881 

  
Washington, D.C. 
2101 L Street, N.W. 
Suite 1000 
Washington, DC 20037 
T 202.331.3138 
F 202.331.3101 

Ian C. Ballon is a litigator who is Co-Chair of Greenberg Traurig LLP’s Global Intellectual Property & Technology 
Practice Group and represents internet, mobile, entertainment and technology companies in intellectual property and 
technology-related litigation and in the defense of data privacy, security breach and AdTech class action suits. 

Ian has been named by the LA and San Francisco Daily Journal as one of the Top 75 intellectual property litigators in 
California in every year that the list has been published (2009 through 2022). He has been listed in Best Lawyers in 
America consistently every year since 2003 and was named Lawyer of the Year for Information Technology in 2022, 
2020, 2019, 2018, 2016 and 2013. In 2022, 2021, 2020, 2019 and 2018 he was recognized as one of the Top 1,000 
trademark attorneys in the world for his litigation practice by World Trademark Review. In 2022, Ian was named to 
Lawdragon’s list of the Top 500 Lawyers in America and he has been included on the Daily Journal's annual list of the 
Top 100 Lawyers in California. In addition, in 2019 he was named one of the top 20 Cybersecurity lawyers in 
California and in 2018 one of the Top Cybersecurity/Artificial Intelligence lawyers in California by the Los Angeles and 
San Francisco Daily Journal. He received the “Trailblazer” Award, Intellectual Property, 2017 from The National Law 
Journal and he has been recognized as a “Groundbreaker” in The Recorder’s 2017 Litigation Departments of the 
Year Awards. He was also recognized as the 2012 New Media Lawyer of the Year by the Century City Bar 
Association. In 2010, he was the recipient of the California State Bar Intellectual Property Law section's Vanguard 
Award for significant contributions to the development of intellectual property law. Ian was listed in Variety's "Legal 
Impact Report: 50 Game-Changing Attorneys" and has been named a Northern California Super Lawyer every year 
from 2004 through 2021 and a Southern California Super Lawyer for every year from 2007-2021. He has also been 
listed in Legal 500 U.S., The Best Lawyers in America (in the areas of information technology and intellectual 
property) and Chambers and Partners USA Guide in the areas of privacy and data security and information 
technology.  

Ian is also the author of the leading treatise on internet and mobile law, E-Commerce and Internet Law: Treatise with 
Forms 2d edition, the 5-volume set published by West (www.IanBallon.net) and available on Westlaw, which includes 
extensive coverage of intellectual property law issues. In addition, he is the author of The Complete CAN-SPAM Act 
Handbook (West 2008) and The Complete State Security Breach Notification Compliance Handbook (West 2009). In 
addition, he serves as Executive Director of Stanford University Law School’s Center for the Digital Economy. He also 
chairs PLI's annual Advanced Defending Data Privacy, Security Breach and TCPA Class Action Litigation conference. 
Ian previously served as an Advisor to ALI’s Intellectual Property: Principles Governing Jurisdiction, Choice of Law, 
and Judgments in Transactional Disputes (ALI Principles of the Law 2007) and as a member of the consultative group 
for ALI’s Principles of Data Privacy Law (ALI Principles of Law 2020). 

Ian holds JD and LLM degrees and the CIPP/US certification from the International Association of Privacy Professionals 
(IAPP). 

 



E-COMMERCE
& INTERNET LAW

Treatise with Forms—2d Edition

IAN C. BALLON

Volume 1

For Customer Assistance Call 1-800-328-4880

Mat #42478435



6.14[7] First Amendment Limitations on Lanham
Act Claims Involving Artistic and Expressive
Uses

The First Amendment may limit Lanham Act and related
state law claims in connection with artistic and expressive
uses. As analyzed in section 12.03[3] in chapter 12 in con-
nection with celebrity names and attributes under trademark
and rights of publicity laws and as addressed more generally
in chapter 39 (First Amendment rights and the digital
economy), the predominant test for balancing Lanham Act
claims against First Amendment rights in disputes involving
creative and expressive uses was first articulated in Rogers
v. Grimaldi,1 a case in which the Second Circuit held that
Ginger Rogers could not prevail against the distributors of
Fellini’s movie Ginger and Fred, a film about two performers
whose careers were based on imitating Ginger Rogers and
Fred Astaire, because the use of her trademarked name was
artistic. In so ruling, the Second Circuit rejected Rogers’
argument that First Amendment concerns are implicated
only where the author has no alternative means of expres-
sion because such a standard would leave “insufficient
leeway for literary expression.”2

Under the Rogers v. Grimaldi test, a court will consider
whether the junior user’s use has “some artistic relevance”
to the plaintiff’s mark (or otherwise).3 If it does not, then the
traditional likelihood-of-confusion test analyzed in section
6.08 will be applied. If the use does have some minimal
artistic relevance, however, then the court will evaluate
whether the secondary use “explicitly misleads as to the
source or the content of the work”4 If it does, then the
traditional likelihood-of-confusion test will be applied.5 If the
title or other use is not explicitly misleading, however, then
“the danger of restricting artistic expression” will be viewed
as outweighing the likelihood-of-confusion factors as a mat-
ter of law, and the use will be deemed permissible on First

[Section 6.14[7]]
1
Rogers v. Grimaldi, 875 F.2d 994, 1000-02 (2d Cir. 1989).

2
Rogers v. Grimaldi, 875 F.2d 994, 999 (2d Cir. 1989).

3
Rogers v. Grimaldi, 875 F.2d 994, 999 (2d Cir. 1989).

4
Rogers v. Grimaldi, 875 F.2d 994, 999 (2d Cir. 1989).

5
Rogers v. Grimaldi, 875 F.2d 994, 1000 n.6 (2d Cir. 1989).
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Amendment grounds.6 The following flow chart illustrates
how courts apply the test for evaluating expressive works (at
least in the Ninth Circuit):

6
Rogers v. Grimaldi, 875 F.2d 994, 999-1000 (2d Cir. 1989); see also

Cliffs Notes, Inc. v. Bantam Doubleday Dell Publishing Group, Inc., 886
F.2d 490, 495-97 (2d Cir. 1989) (granting summary judgment for the
publisher of a Cliffs Notes parody by applying the likelihood-of-confusion
test with an emphasis on First Amendment protections, holding that that
the Rogers test should not be limited to literary titles but “is generally ap-
plicable to Lanham Act claims against works of artistic expression”; “in
deciding the reach of the Lanham Act in any case where an expressive
work is alleged to infringe a trademark, it is appropriate to weigh the
public interest in free expression against the public interest in avoiding
consumer confusion.”).
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The applicability of the Rogers v. Grimaldi test may be
resolved at the outset of a case, in response to a motion to
dismiss or motion for judgment on the pleadings,7 or on sum-

7
See, e.g., Dickinson v. Ryan Seacrest Enterprises Inc., 839 F. App’x

110 (9th Cir. 2020) (affirming dismissal of Janice Dickinson’s suit based on
her portrayal in Shahs of Sunset, a reality television show, because the
program was an expressive work entitled to First Amendment protection
and the alleged misrepresentations did not explicitly mislead consumers
about the source or content of episode), cert. denied, 141 S. Ct. 2861 (2021);
Mossack Fonseca & Co., S.A. v. Netflix Inc., Case No.: CV 19-9330-CBM-
AS(x), 2020 WL 8509658, at *2-3 (C.D. Cal. Dec. 23, 2020) (granting
Netflix’s motion for judgment on the pleadings on plaintiff’s false advertis-
ing claim based on Rogers v. Grimaldi, in a suit brought over its use of
plaintiff law firm’s logo in a fictionalized account of the leak of the “Pan-
ama Papers” in 2015, when hackers obtained and released client files of
the plaintiff law firm, revealing offshore investments and other affairs of
prominent individuals from around the world, because use of the mark in
the film and a trailer were protected under the First Amendment); Reflex
Media Inc. v. Pilgrim Studios, Inc., Case No. CV 18-2260-GW(FFMx),
2018 WL 6566561, at *4-6 (C.D. Cal. Aug. 28, 2019) (dismissing plaintiff’s
trademark infringement and unfair competition claims (without prejudice)
arising out of defendant’s use of Love at First Flight for reality TV series);
Hidden City Philadelphia v. ABC, Inc., No. CV 18-65, 2019 WL 1003637,
at *3-5 (E.D. Pa. Mar. 1, 2019) (dismissing plaintiff’s Pennsylvania state
trademark infringement (and Pennsylvania dilution) claims under Rogers
v. Grimaldi, holding that defendant’s use of “Hidden Philadelphia” in con-
nection with journalistic videos was artistically relevant to the series of
videos about historic locations in Philadelphia that were not commonly
known to the general public with which the name was used, and was not
explicitly misleading as to their source in part because defendant did not
adopt plaintiff’s “Hidden City Philadelphia” mark and because defendant’s
videos appeared on defendant’s website, featured defendant’s logo, and
identified defendant as the source of the videos); Medina v. Dash Films,
Inc., No. 15-cv-2551 (KBF), 2016 WL 3906714, at *5 (S.D.N.Y. July 14,
2016) (dismissing plaintiff’s Complaint under the Rogers framework);
Rebellion Developments, Ltd. v. Stardock Entertainment, Inc., No. 12–
12805, 2013 WL 1944888, at *2-6 (E.D. Mich. May 9, 2013) (dismissing
plaintiffs’ claim that defendants’ SINS OF A SOLAR EMPIRE: REBEL-
LION computer game infringed their registered trademark for their
videogame development company, REBELLION, based on Rogers v.
Grimaldi, because REBELLION had some artistic relevance to defendant’s
game and the title was not misleading; “the Sixth Circuit repeatedly holds
that there is no reason not to grant a motion to dismiss where the
undisputed facts conclusively establish an affirmative defense as a matter
of law.”); Louis Vuitton Malletier S.A. v. Warner Bros. Entertainment Inc.,
868 F. Supp. 2d 172, 183-84 (S.D.N.Y. 2012) (dismissing plaintiff’s claim
because “even assuming, arguendo, that Louis Vuitton could state a cogni-
zable claim of confusion, Warner Bros.’ use of the Diophy bag is protected
under Rogers because it has some artistic relevance to the Film and is not
explicitly misleading.”; ‘‘ ‘Although many courts have considered the Rog-
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mary judgment.8

ers test on a summary judgment motion, not on a motion to dismiss, the
circuit has never stated that a court cannot properly apply the Rogers test
. . . on a motion to dismiss,’ provided that ‘the court is satisfied that . . .
no question of fact is presented.’ ’’) (citation omitted). But see Sapieyevski
v. Live Nation Worldwide, Inc., Civil Action No. 18-830 (TJK), 2019 WL
1284302, at *4 (D.D.C. Mar. 20, 2019) (declining to dismiss plaintiff’s
Complaint; “consideration of the Rogers defense on a motion to dismiss
appears to be the exception, not the rule.”); CI Games S.A. v. Destination
Films, Case No. 2:16-cv-05719-SVW-JC, 2016 WL 9185391, at *2-10 (C.D.
Cal. Oct. 25, 2016) (denying defendant’s motion to dismiss and plaintiff’s
motion for a preliminary injunction in a suit over the defendant’s use of
plaintiff’s registered mark for the ‘Sniper: Ghost Warrior’ videogame for
movie title, ‘Sniper: Ghost Shooter’; “While the Defendants may eventu-
ally be entitled to First Amendment protection under the Rogers test, the
Complaint cannot be dismissed at this stage because there are questions
of fact involved in the Rogers analysis.”); Rebellion Developments, Ltd. v.
Stardock Entertainment, Inc., No. 12–12805, 2013 WL 1944888, at *2-6
(E.D. Mich. May 9, 2013) (dismissing plaintiffs’ claim that defendants’
SINS OF A SOLAR EMPIRE: REBELLION computer game infringed their
registered trademark for their videogame development company, REBEL-
LION, based on Rogers v. Grimaldi, because REBELLION had some
artistic relevance to defendant’s game and the title was not misleading);
Car-Freshner Corp. v. Getty Images, Inc., 822 F. Supp. 2d 167, 176 n.14
(N.D.N.Y. 2011) (declining to apply the Rogers balancing test at the
motion-to-dismiss stage).

8
See, e.g., Twentieth Century Fox Television v. Empire Distribution,

Inc., 875 F.3d 1192, 1196-1200 (9th Cir. 2017) (affirming summary judg-
ment for plaintiffs on Lanham Act trademark infringement, dilution,
unfair competition, and false advertising claims arising out of Fox’s use of
“EMPIRE” in connection with Fox’s televisions series Empire, which
portrayed a fictional hip hop music label named ‘Empire Enterprises,’
which was based in New York, established minimal creativity in a
trademark infringement suit brought by a preexisting music label (Empire
Distribution)); Punchbowl, Inc. v. AJ Press LLC, — F. Supp. 3d —, 2021
WL 3356848, at *2-8 (C.D. Cal. 2021) (granting summary judgment in
favor of the publisher of Punchbowl News, holding its use of the name for
its publication was protected under Rogers v. Grimaldi because the use in
connection with a political news and commentary publication was expres-
sive under the First Amendment, the use of Punchbowl – the Secret Se-
rvice’s nickname for the U.S. Capitol—in a publication about political
news in Washington, D.C. and elsewhere was artistically relevant, and the
defendant’s use was not explicitly misleading as to the source or content
of the publication where (a) AJ Press did not use “Punchbowl” in the same
way as the plaintiff-online invitation service, and (b) AJ Press added its
own expressive content beyond the mark itself); AM General LLC v. Activi-
sion Blizzard, Inc., 450 F. Supp. 3d 467, 477-85 (S.D.N.Y. 2020) (granting
summary judgment for Activision on AM General’s Lanham Act and state
trademark claims arising out of Activision’s use of HUMVEE military
vehicles in its Call of Duty videogame); Caiz v. Roberts, 382 F. Supp. 3d
942, 949-52 (C.D. Cal. 2019) (granting summary judgment for rapper Rick
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Ross on plaintiff’s trademark infringement, trademark dilution and unfair
competition claims arising out of Ross’s use of “Mastermind” as an album
and tour name, where six of the nineteen songs on the album made direct
use of “mastermind” in the lyrics, and one song, “Thug Cry,” directly
referenced the overall album itself by its title, and the use was not
explicitly misleading because even though both the plaintiff and defendant
used the same mark in connection with music, Ross added his own expres-
sive content to the work beyond the mark itself, and “even the slightest
artistic relevance will suffice; courts and juries should not have to engage
in extensive artistic analysis.”), appeal dismissed, No. 19-55611, 2019 WL
6331647 (9th Cir. Aug. 30, 2019); IOW, LLC v. Breus, 425 F. Supp. 3d
1175, 1191-95 (D. Ariz. 2019) (granting summary judgment for the
defendant under Rogers v. Grimaldi, in a suit brought by an entity that
claimed infringement of 12 of its trademarks by defendant’s book The
Power of When, which was a factual book on chronobiology, and related
promotional materials including a website located at thepowerofwhen.com,
because the use of When was part of an expressive work protected by the
First Amendment and Rogers v. Grimaldi was not limited to works of fic-
tion); Mil-Spec Monkey, Inc. v. Activision Blizzard, Inc., 74 F. Supp. 3d.
1134, 1040-44 (N.D. Cal. 2014) (granting partial summary judgment for
Activision in a suit by Mil–Spec Monkey, Inc. (“MSM”), which alleged that
Activision’s Call of Duty: Ghosts videogame made illicit use of MSM’s
“angry monkey” trademark by including in Ghosts an image visually simi-
lar to MSM’s “angry monkey” mark as a patch that players could select to
place on their avatars’ uniforms in its multi-player game mode; “Because
Ghosts is an expressive work, and its disputed design bears some level of
artistic relevance to the game and is not explicitly misleading—meeting
both prongs of the test set forth originally in Rogers v. Grimaldi, 875 F.2d
994 (2d Cir.1989), and adopted by the Ninth Circuit—Activision’s motion
must be granted.”); Novalogic, Inc. v. Activision Blizzard, 41 F. Supp. 3d
885, 898-904 (C.D. Cal. 2013) (granting summary judgment for defendants
on plaintiff’s claims for trademark infringement, false designation of
origin, and contributory trademark infringement, holding that Activision’s
use the plaintiff’s registered “Delta Force” mark and logo in its “Call of
Duty—Modern Warfare 3” videogame was protected by the First Amend-
ment and that the use “easily met the artistic relevance requirement
under Rogers because their use [wa]s not wholly unrelated to the content
of the work.”); Roxbury Entertainment v. Penthouse Media Group, Inc.,
669 F. Supp. 2d 1170, 1175-76 (C.D. Cal. 2009) (granting summary judg-
ment for defendants, holding that “[b]ecause Defendants’ movie is an
expressive work, the Rogers test provides a complete defense . . . ,” and
that their use of “Route 66” in connection with adult entertainment videos
was not explicitly misleading even though plaintiff owned the mark “Route
66” for entertainment content, including television programs, and
defendants displayed “Route 66” in a font twice the size as one the
defendant’s names, which was partially obstructed, because “there is
nothing to indicate that there is any risk of Defendants’ use of the mark
‘duping’ consumers into thinking they are buying a product sponsored by,
or in any way affiliated with, Plaintiff or the 1960s television series in
which it owns rights.”).
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The Fifth,9 Sixth,10 Ninth,11 and Eleventh12 Circuits have

9
See Westchester Media v. PRL USA Holdings, Inc., 214 F.3d 658,

664–65, 671-75 (5th Cir. 2000) (holding, in a dispute brought by the owner
of the POLO mark for clothing that the district court should have
considered First Amendment issues to the extent the plaintiff sought to
enjoin use of “Polo” in connection with a lifestyle magazine).

10
See Parks v. LaFace Records, 329 F.3d 437, 458-59 (6th Cir.) (revers-

ing the entry of summary judgment for the defendant, holding that there
was a genuine factual dispute over whether OutKast’s song Rosa Parks,
which included a line in the chorus, “Everybody move to the back of the
bus,” but otherwise did not reference the civil rights icon or her story, was
“artistically related to the content of the song or whether the use of the
name Rosa Parks [was] nothing more than a misleading advertisement for
the sale of the song.”), cert. denied, 540 U.S. 1074 (2003); ETW Corp. v.
Jireh Pub., Inc., 332 F.3d 915, 924-28 (6th Cir. 2003) (affirming summary
judgment for an artist who sold limited edition prints depicting various
scenes from Tiger Woods’s 1997 win at The Masters golf tournament).

11
See Dickinson v. Ryan Seacrest Enterprises Inc., 839 F. App’x 110

(9th Cir. 2020) (affirming dismissal of Janice Dickinson’s suit based on her
portrayal in Shahs of Sunset, a reality television show, because the
program was an expressive work entitled to First Amendment protection
and the alleged misrepresentations did not explicitly mislead consumers
about the source or content of episode), cert. denied, 141 S. Ct. 2861 (2021);
Dr. Seuss Enterprises, L.P. v. ComicMix LLC, 983 F.3d 443, 461-63 (9th
Cir. 2020) (holding that Dr. Seuss Enterprises did not have a cognizable
trademark infringement claim against ComicMix for the latter’s use of Oh
The Places You’ll Go! and related trademarks in Oh, the Places You’ll
Boldly Go!, a comic book mashup of the Dr. Seuss book with the television
series Star Trek, authored by a former writer for that television series,
even as the appellate panel held that the work infringed Dr. Seuss’s
copyrights and was not a fair use under copyright law), cert. denied, 141
S. Ct. 2803 (2021); VIP Productions LLC v. Jack Daniel’s Properties, Inc.,
953 F.3d 1170, 1174-76 (9th Cir. 2020) (vacating the jury’s finding of in-
fringement because the district court erred in failing to first require JDPI
to satisfy at least one of the two Rogers v. Grimaldi prongs because VIP’s
“Bad Spaniels” dog toy, “although surely not the equivalent of the Mona
Lisa, is an expressive work. . . . The toy communicates a ‘humorous mes-
sage,’ . . . using word play to alter the serious phrase that appears on a
Jack Daniel’s bottle—‘Old No. 7 Brand’—with a silly message—‘The Old
No. 2.’ The effect is ‘a simple’ message conveyed by ‘juxtaposing the ir-
reverent representation of the trademark with the idealized image created
by the mark’s owner.’ . . . Bad Spaniels comments humorously on
precisely those elements that Jack Daniels seeks to enforce here. . . .
The fact that VIP chose to convey this humorous message through a dog
toy is irrelevant.”), cert. denied, 141 S. Ct. 1054 (2021); Gordon v. Drape
Creative, Inc., 909 F.3d 257, 261-63, 268-71 (9th Cir. 2018) (concluding
that greeting cards, which combined the trademarked phrases “Honey
Badger Don’t Care” and “Honey Badger Don’t Give a S - - -” alongside an-
nouncements of events such as Halloween and a birthday, were “expres-
sive works” entitled to First Amendment protection because, even if they

6.14[7]CONTEXT FOR DEVELOPING THE LAW OF THE INTERNET

6-379Pub. 12/2021

PAGE PROOFS - SUBJECT TO REVISION 
© 2022 Ian C. Ballon, www.IanBallon.net



did not show great “creative artistry,” the cards “convey[ed] a humorous
message through the juxtaposition of an event of some significance—a
birthday, Halloween, an election—with the honey badger’s aggressive as-
sertion of apathy.”; but reversing the entry of summary judgment for the
defendant, finding a factual dispute over whether the defendant’s use was
deceptive because “[i]n some instances, the use of a mark alone may
explicitly mislead consumers about a product’s source if consumers would
ordinarily identify the source by the mark itself. . . . There is at least a
triable issue of fact as to whether defendants simply used Gordon’s mark
with minimal artistic expression of their own, and used it in the same way
that Gordon was using it—to identify the source of humorous greeting
cards in which the bottom line is ‘Honey Badger don’t care.’ ’’); Twentieth
Century Fox Television v. Empire Distribution, Inc., 875 F.3d 1192, 1197-99
(9th Cir. 2017) (applying Rogers v. Grimaldi to hold that the producer of
Fox’s televisions series Empire, which portrayed a fictional hip hop music
label named ‘Empire Enterprises,’ which was based in New York,
established minimal creativity in a suit brought by a preexisting music
label (Empire Distribution), “that record[ed] and release[d] albums in the
urban music genre, which includes hip hop, rap, and R&B”), cert. denied,
139 S. Ct. 61 (2018); VIRAG, S.R.L. v. Sony Computer Entertainment
America LLC, 699 F. App’x 667, 668 (9th Cir. 2017) (affirming dismissal,
ruling that Sony’s use of the VIRAG trademark furthered its goal of real-
ism, “a legitimate artistic goal,” and that “[b]ecause the Gran Turismo
videogames contain expressive elements such as characters, plot, music,
and extensive interactions between players and the games’ virtual world,
they qualify as expressive works and are entitled to First Amendment
protection.”); Brown v. Electronic Arts, Inc., 724 F.3d 1235, 1241 (9th Cir.
2013) (applying Rogers v. Grimaldi in holding that the use of football
player Jim Brown’s likeness was artistically relevant to the defendant’s
Madden NFL videogame, and therefore was permissible under the First
Amendment); E.S.S. Entertainment 2000, Inc. v. Rock Star Videos, Inc.,
547 F.3d 1095, 1099-1101 (9th Cir. 2008) (affirming summary judgment
for the defendant and expanding the Ninth Circuit’s application of the
Rogers v. Grimaldi test from the use of a trademark in a title to the body
of an expressive work, holding, in a suit brought by the owner of the “Play
Pen Gentlemen’s Club” strip club over the depiction of a club named “Pig
Pen” in defendant’s Grand Theft Auto videogame, which was set in Los
Angeles, that defendant’s use was protected by the First Amendment
because “only the use of a trademark with ‘no artistic relevance to the
underlying work whatsoever ’ does not merit First Amendment
protection. . . . In other words, the level of relevance merely must be
above zero.”; “Although this test traditionally applies to uses of a
trademark in the title of an artistic work, there is no principled reason
why it ought not also apply to the use of a trademark in the body of the
work.”); Mattel, Inc. v. MCA Records, Inc., 296 F.3d 894, 901-02 (9th Cir.
2002) (adopting Rogers v. Grimaldi and affirming summary judgment for
the defendant, ruling that Aqua’s song Barbie Girl was a permissible use
of plaintiff’s BARBIE mark); see also, e.g., Mossack Fonseca & Co., S.A. v.
Netflix Inc., Case No.: CV 19-9330-CBM-AS(x), 2020 WL 8509658, at *2-3
(C.D. Cal. Dec. 23, 2020) (granting Netflix’s motion for judgment on the
pleadings on plaintiff’s false advertising claim based on Rogers v.
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Grimaldi, in a suit brought over its use of plaintiff law firm’s logo in a
fictionalized account of the leak of the “Panama Papers” in 2015, when
hackers obtained and released client files of the plaintiff law firm, reveal-
ing offshore investments and other affairs of prominent individuals from
around the world, because use of the mark in the film and a trailer were
protected under the First Amendment); Jackson v. Netflix, Inc., 506 F.
Supp. 3d 1007 (C.D. Cal. 2020) (dismissing plaintiffs’ Lanham Act claims,
holding that defendants’ use of the “Tiger King” and “Hollywood Weekly”
trademarks in a documentary that chronicled the life and business of Joe
Exotic, known publicly as the Tiger King, who starred in a television
series titled “Joe Exotic Tiger King” and sold products branded “Tiger
King,” was protected by the First Amendment).

Under the Ninth Circuit’s formulation of the Rogers v. Grimaldi
test, “the trademark owner does not have an actionable Lanham Act claim
unless the use of the trademark is ‘either (1) not artistically relevant to
the underlying work or (2) explicitly misleads consumers as to the source
or content of the work.’ . . . Neither of these prongs is easy to meet.” Dr.
Seuss Enterprises, L.P. v. ComicMix LLC, 983 F.3d 443, 462 (9th Cir. 2020)
(quoting VIP Productions LLC v. Jack Daniel’s Properties, Inc., 953 F.3d
1170, 1174 (9th Cir. 2020) (quotation marks omitted), cert. denied, 141 S.
Ct. 1054 (2021)), cert. denied, 141 S. Ct. 2803 (2021). Stated differently,
“[a]n artistic work’s use of a trademark that otherwise would violate the
Lanham Act is not actionable ‘[1] unless the use of the mark has no artistic
relevance to the underlying work whatsoever, or, [2] if it has some artistic
relevance, unless it explicitly misleads as to the source or the content of
the work.’ ’’ E.S.S. Entertainment 2000, Inc. v. Rock Star Videos, Inc., 547
F.3d 1095, 1099 (9th Cir. 2008) (quoting earlier cases).

With respect to the first prong, “any artistic relevance ‘above zero’
means the Lanham Act does not apply unless the use of the trademark is
explicitly misleading.” ComicMix, 983 F.3d at 462.

The requirement that a use be explicitly misleading sets “a high bar
that requires the use to be ‘an ‘explicit indication,’ ‘overt claim,’ or ‘explicit
misstatement’’ about the source of the work.” Id., quoting Brown v.
Electronic Arts, Inc., 724 F.3d 1235, 1245 (9th Cir. 2013). Thus, the appel-
late panel reasoned, “although titling a book ‘Nimmer on Copyright,’ ‘Jane
Fonda’s Workout Book,’ or ‘an authorized biography’ can explicitly mis-
state who authored or endorsed the book, a title that ‘include[s] a well-
known name’ is not explicitly misleading if it only ‘implicitly suggest[s]
endorsement or sponsorship.’ ’’ ComicMix, 983 F.3d at 462, quoting Rogers
v. Grimaldi, 875 F.2d at 999–1000 (emphasis added by the ComicMix
court). Because use of a mark alone is not necessarily determinative, two
other considerations weigh in evaluating whether the mark is explicitly
misleading: (1) “the degree to which the junior user uses the mark in the
same way as the senior user” and (2) “the extent to which the junior user
has added his or her own expressive content to the work beyond the mark
itself.” ComicMix, 983 F.3d at 463, quoting Gordon, 909 F.3d at 270–71.

12
See University of Alabama v. New Life Art, Inc., 683 F.3d 1266,

1276-79 (11th Cir. 2012) (ruling that a painter’s depiction of the University
of Alabama’s football team uniforms in various contexts did not violate the
Lanham Act).
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adopted the Second Circuit’s Rogers v. Grimaldi test in
evaluating whether enforcement of a mark owner’s rights
would chill First Amendment expression.13 The test, however,
has been criticized in application in some cases,14 even while
it is generally acknowledged that the First Amendment
restricts artistic uses of trademarks.

The potential potency of the Rogers v. Grimaldi test is un-

13
See generally infra § 12.03[3] (analyzing Rogers and competing tests

in Lanham Act cases involving celebrity marks in greater detail and citing
other cases).

14
See, e.g., Stouffer v. National Geographic Partners, LLC, 400 F.

Supp. 3d 1161 (D. Colo. 2019) (criticizing the test’s application in Gordon
v. Drape Creative, Inc., 909 F.3d 257, 268-71 (9th Cir. 2018) and Parks v.
LaFace Records, 329 F.3d 437, 458-59 (6th Cir.), cert. denied, 540 U.S.
1074 (2003), and noting inconsistencies among various opinions applying
Rogers v. Grimaldi); see also Stouffer v. National Geographic Partners,
LLC, 460 F. Supp. 3d 1133, 1139-46 (D. Colo. 2020) (reiterating the same
view in dismissing plaintiff ’s amended complaint with prejudice). In the
view of Judge William J. Martinez in Stouffer, the proper question to
consider in balancing First Amendment and Lanham Act rights, in light of
the Rogers test and its application over the preceding 30 years, is whether
the junior user has “a genuine artistic motive for using the senior user’s
mark or other Lanham Act-protected property right . . . .” 400 F. Supp.
3d at 1179. He elaborated:

Among the relevant questions a court may ask when discerning the junior
user’s motives include the following:

E Do the senior and junior users use the mark to identify the same kind, or
a similar kind, of goods or services? . . .

E To what extent has the junior user “added his or her own expressive
content to the work beyond the mark itself.” Gordon, 909 F.3d at 270; cf.
Hart v. Elec. Arts, Inc., 717 F.3d 141, 158–70 (3d Cir. 2013) (discussing in
detail the “transformative use” test used to weigh First Amendment
interests in state-law right of publicity cases).

E Does the timing of the junior user’s use in any way suggest a motive to
capitalize on popularity of the senior user’s mark? Cf. Gordon, 909 F.3d at
262.

E In what way is the mark artistically related to the underlying work, ser-
vice, or product? Cf. Rogers, 875 F.2d at 1001.

E Has the junior user made any statement to the public, or engaged in any
conduct known to the public, that suggests a non-artistic motive? . . .

E Has the junior user made any statement in private, or engaged in any
conduct in private, that suggests a non-artistic motive? Cf. Parks, 329
F.3d at 452–53.

Notably, artistic relevance to the underlying work, service, or product is only a
factor to consider here, not a threshold inquiry.

400 F. Supp. 3d at 1179. “The First Amendment places the thumb on the
scale of expressive use, even if at the expense of sometimes allowing
junior users with subjectively “unartistic” motives to avoid Lanham Act
liability.” Id. at 1180; see also 460 F. Supp. 3d at 1139-40 (restating the
test).
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derscored by cases where the secondary user prevailed on a
mark owner’s Lanham Act claim under Rogers but failed to
establish copyright fair use15 or permissible use under the
First Amendment in right of publicity cases.16

Where applicable to Lanham Act claims, the Rogers v.
Grimaldi defense generally has also been applied to vitiate
pendant state law claims premised on trademark infringe-
ment and related causes of action.17

15
See, e.g., Dr. Seuss Enterprises, L.P. v. ComicMix LLC, 983 F.3d 443,

450-63 (9th Cir. 2020) (holding that Dr. Seuss Enterprises did not have a
cognizable trademark infringement claim against ComicMix for the lat-
ter’s use of Oh The Places You’ll Go! and related trademarks in Oh, the
Places You’ll Boldly Go!, a comic book mashup of the Dr. Seuss book with
the television series Star Trek, authored by a former writer for that televi-
sion series, even as the appellate panel held that the work infringed Dr.
Seuss’s copyrights and was not a fair use under copyright law), cert.
denied, 141 S. Ct. 2803 (2021); see generally supra § 4.10[1] (analyzing the
case in the context of copyright fair use).

16
See, e.g., Hart v. Electronic Arts, Inc., 717 F.3d 141 (3d Cir. 2013)

(declining to apply Rogers test in case of college football player’s putative
class action suit against a videogame developer, holding that the
defendant’s uses were not transformative under the First Amendment and
therefore reversing the lower court’s entry of summary judgment on
plaintiffs’ state law rights of publicity claims), cert. dismissed, 573 U.S.
989 (2014); Davis v. Electronic Arts Inc., 775 F.3d 1172, 1180-81 (9th Cir.
2015) (holding that EA’s use of the players’ likeness in its Madden football
game was not protected by the First Amendment under the transforma-
tive use test, that it could not show a probability of prevailing under the
public interest defense or public affairs exceptions, and that the Rogers
test designed to protect consumers from the risk of consumer confusion
was not applicable to right of publicity claims); In re NCAA Student-
Athlete Name & Likeness Licensing Litigation, 724 F.3d 1268 (9th Cir.
2013) (same), cert. dismissed, 573 U.S. 989 (2014); see generally infra
§ 12.05[4][D] (analyzing these cases in the context of rights of publicity
laws and the First Amendment).

17
See, e.g., E.S.S. Entertainment 2000, Inc. v. Rock Star Videos, Inc.,

547 F.3d 1095, 1101 (9th Cir. 2008) (“Since the First Amendment defense
applies equally to ESS’s state law claims as to its Lanham Act claim, the
district court properly dismissed the entire case on Rockstar’s motion for
summary judgment.”); see also, e.g., AM General LLC v. Activision Bliz-
zard, Inc., 450 F. Supp. 3d 467, 485 (S.D.N.Y. 2020) (granting summary
judgment for Activision on AM General’s Lanham Act and state trademark
claims arising out of Activision’s use of HUMVEE military vehicles in its
Call of Duty videogame; “Plaintiff is unable to ‘overcome the presumption
of Rogers.’ Twin Peaks, 996 F.2d at 1379. Accordingly, Defendants’ motion
for summary judgment is granted dismissing trademark infringement
claims under the Lanham Act. As a result, Plaintiff’s pendant state law
trademark infringement claim fails as well.”); Hidden City Philadelphia v.
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The Second18 and Sixth19 Circuits have further applied
Rogers v. Grimaldi to state right of publicity claims, although
the Third20 and Ninth21 Circuits have held the test
inapplicable.22

6.15 The De minimis Infringement Defense

A defendant may be able to avoid liability for trademark
infringement if the extent of infringement is genuinely de
minimis. For example, in Playboy Enterprises, Inc. v.
Webbworld, Inc.,1 Judge Barefoot Sanders of the Northern
District of Texas entered judgment for the defendant on
plaintiff’s trademark infringement and dilution claims where
plaintiff’s copyrighted photographs constituted only 1% of
the 50,000 to 70,000 images automatically collected from
Usenet postings and available on defendants’ website, and

ABC, Inc., No. CV 18-65, 2019 WL 1003637, at *3-5 (E.D. Pa. Mar. 1,
2019) (dismissing plaintiff’s Pennsylvania state trademark infringement
(and Pennsylvania dilution) claims under Rogers v. Grimaldi).

18
See Rogers v. Grimaldi, 875 F.2d 994, 1004 (2d Cir. 1989) (applying

a modified version of the court’s Lanham Act test, holding that “[i]n light
of the Oregon Court’s concern for the protection of free expression, . . .
the right of publicity [would not] bar the use of a celebrity’s name in a
movie title unless the title was ‘wholly unrelated’ to the movie or was
‘simply a disguised commercial advertisement for the sale of goods or ser-
vices.’ ’’).

19
See Parks v. LaFace Records, 329 F.3d 437, 461 (6th Cir.) (applying

Rogers v. Grimaldi to civil rights icon Rosa Parks’ Michigan right of public-
ity claim against OutKast for its “Rosa Parks” song, holding that fact is-
sues precluded summary judgment, where Parks argued that the song
had nothing to do with her or the civil rights movement and merely used
her name for commercial benefit, while defendants argued it was artisti-
cally symbolic), cert. denied, 540 U.S. 1074 (2003).

20
See Hart v. Electronic Arts, Inc., 717 F.3d 141, 157 (3d Cir. 2013),

cert. dismissed, 573 U.S. 989 (2014).
21

See Hart v. Electronic Arts, Inc., 717 F.3d 141, 154-58 (3d Cir. 2013),
cert. dismissed, 573 U.S. 989 (2014); In re NCAA Student-Athlete Name &
Likeness Licensing Litigation, 724 F.3d 1268, 1280 (9th Cir. 2013), cert.
dismissed, 573 U.S. 989 (2014); see also Davis v. Electronic Arts Inc., 775
F.3d 1172, 1179 (9th Cir. 2015) (reiterating this analysis).

22
See generally infra §§ 12.03[3], 12.05[3], 12.05[4] (analyzing Rogers

v. Grimaldi’s potential applicability to right of publicity cases).

[Section 6.15]
1
Playboy Enterprises, Inc. v. Webbworld, Inc., 991 F. Supp. 543, 556

(N.D. Tex. 1997), aff’d mem., 168 F.3d 486 (5th Cir. 1999).
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