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What Is Counterfeiting?

• A counterfeit good is a knock-off or replica version of 
another company's product. It usually copies the 
trademarked name, logo, and/or distinctive features of 
that other company's product to imitate a genuine 
product. 
• Manufacture, promotion, or sale of counterfeits is a type of 

trademark infringement.

• 15 U.S.C. § 1114(1)
• Social media users may infringe registered marks

• Trademark Counterfeiting Act: 15 U.S.C.§§1116-18 et 
seq.
• Social media users may sell counterfeit goods

• Actual damages, statutory damages, injunctions, seizures

6



| © 2022 Perkins Coie LLP

Counterfeiting: a Two-Fold Threat

• By distributing inferior imitations, counterfeiters damage the 

goodwill and reputation of upstanding companies.

- Years spent building your brand are quickly rendered futile 
when imitators tarnish the quality of your reputation. 

• By inundating the market with low-cost (and low-quality) 

products, counterfeiters free-ride on the research, 

development, and marketing of others.

• Counterfeiters reap profits that rightfully belong to your 

business. 

• But any policing program always matches policing to payoff
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Trademark Infringement and Counterfeiting

❑ Trademark Infringement

❑ Registered mark or common law 
infringement for “related” goods or 
services.

❑ Plaintiff must show a likelihood of 
confusion.

❑ Similarity of the marks

❑ Strength of the owner’s 
mark

❑ Actual confusion

❑ Intent

❑ Length of co-existence

❑ Channels of trade

❑ Target customers

❑ Relationship of the goods 
in the minds of consumers

❑ Plaintiff can recover actual 
damages and/or defendants’ 
profits.

❑ Plaintiff can be awarded injunctive 
relief.

❑ Extends liability to the infringer 
and to third parties via contributory
and vicarious liability theories.

❑ Counterfeiting

❑ Plaintiff must own registered mark 
for close or exact goods/services.

❑ Plaintiff may not have to show use 
in commerce.

❑ Plaintiff must show use on 
goods and services to obtain 
ex parte seizure and/or 
certain enhanced damages.

❑ Plaintiff can recover actual 
damages or elect to recover 
statutory damages (must show 
use).

❑ Plaintiff can recover enhanced 
damages.

❑ Plaintiff can be awarded injunctive 
relief.

❑ Extends liability to those, who with 
intent, provide goods or services 
necessary to the counterfeiting.
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The Trademark Counterfeiting Act (“TCA”)

❑ The TCA provides a federal vehicle for anti-counterfeiting enforcement.

❑ The TCA defines a counterfeit as “a spurious mark which is identical with, or substantially 
indistinguishable from a registered mark.”

❑ The TCA strengthens Lanham Act remedies available to plaintiffs’ bringing actions against 
counterfeiters including:

❑ ex parte seizures; and 

❑ enhanced damages.

❑ Seizures are carried out by U.S. Marshalls.

❑ Plaintiff must describe the place to be searched and the goods to be seized with 
particularity.

❑ The government retains possession of the seized goods.

❑ Plaintiff is required to post a bond prior to seizure.

❑ TCA allows for damages

❑ In cases of intentional and knowing counterfeiting, the TCA provides for (1) treble 
damages and (2) mandatory award of attorney’s fees.

❑ The TCA allows Plaintiff to elect statutory damages instead of actual damages.

❑ $1000 – 200,000 per mark

❑ Up to 2,000,000 for willful violations.
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• Introduced to the U.S. House of Representatives on May 20, 2021

• Proposes to hold online sellers liable for sales of their marketplace users 
on a wide range of health and safety items, from child safety products to 
electrical devices.

• Proposes best practices that must be followed by online platforms:

- Sellers must have a registered agent in the U.S. for service of process

- Seller enters a conditional contract that the goods are not counterfeit or the 
seller can be sued in U.S. court.

- Seller adequately displays business and contact information

• Various industry associations have expressed support for the SHOP SAFE 
Act

• Whether it will become law is unclear but social platforms as well as pure 
ecommerce sellers would be affected

Legislative Development: SHOP SAFE Act of 2021
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• Redbubble allows users to design, upload and place products for sale on 
its website.  Revenue is shared between Redbubble and the seller.

• Brandy Melville v. Red Bubble, Inc., Case No. 2:19-cv-04618 (U.S. C.D. 
Cal) (June 15, 2021) (jury verdict).

- Redbubble’s contributory counterfeiting was willful

- Contributory counterfeiting of Brandy Melville Heart Mark

• $300,000

- Contributory counterfeiting of Brandy Melville LA Lightning Mark

• $200,000

- Contributory trademark infringement

• $20,000

• In February 2021, the Sixth Circuit revived a trademark lawsuit filed by 
Ohio State University against RedBubble for allegedly allowing users to 
create unauthorized Buckeyes gear.

Online Platforms May Be Contributorily Liable
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• Social media sites have identified ecommerce as an area of 
expanded services

• Major social media sites treat counterfeit products as a particular 
type of trademark infringement

- Policies of sites are evolving, as services develop, and based 
upon specific types of issues encountered in each service

- Newer social media services may lack in-house legal support or 
formalized procedures for responding to claims of infringement

• Trademark counterfeiting may be treated separately by social media 
sites or the procedure for removing counterfeit goods and 
advertising may be the same as takedown procedures for trademark 
infringements

• Large social platforms, like Facebook, Instagram, and YouTube 
have expanded “brand safety” programs that permit keyword, 
image, and ad management tools for trademark owners

Response by Social Media Operators
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Counterfeit Reporting: Major Social Media Sites

Platform Where to Get Started

Facebook https://www.facebook.com/help/contact/counterfeitform

Instagram https://help.instagram.com/contact/instagramcounterfeitform

TikTok (Douyin) https://www.tiktok.com/legal/report/Trademark

Twitter https://help.twitter.com/en/forms/ipi/counterfeit

Pinterest https://www.pinterest.com/about/trademark/form/goods/

Alibaba https://ipp.alibabagroup.com/

YouTube https://support.google.com/youtube/answer/6154228?hl=en

Taobao https://ipp.alibabagroup.com/
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What You Will or May Need - Checklist

Information Comment

Your name, trademark owner, contact information This information may be provided to the infringer or counterfeiter

Your relationship to the trademark owner; i.e., employee or legal 

counsel – How are you authorized?

At least TikTok, Alibaba, Taobao and some other social sites 

request a power of attorney from the claimant if you are making the 

claim on behalf of another person

Trademark registration no. and international classes Unregistered rights generally do not support counterfeit policing and 

are unlikely to be effective even pursuing infringement takedowns 

on social media

Trademark registration certificate or trademark office URL for details Relevant trademark office certificate(s) or link to your trademark 

record.  Regional rights can be a factor in partial takedown.

URL of infringing content and other information on infringement Location of the infringing photo, post, video

Identification for claimant may be required Alibaba, Taobao and others require identification, for an individual 

claimant, a passport, for a company, a certificate of incorporation

Any other information to describe or permit identification of the 

infringement

e.g., information and references on repeated infringements
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• What is a good faith belief?

- Under the Digital Millennium Copyright Act, §512(c)(3)(A)(v), which requires a 
“good faith belief,” courts have found the sender of the takedown must meet a 
“subjective,” not an “objective” standard. 

• What did the sender believe?

• Failing to meet the subjective standard may subject a sender to liability 
under the DMCA’s §512(f)

• Social media platforms may also terminate users for abusive takedowns

Meritless Takedown Notices
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• Social media may host pages for unauthorized resellers offering genuine 
goods – these goods are not counterfeit, but may raise other issues

• Gray market goods

- Genuine goods bought and sold through unauthorized channel of distribution

- Under 15 U.S.C. § 1116(d)(1)(B)(ii) a counterfeit mark does use of a mark 
where the manufacturer or producer was authorized to use the mark at the time 
of manufacture or production

- Gray market goods raise complex issues, other types of non-counterfeiting 
infringement may exist or there may be violations of distribution agreements

- Resellers may still be liable by failing to disclose non-physical differences in the 
goods, such as lack warranty or product support

- Takeaway: social media takedowns have limited effectiveness

• Sales of used merchandise

- First sale doctrine allows resale of items bearing a trademark after the 
trademark owner has sold those items, unless this is likely to confuse or 
deceive purchasers

• Example: used fashion goods resellers

Potential Abuses of Anti-Counterfeit Takedowns

17



| © 2022 Perkins Coie LLP

Social Networking: Monitoring and Investigating

• Multiple ways to locate counterfeit goods on social media.

• Search social media sites for evidence of infringing activity – use 

your #brand or generic search terms  

• Monitor major retailers (both online and brick-and-mortar 

locations).

• Purchase products from seemingly legitimate parties to determine 

whether customer orders are being fulfilled with authentic product.

• Monitor products that are returned to you to determine if they are 

authentic and trace their source(s) if they are fakes.

• Locate sources through social media searches

• Search social sites for company names revealed in physical 

investigation

18
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• Straightforward counterfeiting takedowns tend to have a high 
rate of success on social platforms

• But bad actors often hide sale of obviously counterfeit goods, 
but may attempt to deceive or confuse in other ways

• Suspected trademark counterfeiting may raise straightforward 
infringement, username, or impersonation issues

• Consider trademark versus copyright

- Copyright infringement may be susceptible to removal under 
copyright takedown procedures

• Takeaway: Consider all of the platforms’ policies for difficult 
cases

Social Media Policing: Think Outside the Box
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• Facebook’s policy is adapted to usernames, posts, photos, reporting of 
infringing ads.

• Generally, usernames, infringing use of trademarks, counterfeits start 
through the same online form

• On the copyright side, Facebook uses proprietary software and rights 
owners’ content libraries

• Registered trademark owners can also now apply to use FaceBook’s 
“Commerce & Ads IP Tool” which permits searching across text and title of 
ads, Marketplace posts, and group sale posts

• Provides a user dashboard to review results and to report infringing content directly

• Similar to Amazon’s Brand Registry or eBay’s VeRO program

• Expanded “Brand Safety” program in March 2021 to permit keyword 
searching of Shops and Instagram posts as well as image searching 
(https://www.facebook.com/business/news/updates-to-facebook-brand-safety-
controls-and-ads-ip-tool#) 

Facebook® and Instagram®
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• Facebook’s Transparency Report reports annually on its IP practices, volume 
and type of IP reports received from rights holders, and how much content those 
reports affect.

• The Report states that following valid submissions from IP owners in 2019, 
approximately 3.6 million copyright infringements, 280,000 trademark 
infringements, and 1.1 million counterfeits were removed.  Instagram’s reported 
enforcements total the same approximate amounts again.

• In the second half of 2019, copyright infringement reports were the most 
frequently converted, with an average report-to-removal rate of approximately 
80%. Counterfeit complaints had a conversion rate of approximately 72%, while 
trademark infringement complaints were removed at around 50% of the number 
submitted by rights owners.

https://transparency.facebook.com/intellectual-property/jan-jun-2019

Facebook Transparency Reporting
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• TikTok has been one of the most downloaded apps on both Android and 
iOS since October 2018

• TikTok requires proof of authorization for an authorized representative to 
file a trademark infringement report

- Other required information for a trademark complaint is similar to other 
platforms

• August 2020 reviews of TikTok reveal that some major brands may be “no 
shows,” i.e., sometimes absent or with only placeholder accounts

- Recent review also shows a lot of imitator accounts or fan accounts that 
display brand owners’ logos 

• TikTok offers a Verified Account label that appears next to a TikTok user's 
account name – no set process for awarding labels

TikTok®
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• Twitter’s counterfeit policy is set forth separately, and applies not just 
to counterfeiting or passing off, but also faux, replica, and imitation 
products or facilitating access to such products.
- Reporting counterfeits is separate from a trademark violation.

- https://help.twitter.com/en/forms/ipi/counterfeit

• Twitter exemplifies the multidimensional nature of counterfeiters’ use of 
social media

- Bad actors may announce or discuss products in confusing ways to drive traffic 
to their websites or other social sites where fake goods are sold

Twitter®
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• Username squatting. Please note that if an account has had no 
updates, no profile image, and there is no intent to mislead, it 
typically means there's no name-squatting or impersonation. Note 
that we will not release squatted usernames except in cases of 
trademark infringement. Username issues may be either trademark 
or impersonation issues.

• Impersonation. Impersonation is portraying another person in a 
confusing or deceptive manner.  https://help.twitter.com/en/safety-
and-security/report-twitter-impersonation 

• Parody, newsfeed, commentary, and fan accounts. Issues with 
these kinds of accounts may fall under either a trademark policy 
violation or an impersonation report. https://help.twitter.com/en/rules-
and-policies/parody-account-policy

Twitter®
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• The Pinterest Trademark policy states: “Accounts with 
usernames, board names, or any other content that 
misleads others or violates another's trademark may be 
updated, transferred or permanently suspended.”

• Counterfeiting subject to a specific policy but the 
trademark and counterfeiting forms are the same. 
https://www.pinterest.com/about/trademark/form/goods/

• Impersonation has a separate reporting process that 
begins at this page: 
https://help.pinterest.com/en/article/report-impersonation

Pinterest®
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• YouTube channels may promote or sell counterfeit goods. 

- Video name or content

- Channel name

• Counterfeit products are handled separately from trademark 
infringement through a counterfeit complaint. 
https://support.google.com/youtube/contact/counterfeit_compl
aint

• Establishing a “Branded Channel” on YouTube solidifies 
trademark ownership on YouTube

YouTube®

26

https://support.google.com/youtube/contact/counterfeit_complaint


| © 2022 Perkins Coie LLP

• While Alibaba is primarily known for its ecommerce site, both Alibaba and 
Taobao are used by bad actors who promote fake products through social 
platforms

• Alibaba requires registration with their Intellectual Property Protection (IPP) 
Platform to submit an infringement complaint

• Materials and tutorials: https://ipp.alibabagroup.com/

Alibaba®
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• Adopt a consistent and robust identity and an official presence on each 
platform, particularly where counterfeits are spotted

• An official account can help draw users away from counterfeit sellers

• Hiring influencers can also help serve up official brand content to users 
rather than having users diverted to counterfeit sellers

• Numerous platforms require IP owners to register their IP and identity 
either to obtain faster responses or even to submit any complaint at all

- eBay (VeRO program)

- Alibaba/Taobao (IPP Program)

- Other examples

• Legal efforts and social media marketing efforts should be coordinated, if 
only to make sure that employees involved in social media marketing serve 
as “eyes and ears” in spotting counterfeits

Build Your Identity Across Social Media
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• Word mark registrations are an essential trademark tool on social 
media platforms for policing counterfeit products

• Register all permutations of word and design marks that you use in 
connection with goods and services

• At least in the United States, policing social media requires at 
minimum investigation of the opposing party’s date of first use 
and/or if the party owns a trademark filing

- Trademark complaints directed at a counterfeiter in another country may 
cause that party to file a trademark application in its own country

• Social media platforms frequently segment users of their platform 
into global regions – with only a U.S. registration you may achieve 
only partial takedown

Build Your Trademark Portfolio
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RECORD REGISTERED TRADEMARKS AND COPYRIGHTS

• United States Customs and Border Protection (CBP) has the authority 
to detain, seize, forfeit, and ultimately destroy merchandise seeking 
entry into the United States if it bears an infringing trademark or 
copyright that has been registered

• Seizure notices from customs officials may originate with land, sea, or 
air entry points into the United States

• Information on seized merchandise can offer an IP owner highly 
valuable information on new, undiscovered counterfeit operations, the 
addresses of non-U.S. manufacturers of infringing material, social 
media accounts, as well as importer of record information

- Stopping infringing material at import discourages both exporters and 
importers of counterfeits

- Identifying information can be used for subsequent actions against 
counterfeiters and importers

• Recordal of trademarks is also an effective strategy in many other 
countries.

Use U.S. Customs and Border Protection Recordal
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Use DIY Automated Tools To Detect Counterfeits
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• A number of companies provide these services – find and interview three 
to select the most responsive one for your brand

• IP service vendors have a variety of tools for detecting content via text and 
image searches

• Vendors can often offer intelligence on the best search terms to use to 
detect fakes

- As an example, counterfeiters attempt to avoid detection by omitting any 
mention of the knocked off brand, but counterfeit products may turn up based 
on searches on generic terms such as “branded bag,” “OEM parts,” etc., 
depending on the industry

• IP service vendors may also employ techniques to follow live stream 
events, which feature counterfeit content which is removed once a live 
stream traffic spike fades

- Examples include TikTok or Instagram

- Concerted programs with vendors can be effective where an infringer is 
diverting customers to a linked platform; e.g., TikTok to Taobao

Consider an Online Policing Service Vendor
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 File Suit

 Copyright Claims Board Complaint

 If you do nothing the material will be restored





 Takedown request to the social media site 
 Typically no counter notification process except for copyright 

claims

 Cease and desist letters to the counterfeiters
 Declaratory relief (rare if true counterfeiting)

 John Doe & DMCA subpoenas 
 Targeted lawsuits

 Foreign counterfeiters - Jurisdiction, venue, choice of law 
 U.S. litigation – Hague convention or ex parte service 

(jurisdiction, service, enforcement, timing)
 Asset freeze orders – U.S. based vendors or payment processors
 International litigation
 What to do in “problem jurisdictions”?
 Preserving social media evidence 

 Understanding fair use/ First Amendment limitations



Copyright Litigation

 DMCA
 Notice and takedown
 Counter notification - how do you respond?

 Direct litigation against an infringer
 Actual or Statutory Damages and attorneys' fees
 Actual: lost net revenue and wrongful profits
 Statutory: $750-$30,00 per work infringed (up to $150,000 for willful infringement, down to $200 for 

innocent infringement)

 CASE Act small claims resolution
 Available now 
 $30,000 cap per proceeding (plus fees and costs)
 Voluntary but bound if you fail to opt-out within 60 days

 3 year statute of limitations

Trademark Litigation

 Counterfeiting –
 A counterfeit is “identical with, or substantially indistinguishable from, a registered mark”
 While all counterfeits infringe a trademark, not all trademarks are counterfeits

 Direct Infringement
 Contributory and vicarious liability
 No DMTA, but courts generally require notice and takedown

 Tiffany (NJ) Inc. v. eBay Inc., 600 F.3d 93 (2d Cir.), 562 U.S. 1082 (2010) 

Platform and intermediary liability and immunity

 47 U.S.C. § 230 (the Communications Decency Act) and IP claims 
 230(c)(1): No provider or user of an interactive computer service shall be treated as the publisher or 

speaker of any information provided by another information content provider
 Preempts inconsistent state laws (including defamation, privacy) and some federal claims   
 Excludes: FOSTA/SESTA
 Excludes: federal criminal claims; claims under ECPA or “any similar state law”; “any law 

pertaining to intellectual property.”
 State trademark claims 



 47 U.S.C. § 230 (the Communications Decency Act) and IP claims

 230(c)(1): No provider or user of an interactive computer service shall be treated as the publisher or 
speaker of any information provided by another information content provider

 Preempts inconsistent state laws (including defamation, privacy) and some federal claims   

 Excludes: FOSTA/SESTA

 Excludes: federal criminal claims; claims under ECPA or “any similar state law”; “any law 
pertaining to intellectual property.”

 What is a law “pertaining to intellectual property”?

 Perfect 10, Inc. v. Ccbill, 488 F.3d 1102 (9th Cir. 2007) (right of publicity preempted)

 Enigma Software Group, LLC v. Malwarebytes, Inc., 946 F.3d 1040 (9th Cir. 2019) 
(Lanham Act false advertising - not a law “pertaining to intellectual property”), cert.   
denied, 140 S. Ct. 2761 (2020) 

 Hepp v. Facebook, Inc., 14 F.4th 204 (3d Cir. 2021) (right of publicity claim not preempted)

 Doe v. Friendfinder Network, Inc., 540 F. Supp. 2d 288 (D.N.H. 2008)

 Atlantic Recording Corp. v. Project Playlist, Inc., 603 F. Supp. 2d 690 (S.D.N.Y. 2009) (Chin) 

 Marshall’s Locksmith Service Inc. v. Google, LLC, 925 F.3d 1263 (D.C. Cir. 2019) 
(affirming dismissal of the Lanham Act false advertising claims of 14 locksmith 
companies, where plaintiffs’ theory of liability was premised on third party content 
(from the scam locksmiths) and defendants merely operated neutral map location 
services that listed companies based on where they purported to be located)

 Defend Trade Secrets Act – not a “law pertaining to intellectual property”

 Orrin G. Hatch–Bob Goodlatte Music Modernization Act of 2018:  17 U.S.C. § 1401(a) is a “law 
pertaining to intellectual property” within the meaning of 47 U.S.C. § 230(e)(2)



 Identifying the counterfeiter
 Some sites and services will voluntarily provide information. 

 Practice Tip: Check Privacy Policy and ToS

 Most social media sites will require subpoenas in most cases 
 512(h) DMCA subpoena (if a listing)
 John Doe subpoena or similar procedures

 Americans for Prosperity Foundation v. Bonta, 141 S. Ct. 2373, 2388-89 (2021) (applying 
exacting scrutiny in striking down a California law that required charitable 
organizations soliciting funds in California to disclose the identities of major donors)

 Arista Records, LLC v. Doe 3, 604 F.3d 110, 119 (2d Cir. 2010)

 Contents vs. non-content data on social media sites
 The contents of private communications (such as stored email messages), as opposed 

to subscriber or customer information, generally may not be obtained by a civil 
subpoena (unless one of the express, narrow exceptions apply). See 18 U.S.C.A. 
§2703(c)(1); Suzlon Energy Ltd. v. Microsoft Corp., 671 F.3d 726, 728 (9th Cir. 2011); In 
re Subpoena Duces Tecum to AOL, LLC, 550 F. Supp. 2d 606, 609-11 (E.D. Va. 2008); 
O'Grady v. Superior Court, 139 Cal. App. 4th 1423, 1448, 44 Cal. Rptr. 3d 72, 90-91 (6th 
Dist. 2006)

 Ehling v. Monmouth-Ocean Hospital Services Corp., 961 F. Supp. 2d 659, 665-69 (D.N.J. 
2013) 

 Anti-SLAPP motions 



 Copyright – original and creative expression

 Multipart balancing test 

 Trademark – anything that identifies goods or services

 Use “other than as a mark” under 15 U.S.C. 1115(b)(4) 

 Dilution defenses

 Nominative fair use 

 Rogers v. Grimaldi test

 Rights of publicity – commercial use of a person’s 
attributes – federal and state statutes and common law

 Lanham Act fair use

 First Amendment protections





 Multipart balancing test available when a work is used “for purposes such as criticism, comment, 
news reporting, teaching . . . Scholarship or research”
 Courts must consider:

 The purpose and character of the use, including whether it is of a commercial nature or is for 
nonprofit educational purposes;
 Commercial
 Transformative 

 The nature of the work (creative works are closer to the core of intended copyright protection 
than informational or functional works)

 The amount and substantiality of the portion used in related to the copyrighted work as a 
whole

 The effect of the use upon the potential market for or value of the copyrighted work 

 Courts may consider other criteria
 VCR recordings 

 Sony Corp. of America v. Universal City Studios, Inc., 464 U.S. 417 (1984)
 For security research: Apple Inc. v. Corellium, LLC, 510 F. Supp. 3d 1269, 1285-92 (S.D. Fla. 2020)  
 Data mining/ Google books

 Author’s Guild, Inc. v. HathiTrust, 755 F.3d 87 (2d Cir. 2014)
 Author’s Guild, Inc. v. Google Inc., 804 F.3d 202 (2d Cir. 2015), cert. denied, 136 S. Ct. 1658 (2016)

 Use in connection with criticism

 Katz v. Google, Inc., 802 F.3d 1178 (11th Cir. 2015)






 Google LLC v. Oracle America, Inc., 141 S. Ct. 1183 (2021) (6-2) (Breyer)
 Google’s reimplementation of 37 of 166 of Java SE application programming interfaces (APIs) in the Android mobile 

operating system was a fair use
 Declined to address software copyrightability but provided some guidance

 Andy Warhol Foundation for the Visual Arts, Inc. v. Goldsmith, 992 F.3d 99 (2d Cir. 2021), cert. granted (2022) 
 Marano v. Metropolitan Museum of Art, 844 F. App’x 436 (2d Cir. 2021) 

 O’Neil v. Ratajkowski, 19 Civ. 9769 (AT), 2021 WL 4443259 (S.D.N.Y. Sept 28, 2021)





 Rogers v. Koons, 960 F.2d 301 (2d Cir. 1992) 

 Blanch v. Koons, 467 F.3d 244 (2d Cir. 2006)

 Cariou v. Prince, 714 F.3d 694 (2d Cir. 2013)





 Artistic, creative and expressive uses: 




 VIP Productions LLC v. Jack Daniel's Properties, Inc., 953 F.3d 1170, 
1174-76 (9th Cir. 2020) 

 Twentieth Century Fox Television v. Empire Distribution, Inc., 
875 F.3d 1192, 1196-1200 (9th Cir. 2017)

 Punchbowl, Inc. v. AJ Press LLC, _ F. Supp. 3d _, 2021 WL 
3356848 (C.D. Cal. July 16, 2021), appeal noticed, No. 21-
55881 (9th Cir.)











Is the plaintiff’s 
mark used as part 

of an expressive 
work protected by 

the First 
Amendment?

Does the 
secondary 

use have some 
artistic 

relevance

Is the use 
explicitly 

misleading? *

Apply traditional 
trademark/dilution/unfair 

competition analysis

The secondary use is 
protected by the First 

Amendment

Yes

Yes

Yes

No

No

No

Courts consider:

(a) The degree to which the junior user uses the mark in the same way as the senior user

(b) The degree to which the junior has added his or her own expressive content to the work beyond the mark itself

Dr. Seuss Enterprises, L.P. v. ComicMix LLC, 983 F.3d 443, 463 (9th Cir. 2020), cert. denied, 141 S. Ct. 2803 (2021)





Copyright Litigation

 DMCA
 Copyright Office Section 512 Report (May 2020)

 CASE Act small claims resolution before the U.S. Copyright Office’s Copyright Claims Board
 Available June 2022 or sooner
 $30,000 cap per proceeding (plus fees and costs)
 Available only for 3 types of claims –

 Infringement
 Noninfringement 
 Misrepresentation in connection with a notification or counter notification pursuant to section 

512(f)
 Voluntary – but bound if you fail to opt out within 60 days 
 Users may be more likely to bring 512(f) claims for misrepresentations in DMCA notifications
 Use by copyright owners in response to counter notifications
 Use by trolls
 Proposed cap: 10/year (40/year per law firm)

Trademark Litigation

 Counterfeiting –
 A counterfeit is “identical with, or substantially indistinguishable from, a registered mark”
 While all counterfeits infringe a trademark, not all trademarks are counterfeits

 Direct Infringement 
 Print-on-Demand: Ohio State University v. Redbubble, Inc., 989 F.3d 435 (6th Cir. 2021) 

 YYGM SA v. Redbubble, Inc., 2020 WL 3984528 (C.D. Cal. 2020) (SJ for Redbubble on direct and vicarious 
liability claims)

 Atari Interactive, Inc. v. Redbubble, Inc., 2021 WL 706790 (N.D. Cal 2021)
 Contributory and vicarious liability
 Publisher’s exemption - 15 U.S.C. § 1114(2)(B)-(C) 
 No DMTA, but courts generally require notice and takedown

 Tiffany (NJ) Inc. v. eBay Inc., 600 F.3d 93 (2d Cir.), 562 U.S. 1082 (2010) 

Patent Litigation 

 Blazer v. eBay, Inc., Case No. 1:15-CV-01059-KOB, 2017 WL 1047572 (N.D. Ala. 2017)

The Communications Decency Act  (47 U.S.C.A. 230)

 47 U.S.C. § 230 (the Communications Decency Act) and IP claims 
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