
Comparative Advertising: Avoiding Trademark 

Infringement, Disparagement
Lessons From Recent Cases, Avoiding Pitfalls, and Substantiating Comparative Claims

Today’s faculty features:

1pm Eastern    |    12pm Central   |   11am Mountain    |    10am Pacific

The audio portion of the conference may be accessed via the telephone or by using your computer's 

speakers. Please refer to the instructions emailed to registrants for additional information.  If you 

have any questions, please contact Customer Service at 1-800-926-7926 ext. 1.

TUESDAY, JUNE 25, 2019

Presenting a live 90-minute webinar with interactive Q&A

Barry L. Cohen, Partner, Royer Cooper Cohen Braunfeld, Philadelphia

Anna B. Naydonov, Partner, Finnegan Henderson Farabow Garrett & Dunner, Washington, D.C.

Maria Crimi Speth, Shareholder, Jaburg Wilk, Phoenix



Tips for Optimal Quality

Sound Quality

If you are listening via your computer speakers, please note that the quality 

of your sound will vary depending on the speed and quality of your internet 

connection.

If the sound quality is not satisfactory, you may listen via the phone: dial 

1-866-755-4350 and enter your PIN when prompted. Otherwise, please 

send us a chat or e-mail sound@straffordpub.com immediately so we can address 

the problem.

If you dialed in and have any difficulties during the call, press *0 for assistance.

Viewing Quality

To maximize your screen, press the F11 key on your keyboard. To exit full screen, 

press the F11 key again.

FOR LIVE EVENT ONLY



Continuing Education Credits

In order for us to process your continuing education credit, you must confirm your 

participation in this webinar by completing and submitting the Attendance 

Affirmation/Evaluation after the webinar. 
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Introduction to Comparative 

Advertising

I. What is permissible 

under the Lanham 

Act, 15 U.S.C. §

1125?

II. When can a 

competitor’s marks, 

logos, and trade dress 

be used in 

advertising?

III. Risks of infringing on 

competitor’s IP rights

Barry L. Cohen, Partner

bcohen@rccblaw.com
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Commercial Interest

To invoke the Lanham Act's cause of action for false 

advertising, a plaintiff must plead (and ultimately prove) an 

injury to a commercial interest in sales or business 

reputation proximately caused by the defendant's 

misrepresentations.

Lexmark Int'l, Inc. v. Static Control Components, Inc., 572 

U.S. 118, 140, 134 S. Ct. 1377, 1395, 188 L. Ed. 2d 392 

(2014)
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Lanham Act, 15 U.S.C. § 1125

Any person who uses in commerce any false or misleading description 

or representation of fact or designation or origin, which—

(B) in commercial advertising or promotion, misrepresents the nature, 

characteristics, qualities, or geographic origin of his or her or another 

person's goods, services, or commercial activities,

shall be liable in a civil action by any person who believes they have been 

damaged, or are likely to be damaged by such act. 15 U.S.C. § 1125(A)(1).
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Lanham Act, 15 U.S.C. § 1125(B)

Plaintiff must prove:

▪ (1) that Defendant made a material false statement of fact 

in a commercial advertisement;

▪ (2) the false statement actually deceived or had the 

tendency to deceive a substantial segment of its 

audience; and

▪ (3) the Plaintiff has been or is likely to be injured as a 

result of the false statement.

Eli Lilly & Co. v. Alra Foods, Inc., 893 F.3d 375, 382 (7th Cir. 2018); Hot Wax, Inc. v. Turtle 

Wax, Inc., 191 F.3d 813, 820 (7th Cir. 1999).
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Permissible under the Lanham Act

The FTC encourages comparative advertising “when 

truthful and nondeceptive” as “a source of important 

information to consumers and assists them in making 

rational purchase decisions.” 16 C.F.R. § 14.15(c)
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Permissible under the Lanham Act

▪ Contrasting your product or service with a competitor’s

• Can contrast similarities or differences

▪ Disparaging a competitor

• Disparaging advertisement is permissible so long as it is truthful and not deceptive.  

16 C.F.R. § 14.15(b); Carter Products, Inc., 60 F.T.C. 782, modified, 323 F.2d 523 

(5th Cir. 1963).

▪ “Fair use” of a competitor’s name or logo. 15 U.S.C. §

1125(c)(3)(A).

• But should not convey a message of connection or affiliation.  4 McCarthy on 

Trademarks and Unfair Competition § 25:52 (5th ed.).

• FTC encourages “naming of, or reference to competitors, but requires clarity, and if 

necessary disclosure to avoid deception to the consumer.  16 C.F.R. § 14.15(b).
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Bud Light Super Bowl Ad
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Ruling

In May, 2019, U.S. District Judge William Conley for the 

Western District of Wisconsin granted a preliminary 

injunction in favor of MillerCoors against Anheuser-Busch.

Cannot use the words “corn syrup” in ads about Miller or 

Coors without giving more context.
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Use of a Competitor’s Mark/Logo

▪ Carries intellectual property risks

▪ 15 U.S.C. § 1125(c)(3): “The following shall not be 

actionable…. (A) Any fair use, including a nominative or 

descriptive fair use, or facilitation of such fair use, of a 

famous mark by another person…including use in 

connection with— (i) advertising or promotion that permits 

consumers to compare goods and services”
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Use of a Competitor’s Mark/Logo

▪ Should not convey a message of 

connection or affiliation.  4 McCarthy 

on Trademarks and Unfair 

Competition § 25:52 (5th ed.).

▪ Nominative Fair Use – non-infringing 

use of a trademark

▪ Best practice—keep mark 

minimal so that it won’t stand out 

and deceive or confuse a 

consumer



Puffery 
or Actionable Comparative 

Advertising?



Puffery

› “[E]xaggerated advertising, blustering, and 
boasting upon which no buyer would rely.” 
Southland Sod Farms v. Stover Seed Co., 
108 F.3d 1134, 1145 (9th Cir. 1997) 
(citations omitted).

› Not actionable under the Lanham Act

16



Puffery

› May apply to statements about your own 
product/service’s superiority

› “Pepsi is the best tasting cola.”

› May apply to statements about a 
competitor’s inferiority

› “Pepsi tastes better than Coke.”
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Southland Sod

› “Less is more”  - non actionable puffery

› But not:

› Bonsai grows much slower

› In an "independent comparison test" 
"Bonsai tested best" in "major turf 
characteristics“

› requires "50% less mowing" based on "tests 
conducted by our research farm

18



Puffery

›“The common theme that seems to run 
through cases considering puffery…is that 
consumer reliance will be induced by specific
rather than general assertions.”  Cook, 
Perkiss & Liehe, Inc. v. N. California Collection 
Serv. Inc., 911 F.2d 242, 246 (9th Cir. 1990). 

›An advertisement claiming that one product 
is superior in a way that is vague or highly 
subjective often amounts to puffery.  Id.

19



Puffery

›Verisign, Inc. v. XYZ.COM, LLC, 848 F.3d 292 
(4th Cir. 2017):  

›The Court held in part that the defendant’s 
disparaging statements about a competitor 
internet domain name registrar—that the 
competitor’s exclusive inventory of .com 
names was “so depleted that only 
cumbersome or unsightly [domain] names 
remained”—were statements of opinion or 
harmless puffery, and thus not actionable.
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Actionable Statements (Not Puffery)

›Two types of actionable statements under 
the Lanham Act, 15 U.S.C. § 1125:

(1) Literally false

(2) Literally true, but misleading

Eli Lilly & Co. v. Arla Foods, Inc., 893 F.3d 375, 382 (7th Cir. 2018); Hot 
Wax, Inc. v. Turtle Wax, Inc., 191 F.3d 813, 820 (7th Cir. 1999).

21



Actionable Statements (Not Puffery)

›Literally False Statements

›Did the Defendant make an explicit 
representation of material fact that on 
its face conflicts with reality? 

Eli Lilly & Co. v. Arla Foods, Inc., 893 F.3d 375, 382 (7th Cir. 2018); See also 
BASF Corp. v. Old World Trading Co., 41 F.3d 1081, 1091 (7th Cir. 1994).
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Actionable Statements (Not Puffery)

› Literally True, but Misleading Statements
› Example:  Arla Cheese Commercial

23



› Literally True, but Misleading Statements
› Example:  Arla Cheese Commercial
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Actionable Statements (Not Puffery)

RESULT:

› In Eli Lilly & Co. v. Arla Foods, Inc., 893 F.3d 375, 382 (7th Cir. 
2018), the Court held in part that the trial judge had 
reasonably concluded that the Arla Cheese advertisement 
was likely to mislead consumers about the wholesomeness 
of products made from milk from rbST-treated cows because 
the advertisement featured monster imagery and “weird 
stuff” language.

› Fine line to walk.
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Use of Consumer Comments or User 
Generated Content Related to 
Competitors

26



47 U.S.C. §230

› Provides immunity to ISP’s and Website 
Operators Who Post Information Authored 
by Others

27



› “No provider or user of an interactive 
computer service shall be treated as the 
publisher or speaker of any information 
provided by another information content 
provider.”

› 47 U.S.C. §230

28



IMMUNITY

› Does not extend to intellectual property 
claims

› 47 U.S.C. 230(e)(2)

› Section 230 does not protect against a 
Lanham Act False Advertising claim

29



When is UGC False Advertising?

› Open forum

› Allows consumer comments

› Some comments are false statements 
about a competitor’s product

30



Commercial advertising or promotion

› “to constitute ‘commercial advertising or 
promotion’ ... a statement must be: (1) commercial 
speech, (2) made for the purpose of influencing 
consumers to buy defendant’s goods or services, 
and (3) although representations less formal than 
those made as part of a classic advertising campaign 
may suffice, they must be disseminated sufficiently 
to the relevant purchasing public.” Gmurzynska v. 
Hutton, 355 F.3d 206, 210 (2d Cir.2004)
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› The forum stated, directly or by implication, that: 

› (1) ESG engages in aggressive and 
deceptive advertising; 

› (2) SpyHunter is a “dubious” and “ineffective” 
program that generates false positives; and 

› (3) SpyHunter is a “rogue” product that is properly 
classified as malware, rather than the anti-malware 
product it purports to be.

Enigma Software Grp. USA, LLC v. Bleeping Computer 
LLC, 194 F. Supp. 3d 263, 271 (S.D.N.Y. 2016)

32

Enigma Software 



› Software developer brought action against operator 
of customer support website, alleging claims for 
defamation and trade libel under New York law, and 
false advertising under the Lanham Act. 

› Defamation claims subject to CDA 

› But some content written by agents were not 
UGC

› Lanham Act claims were not subject to CDA

33

Enigma Software Grp. USA, LLC v. 
Bleeping Computer LLC



Commercial advertising or promotion

› In the same posts, the SAC alleges, Quietman7 
advised users to remove SpyHunter and replace it 
with a more “trustworthy” alternative—invariably 
an Affiliate product, such as Malwarebytes Anti-
Malware, for which he supplied an Affiliate 
Link. Id. ¶ 89.4

Enigma Software Grp. USA, LLC v. Bleeping 
Computer LLC, 194 F. Supp. 3d 263, 271 (S.D.N.Y. 
2016)

34
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Thank You

Maria Crimi Speth, Shareholder
mcs@jaburgwilk.com
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Claim Substantiation
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Claims Substantiation Basics 

• All factual advertising claims need substantiation, but in comparative 

context the risk of a substantiation challenge is higher

• Comparisons should be fair, using currently-available products, and 

comparing like products (size, purpose, etc.) in the context of normal 

use

• Comparing entire lines/classes of products requires testing of all 

products in line/class (or legitimate explanation of omitting products)
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Factual Claims Need Scientific Substantiation

• Objective, reasonable, and competent scientific evidence 

generally accepted by experts in the field

• Appropriate and supportable conclusions drawn from data

• Material to purchasing decision and statistically significant 

• Specific claims are easier to support than general claims
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Types of Evidence For Claims Substantiation

• Unbiased, blind third-party test with certified results
• Consumers Union

• Industry standard test administered by third party vendor or 

internally by company
• Industry Association Standard/Test

• ISO

• ANSI

• Internally-developed test administered internally

• Objective and appropriately administered surveys
• avoid self-selection
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Claim Substantiation: Surveys and Technical Experts

• DIRECTV, LLC v. Charter Communications, Inc., NARB # 232 (June 7, 2018)

✓ Claims:

➢ “Satellite dish went out in the rain … again”

➢TV that cuts out in the rain is evil.  Spectrum is reliable.  Satellite TV Bad.  Spectrum Good.”

✓ Substantiation that rain outages are frequent?

✓ Technical Expert:

➢ unreliable because largely based on 2002 FCC study

✓ Survey:

➢ 813 consumers (401 DIRECTV and 412 Dish Network); watch TV daily (live)

➢ Open-ended: 20% “weather outages/unreliable/loss of signal” (when asked what they liked the least 

about the service

➢ Close-ended:  62% (72% in heavy rain areas) named “lost service due to rain.”  Of those, 22% said 

outages “frequent” and 16% said outages almost “always”

➢ BUT these percentages do not include 38% who initially said no loss of service due to rain

➢ Recommendation: drop “again”; not contrast satellite TV as unreliable
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Claim Substantiation: Study Should Match the Claim

• Kraft Heinz Foods Company v. Unilever United States, Inc., 

Case #6235 (NAD)
✓ “Moms prefer to serve their children Hellmann’s Real Ketchup over Heinz Original 

Ketchup” 

✓ Unqualified preference claim unsupported
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Statistically Significant and Representative

• “World’s safest trampoline”

➢survey of 3,817 consumers

➢data from advertiser’s consumers not representative

➢ large sample size does not mean reliable

Vuly Trampolines Pty Ltd. v. Springfree Trampoline, Inc., # 5994 (NAD/CARU, Aug. 2016)

• “Removes 25% More Water* * Average test results versus leading 

competitors”

➢ testing done on sponges (not produce)

➢did not show results same with produce

OXO Int’l, Ltd. v. DKB Household USA Corp., #6188 (NAD May 22, 2018)
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What a Claim Gives a Disclaimer Cannot Take Away

• A disclaimer cannot undermine a claim such that it essentially 

negates the claim

• Use disclaimers to amplify consumer understanding:

– provide details regarding the study results (e.g., claim: more dad’s prefer X; 

disclaimer might provide the actual percentages)

– identify any specific conditions that were relevant to the test results (tested in 

65oF in dry conditions)

– identify specific products compared
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Litigation: District Court v. NAD
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District Court

• Section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a)(1)(B)

• Standing to sue competitors only (no consumer standing)

• May move for a preliminary injunction (and obtain within several 

months of filing)

➢Need to move quickly

➢Must show irreparable injury (cannot be adequately compensated by 

monetary damages)

• May recover damages (and potentially attorneys’ and costs as 

prevailing party)

• Will take anywhere from around 10 months to 2 years if litigated 

through trial (depending on jurisdiction) 
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National Advertising Division (NAD)

• Advertising Self-Regulatory Council (ASRC)

• Administered by the Council of Better Business Bureau

• Self-regulatory proceeding

• Participation voluntary

• But those who fail to comply/participate risk referral to the FTC

• No injunction or damages available 

• Much faster (NAD strives for decision within around 60 days of filing)
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NAD

• “National advertising”

• Proceeding confidential (except for final decision/press release by 

NAD)

• Parties not to subpoena any witness or documents in future court or 

other proceeding

• NAD reviews advertising for truthfulness and accuracy; will not 

review:

➢ language mandated or expressly approved by federal law or regulation

➢political and issue advertising

➢questions of taste and morality
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NAD Procedures

• Complaint (20 pages excluding exhibits)

➢$17,500 if National Partners of the Council of BBB for 1 year or less; $15,000 

if partners for more than one year

➢Not National Partners: $20,000 (gross revenue less than $1 billion); $25,000 

(more than $1 billion)

• Advertiser’s response (15 business days after complaint; 20 pages 

excluding exhibits)

➢may submit trade secret and/or proprietary information that will not be 

available to the challenger
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NAD Procedures

• Challenger’s reply (10 business days after advertiser’s response; 

may be waived; 20 pages excluding exhibits)

• Advertiser’s final response (10 business days after reply, unless 

reply is waived; 20 pages excluding exhibits)

• NAD may hold meeting within 15 business days of advertiser’s final 

response

• Final decision within 20 business days of final submission or 

meeting

• Expedited review available
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NARB Appeal

• Final decision may be appealed to the National Advertising Review 

Board (NARB)

• NARB panel composed of one “public” member,” one “advertising 

agency” member, and three “advertiser” members

✓cannot be advertiser’s competitors or agency representing competitor

• NARB will consider no evidence or facts if they are outside the 

evidence of facts presented to NAD
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NAD v. District Court Recap

Pros and Cons District Court NAD

Pros ✓ injunction (suitable for cases where need an urgent 

PI)

✓ can recover damages

✓ can fully develop case through discovery

✓ can join with other claims (trademark, unfair 

competition, etc.)

✓ less expensive

✓ much quicker

✓ less involved (no discovery, depositions, 

etc.)

✓ entire proceeding confidential

Cons ✓ more expensive (discovery, depositions, briefing, 

trial)

✓ unless PI, takes much longer

✓ if goes to trial, can shield very little with 

confidentiality 

✓ limited to national advertising claims

✓ no injunction or damages available

✓ voluntary participation

✓ reliance on evidence provided by adversary 

(no discovery)
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Questions?
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Your Presenter

Anna B. Naydonov is a partner in our Washington, D.C. office

Anna Naydonov’s practice focuses on trademark and false 

advertising litigation. She routinely litigates high-stakes cases 

for some of the world’s most renowned brands before federal 

trial and appellate courts and the Trademark Trial and Appeal 

Board (TTAB) of the U.S. Patent and Trademark Office. Anna 

has worked on winning appellate briefs, requests for injunctive 

relief, class certification briefs, and represented clients in jury 

and TTAB trials.

Contact Anna:

+1 202 408 4427

anna.naydonov@finnegan.com
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These materials have been prepared solely for educational and entertainment purposes to 

contribute to the understanding of U.S. and European intellectual property law. These materials 

reflect only the personal views of the authors and are not individualized legal advice. It is 

understood that each case is fact specific, and that the appropriate solution in any case will vary. 

Therefore, these materials may or may not be relevant to any particular situation. Thus, the 

authors, Finnegan, Henderson, Farabow, Garrett & Dunner, LLP (including Finnegan Europe LLP 

and Fei Han Foreign Legal Affairs Law Firm) cannot be bound either philosophically or as 

representatives of their various present and future clients to the comments expressed in these 

materials. The presentation of these materials does not establish any form of attorney-client 

relationship with these authors. While every attempt was made to ensure that these materials are 

accurate, errors or omissions may be contained therein, for which any liability is disclaimed.

Our Disclaimer



57

Best Practices

▪ Truthful and not deceptive

▪ Claims backed up with evidence

▪ Only use as much of competitor’s mark as necessary

▪ Avoid confusion

▪ Monitor user generated content

▪ Be general rather than specific

▪ Be wary of true but misleading
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Thank You

Barry L. Cohen, Partner

bcohen@rccblaw.com


