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The Power of Color
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Color as a TM feature is as old as Trademarks

7



Color has 
often 
confounded 
TM 
practitioners

What can be protected?

How do you protect it?

Can you enforce it?
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Are we living in 
the golden age 
of color marks?
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The Big 
Reveal—what 
we know about 
color marks.

• Color can be a trademark
• The color of a product

• Color as an element of a product

• Combination of colors on a 
product

• The color of packaging

• Combinations of color for 
packaging

• Static color

• Animated color
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A Brief history 
of color 
trademarks

• Owens Corning—Pink Fiberglass Insulation

• Qualitex—Green-Gold Dry Cleaning Press 
Pads

• Christian Louboutin—Red soled Shoes

• Fornay—multi-colored packaging
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The Case of the Pink 
Panther

• Owens-Corning registered “Pink” for 
fiberglass insulation

• Relied on massive $$$$ TV ad campaign 
featuring the popular cartoon character 
“The Pink Panther” and Henry Mancini 
Pink Panther theme song

• Federal Circuit—rejected “color 
depletion theory”

• Found secondary meaning
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How green was my 
press-pad?

• Qualitex Co. v. Jacobson Products 
Co., 514 U.S. 159 (1995)

• Confirmed that single color 
applied to an entire product can 
qualify for trademark registration

• Like Fed. Cir., rejected color 
depletion theory and shade 
uncertainty theory

• Secondary meaning existed—
relevant consumers associated 
the color with Qualitex
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Christian Louboutin—
TM seeing red

• Christian Louboutin S.A. v. Yves 
Saint Laurent Am. Holding, 
Inc., No. 11-3303 (2d Cir. 2013)

• Contrasting red sole 
recognized as a trademark

• Rejected Aesthetic 
Functionality defense

• But not infringed by all red 
shoe
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Packaging vs. Product--Fornay

• Important new case

• Holds a multi-color mark 
applied to packaging can be 
inherently distinctive—and 
protectable instantly—even if 
not applied to a package with 
a defined perimeter shape

• Amorphous borders + 
inherent distinctiveness?
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What is a Trademark?

• A trademark is any "word, name, symbol, 

device, or any combination” thereof used to 

distinguish the goods/services of one seller 

from those of another
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What is a Trademark?

• Color, either alone or in combination with 

other things, can qualify for protection
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Different Ways Color Can Be Protected

– Single color for a product

– Combination of colors for a 

product

– Single color applied to part 

of a product
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Different Ways Color Can Be Protected

– Multiple colors applied to a product 

– Color applied to labelling

– Color applied to packaging
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Two Types of Trademarks

• Inherently distinctive

• Non-inherently distinctive
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Distinctiveness

• Product design can never be inherently 

distinctive

– But, product packaging can

• Distinctiveness must exist at the time 

rights are claimed (i.e. when infringer 

enters the market)

• “Serious burden” and “not an invitation 

to shotgun litigation” EZ Pedo, Inc. v. 

Mayclin Dental Stuido, Inc., 284 F. Supp. 

3d 1065,1071 (E.D.Cal. 2018).
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Distinctiveness

Qualitex Co. v. Jacobson Prods. Co., Inc., 514 U.S. 

159 (1995)

• Color marks can function as trademarks provided 

they have acquired secondary meaning (i.e., acquired 

distinctiveness)
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Distinctiveness

In re Owens-Corning Fiberglas Corp., 774 F.2d 1116 

(Fed. Cir.  1985)

• Color pink for fiberglass insulation had 

acquired secondary meaning 
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Distinctiveness

In re Forney Indus., Inc., 2020 WL 1696314 (Fed. 

Cir.  April 8, 2020)

• Series of colors applied to product packaging can be 

inherently distinctive, even without “specific 

peripheral shape”
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Proving Secondary Meaning

• Circumstantial evidence

– Length, nature, and exclusivity of use

» 5 year litmus test

– Sales and number of buyers

– Established position in market

– Type and amount of advertising

» Express use of “look for” advertising

» Equivalent of “look for” advertising

– Evidence of intentional copying
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Proving Secondary Meaning

• Direct evidence

– Surveys

» Commissioned for trademark litigation or application for 

registration

» Internal market research
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Surveys and Secondary Meaning –

Factors to Consider

• Methods should mirror the situation 

in which the ordinary person would 

encounter the trademark

• Circumstances will dictate which 

survey format is most appropriate
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Surveys and Secondary Meaning –

Factors to Consider

• Surveys in the ordinary course, 

contemporaneous with launch and 

thereafter, are reliable − best 

evidence of acquired distinctiveness 

at the relevant time

• But − early studies may not be 

sufficient and are likely discoverable

• Backward looking issues 
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Survey example – T-Mobile

• Double blind experiment

• Nationwide internet survey of 
consumers between 16 and 65 years 
old who are mobile-phone 
subscribers

• Survey respondents were presented 
with either magenta or brown without 
any brand-identifying information

• Respondents were asked whether 
they associated the color with any 
company or companies that offer 
wireless or mobile phone services or 
plans
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T-Mobile survey results

• When asked whether they associated magenta with only one 
company or with more than one company, 57% of the respondents 
answered that they associated the color with only one company.

• 61% of the respondents answered “yes” when asked whether 
they associated magenta with any company or companies that 
offer wireless or mobile phone services or plans. 

• The respondents were then 
asked to type in the name of 
the company that used the 
color. Forty-nine percent of the 
respondents accurately 
named T–Mobile.

30



Functionality

• “Functional” trademarks are not protectible 
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Functionality

• Essential to use or purpose

• Affects cost or quality

• Burden on applicant, enforcer to establish non-

functionality of mark
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Aesthetic Functionality

• Buying something because of how it looks-- the design is 

“functional” 

• The ultimate test of “aesthetic functionality” is whether 

the recognition of trademark rights would significantly 

hinder competition (Restatement (Third) of Unfair 

Competition 17, Comment c) .
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Aesthetic Functionality

• In re Florists' Transworld Delivery, Inc., 106 U.S.P.Q.2d 

1784, (T.T.A.B. 2013)

– The Board affirmed the refusal to register a black box 

design in connection with flowers and flower arrangements
• “[B]lack has significance on somber occasions such as in the context of 

death.  With regard to floral packaging, black is an appropriate color for 

floral packaging, and is used as floral packaging in bereavement bouquets.”
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Aesthetic Functionality

• Publications Intern., Ltd. v. Landoll, Inc., 164 F.3d 

337 (7th Cir. 1998)
– Court found gold page edges in connection with a 

cookbook to be “a prime example of aesthetic 

functionality” because “Gold connotes opulence” and is 

used regularly in connection with food and book binding.
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The 5th Circuit rejects aesthetic 
functionality

Bd. of Supervisors for Louisiana 
State Univ. Agric. & Mech. Coll. v. 
Smack Apparel Co., 550 F.3d 465, 
486–87 (5th Cir. 2008)

The defendant argued that using 
universities’ color schemes on T-
shirts “allow groups of people to 
bond and show support for a 
philosophy or goal; facilitate the 
expression of loyalty to the 
school and a determination of the 
loyalties of others; and identify 
the wearer as a fan and indicate 
the team the fan is supporting.”
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The 5th Circuit rejects aesthetic 
functionality

• The 5th Circuit rejected the defendant’s arguments, noting that 
a university’s color scheme “acts to identify and create a 
desired association with the particular source.”

• There was no competitive necessity test where “any demand 
for [defendant’s] t-shirts is inextricably tied to the 
Universities' trademarks themselves.”

37



Functionality

CTB Inc. v. Hog Slat Inc., 2020 WL 1482379 (4th 

Cir.  Mar. 27, 2020)

• Shape and color of chicken feeder functional 

and thus not protectable

38



Examples of Color Marks Found Functional

– Black as applied to outboard marine engines

• Compatible with multiple other colors

• Made items look smaller

• Competitive need

Brunswick Corp. v. British Seagull Ltd., 35 F.3d 1527 

(Fed. Cir. 1994)
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Examples of Color Marks Found Functional

– Yellow as applied to plastic tubing

• Increased visibility

• Commonly recognized color 

for caution

Baughman Tile Co., Inc. v. Plastic Tubing, Inc., 211 F. Supp. 

2d 720 (E.D.N.C. 2002)
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Examples of Color Marks Found Functional

– Amber as applied to unflavored mouthwash

• Amber color has come to signify 

unflavored, medicinal mouthwash

• Competitive need

Warner Lambert Co. v. McCrory’s Corp., 718 F.  Supp. 389 

(D.N.J. 1989)

41



Examples of Color Marks Found Functional

– Colors as applied to ice cream flavors

• Affirmed summary judgment against Dippin’ Dots

• “The color is functional because it indicates the flavor of the ice 

cream, for example, pink signifies strawberry, white signifies 

vanilla, brown signifies chocolate.”

Dippin’ Dots, Inc. v. Frosty Bites Dist., LLC, 369 F.3d 1197 (11th Cir.  2004)
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Examples of Color Marks Found Functional

– Coral as applied to safety earplugs

• Increases visibility for monitoring 

employee compliance

In re Howard S. Leight & Assocs. Inc., 39 USPQ2d 1058 

(TTAB 1996)
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Examples of Color Marks Found Non-Functional

• Gold background for antibiotic ointment

Johnson & Johnson v.  Actavis Group hf,  87 USPQ2d 1125 

(S.D.N.Y. 2008)
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Examples of Color Marks Found Non-Functional

• Orange for safety railings 

– many other competitors used metallic grey or yellow

SafeRack, LLC v. Bullard Co., 350 F. Supp. 3d 438 

(D.S.C. 2018)
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Registration of Color Marks - Application

• Color marks must be confined to a specific 

shape or design 

• The U.S. Patent and Trademark Office requires 

a drawing showing how the color sought to be 

registered will be used

– The USPTO will not register a color per se

– T.M.E.P.  §1202.05(d)
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Registration of Color Marks - Application

• Examples of drawings
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Registration of Color Marks - Application

• Must assert acquired distinctiveness under 

§2(f)

– Submit declaration and/or evidence of secondary 

meaning
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Registration of Color Marks - Application

• Or, can register on Supplemental Register, then 

reapply for Principal Register after 5 years

– However, no presumption of ownership, validity, or 

constructive notice

49



Registration of Color Marks - Procedure

• Office Actions

– Issued by Examining Attorney if registration is 

refused
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Registration of Color Marks - Procedure

• If Office Action issues against application, 

applicant has 6 months to respond with 

arguments against refusal

• Arguments may include:

– Mark is not merely ornamental, and functions as 

source indicator

– Mark has acquired distinctiveness

– Other color marks for same products have 

registered on Principal Register

51



Registration of Color Marks – Post-Registration

• Oppositions

– If mark is approved for registration, mark owners 

have 30 days from date of publication to oppose 

registration

– Bases for Opposition:

• Priority and Likelihood of Confusion

• Dilution

• False Suggestion of a Connection

• Applied-for mark is unregistrable (descriptive, generic, 

etc.)
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Registration of Color Marks – Post-Registration

• Cancellation

– If mark registers without opposition, mark owners 

may still petition to cancel the registration

– Same grounds as for oppositions if filed within 5 

years of registration

– After 5 years, can only petition to cancel on 

grounds that mark:

• Has become generic

• Has been abandoned

• Was registered fraudulently
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Examples of Registered Color Marks

• Tiffany blue

• John Deere green and yellow

• Louboutin red

54



Examples of Registered Color Marks

• UPS brown

• Wiffle ball bat yellow 
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Enforcement of Color Marks –

Examples of Infringement

• Keds Corp. v. Renee Intern. Trading Corp., 888 F.2d 215 

(1st Cir. 1989)

– Keds owns incontestable registration for blue, rectangular 

label affixed to heel of shoe

– Preliminary injunction issued where defendant also used 

blue rectangle label with word “Apples” on heel of shoe 
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Enforcement of Color Marks –

Examples of Infringement

• Deere & Co. v. FIMCO Inc., 301 F. Supp. 3d 704 (W.D. 

Ky. 2018)

– John Deere owns 3 registrations for agricultural products 

with green and yellow color scheme

– Permanent injunction issued after bench trial where 

defendant also used same color scheme
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Enforcement of Color Marks –

Examples of Infringement

• Wolf Appliance, Inc. v.  Viking Range Corp., 686 F. Supp. 

878 (W.D.  Wis. 2010)

– Wolf owns registration for red knobs affixed to cooking 

appliances

– Preliminary injunction issued where competitor also used 

red knobs on cooking appliances
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Enforcement of Color Marks –

Examples of Infringement

• Gateway, Inc. v. Companion Prods., Inc., 68 USPQ2d 

1407 (D.S.D.  2003)

– Gateway owned registration for black and white “cow 

spot” design for computers

– Court found use of  “cow spot” design on computer 

decoration accessory to infringe (but not dilute) Gateway’s 

mark
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Enforcement of Color Marks –

Examples of Non-Infringement

• Unique Sports Prods., Inc. v. Ferrari Imp. Co., 100 

USPQ2d 1948 (N.D. Ga. 2011), aff ’d in part, 720 F.3d 

1307 (11th Cir.  2013)

– Plaintiff ’s blue grip tape for tennis rackets valid, but not 

infringed by defendant’s teal gauze tape used on racket 

handles
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Enforcement of Color Marks –

Examples of Non-Infringement

• Forney Indus., Inc. v. Daco of Missouri, Inc., 835 F.3d 

1238 (10th Cir.  2016)

– Affirmed summary judgment for defendant where plaintiff 

could not show secondary meaning in packaging color 

scheme
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Enforcement of Color Marks

• Defenses
• Lack of secondary meaning

• Functionality

• Genericness?

• Abandonment?

• Laches, acquiescence, estoppel

• Fraud/unclean hands?
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