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Overview

• Trademarks and brand protection are critically important 
to the economy, trade and job creation

• The USPTO and other jurisdictions around the world 
have created and maintain trademark registries to 
provide notice of a registrant’s and applicant’s claim of 
ownership in a mark

• Trademark registers are a valuable tool when making 
business decisions, so accuracy is of paramount 
importance
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Overview

• Bad Faith filings have increased dramatically 
within the last few years

• Rapidly becoming a global problem for legitimate
brand owners and trademark registries

• Jurisdictions across the world are experiencing a 
rush of trademarks applications that are filed 
either:
– With no bona fide intent
– With the intention of purposefully copying another’s 

trademark



Bad Faith Filings

Threatens the effectiveness and strength of trademark
protection worldwide as the increase of bad faith filings 
may:
• Clog up the registration process;
• Hold unused and otherwise viable trademarks hostage;
• Interfere with legitimate trade; and
• Dramatically increase costs for trademark owners.
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What Can Be Done?

• Bad Faith as a ground for refusal at examination
– Applications should be subject to challenge on examination
– Trademark Offices should be granted the power to refuse bad faith application 

ex officio during the process of initial examination
– Offices may consider other tools such as accepting third-party observations to 

be filed against pending applications
• Bad Faith as a ground for opposition or cancellation

– Bad Faith should be an explicit and valid ground
– Consider measures that allow for a more effective, immediate removal of bad 

faith applications not rejected during examination
• Burden of proof where prima facie evidence of bad faith exists

– Applicant/registrant should bear the burden of proving bona fide adoption or 
use and/or an honest interest in the trademark, not the opponent

– Shifting of burden should increase cost effective preparation

5



What Can Be Done?

• Maintaining Records Regarding Bad Faith Filers
– Trademark Offices should be encouraged to maintain records of 

applicants and registrants who have been identified as bad faith 
filers either by a trademark office or in a judicial decision

– Records may serve as evidence of bad faith in subsequent 
proceedings

• Punitive Measures Imposed in Respect of Bad Faith Activity
– Requirement for bad faith filers to reimburse rights holders for legal 

expenses and related costs incurred in combating bad faith filings
– Provide Trademark Offices and courts with the power to award 

attorneys’ fees, fines and other punitive sanctions to serve as a 
meaningful deterrent
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Factors To Be Considered in Assessing a 
Bad Faith Filing
• Applicant or Registrant has been identified as a bad faith filer 

either by a Trademark Office or in a judicial or administrative 
decision

• Applicant or Registrant has had a prior relationship with the 
rightful owner, e.g., as a franchisee or distributor

• Applicant or Registrant has attempted to sell the trademark 
application or registration to the rightful owner at an inflated price

• Mark is identical or highly similar to a mark having a degree of 
reputation in the relevant jurisdiction

7



Factors To Be Considered in Assessing a 
Bad Faith Filing

• Rightful trademark holder possesses related IP rights in the
mark and relevant jurisdiction, e.g., designs, trade names, 
copyright, personal names

• Other evidence indicating a similar pattern of behavior, i.e., 
domain name squatting/trafficking, copying of trade dress

• Application or registration covers all or most classes which is 
obviously incompatible with the applicant or registrant

• Applicant made multiple filings of third-party marks or other 
types of IP belonging to multiple third parties
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Today’s Program
Recent survey done by INTA’s Bad Faith Task Force conducted in 2021 revealed that 57 jurisdictions 
worldwide indicated that bad faith filings presented either a severe problem or an issue worthy of attention 
within their borders

• US
- Lack of Bona Fide Intent
- Bad Faith as Factor in Likelihood of Confusion Analysis
- USPTO Audit Program

• EU
– Blocking Registrations
– Alleged Lack of Intention to Use / Broad Specifications
– Evergreening

• China
– Legislative Amendment to Trademark Law
– Blacklist System
– Special Action Plan for Combatting Malicious Trademark Squatting
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”Bad Faith” in the U.S.
- The concept of “bad faith” (or the absence of good faith) arises in a variety of contexts in U.S. 

trademark practice

- Possible grounds for opposition/cancelation of a third-party mark include:

- Defendant failed to make bona fide use in commerce prior to filing a use-based application 
or a statement of use

- Defendant lacked bona fide intent to use the mark in connection with the identified 
goods/services as of the filing date of the application

- Defendant is not the rightful owner of the mark

- The mark falsely suggests a connection with Plaintiff

- The mark is name of a particular living individual who has not provided consent

- Defendant committed fraud during procurement of the registration 

- Bad faith adoption of a mark can be considered in a likelihood of confusion analysis 

- Actions the USPTO is taking to combat bad faith filings

- Expungement and Reexamination Proceedings
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Use in U.S. Commerce/Bona Fide Intent 

• Section 1(a): an application based on use of the mark in U.S. Commerce as of 
the application filing date

• Section 1(b): an application based on the applicant's bona fide intent to use 
the mark in U.S. Commerce

• Section 44(d): an application based on a foreign application filed within 6 
months of the U.S. application for the same mark and the same goods/services

• Section 44(e): an application based on a foreign registration for the same 
mark and same goods/services; also based on the applicant's bona fide intent 
to use the mark in U.S. Commerce

• Section 66(a): an extension of protection of an international registration to 
the United States; also based on the applicant's bona fide intent to use the 
mark in U.S. Commerce

Filin g Ba se s fo r  App lica t ion s
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Société des Produits Nestlé S.A. v. Cándido Viñuales Taboada, 2020 
USPQ2d 10893 (TTAB 2020) (Precedential)

• “A person who has a bona fide intention, under circumstances showing the good 
faith of such person, to use a trademark in commerce may request registration of 
its trademark on the principal register hereby established by paying the prescribed 
fee and filing in the Patent and Trademark Office an application and a verified 
statement, in such form as may be prescribed by the Director.”

• Objective evidence of bona fide intent required.

• The mere act of filing an application does not suffice to establish a bona fide 
intent.

• Works the same for 66(a) applications.

• “[W]e find that Applicant’s foreign and domestic trademark and domain name 
filings indicate only his resolve to reserve rights to the NESPORT mark for potential 
use in commerce at some undefined time in the future.”

La ck of Bon a Fide  In te n t



7.12.2022 | Pa ge  5

In re Nieves & Nieves LLC, 113 USPQ2d 1629 (TTAB 2015) 
(Precedential) 

• Section 2(a) of the Lanham Act bars registration of a mark that falsely suggests a 
connection with persons, living or dead, or institutions, beliefs, or national symbol 

• Is the mark the same as, or a close approximation of, the name or identity 
previously used by another person or institution?

• Would the mark would be recognized as such in that it points uniquely and 
unmistakably to that person or institution?

• Is the person or institution named by the mark connected with the activities 
performed by the applicant under the mark?

• Would a connection with the person or institution be presumed given the fame 
or reputation of the person or institution ? 

• Section 2(c) of the Lanham Act bars registration of a mark that “[c]onsists of or 
comprises a name, portrait, or signature identifying a particular living individual 
except by his written consent”

Fa lse  Associa t ion /Livin g In d ividu a l With ou t Con se n t  
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Wonderbread 5 v. Patrick Gilles a/k/a Wonderbread 5 and/or 
Wonderbread Five, 115 USPQ2d 1296 (TTAB 2015) (Precedential)

• Only the owner of a mark may file an application to register it.

• The Board found, based on the totality of the evidence, that Gilles was not individually the 
owner of the mark at the time he filed the application:

• the WONDERBREAD 5 mark was not "personal" to Gilles or any other of the band 
members.

• the mark signified the "style and quality" of the group: a Jackson 5 tribute band, not a 
"particular performer combination.“

• the group/partnership consisting of WONDERBREAD 5 controlled the quality or 
characteristic of the band, not Gilles as an individual

• The Board granted the petition for cancellation of the mark WONDERBREAD 5 finding that the 
underlying application was void ab initio because Gilles was not the owner of the mark at the 
time of his filing the underlying application.

La ck of Own e rsh ip
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Fuji Medical Instruments Mfg. Co., Ltd. v. American Crocodile 
International Group, Inc., 2021 USPQ2d 831 (TTAB 2021) (Precedential) 

• As between a manufacturer and a distributor, in the absence of an agreement, there is a 
rebuttable presumption that the manufacturer owns the mark. The following factors are 
relevant when considering if the presumption has been rebutted:

• which party created and first affixed the mark to the product;

• which party’s name appeared with the trademark on packaging and promotional 
materials;

• which party maintained the quality and uniformity of the product;

• which party does the consuming public believe stands behind the product;

• which party paid for advertising; and

• what a party represents to others about the source or origin of the product;

• “Fraud in procuring or maintaining a trademark registration occurs when an applicant for 
registration, or a registrant in a post-registration setting, knowingly makes a false, material 
representation of fact in connection with an application to register or a post registration 
document, with the intent of obtaining or maintaining a registration to which it is otherwise 
not entitled” In re Bose Corp., 580 F.3d 1240 (Fed. Cir. 2009)

Fra u d  (La ck of Own e rsh ip )

https://1.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=2019710567&pubNum=0000506&originatingDoc=I03777a5bf3df11eba2aadc85f7773760&refType=RP&originationContext=document&transitionType=DocumentItem&ppcid=49edda60f1b14ce4b05ef4a6daa01956&contextData=(sc.Keycite)


7.12.2022 | Pa ge  8

Application Declarations 

• To the best of Applicant’s knowledge and belief, no other persons, except, if 
applicable, concurrent users, have the right to use the mark in commerce, 
either in the identical form or in such near resemblance as to be likely, when used 
on or in connection with the goods/services of such other persons, to cause 
confusion or mistake, or to deceive.

• To the best of Applicant’s knowledge, information, and belief, formed after an 
inquiry reasonable under the circumstances, the allegations and other factual 
contentions made in the application have evidentiary support.

• All statements made of Applicant’s own knowledge are true and all statements 
made on information and belief are believed to be true.
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L’Oreal S.A. v. Marcon, 102 USPQ2d 1434 (TTAB 2012) 
(Precedential) 

• Bad faith adoption of a mark can be weighed as part of the 13th du Pont factor: 
“any other established fact probative of the use,” in a likelihood of confusion 
analysis.

• Marcon previously sought to register:

• HEINEKEN for meat juices;

• JACK DANIELS for cigars;

• CHANEL for greeting cards’

• SOUTHERN COMFORT for beer;

• BAYER for mouthwash, etc.

• “The law has clearly been well settled…. that the field from which trademarks 
can be selected is unlimited, and there is therefore no excuse for even 
approaching the well-known trademark of a competitor, that to do so raises ‘but 
one inference – that of gaining an advantage from the wide reputation 
established by [the second comer] In the goods bearing its mark.’”

Ba d  Fa ith  As a  Fa ctor in  Like lih ood  of Con fu sion  An a lysis /La ck of Bon a  Fide  In te n t
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Edom Laboratories, Inc. v. Glenn Lichter, 102 USPQ2d 1546 (TTAB 2012) 
(Precedential)

• Lichter applied to register the mark SUPER CHIRO TEA. 

• Edom Laboratories held a registration for CHIRO-KLENZ mark for tea. 

• The parties had a prior relationship. Lichter was the President of Special Tea 
Plus, Inc., which had a license to use the CHIRO-KLENZ mark as Edom 
Laboratories’ exclusive supplier. The license agreement expired before Lichter
filed his application for SUPER CHIRO TEA. 

• The Board found Lichter applied for the mark in bad faith citing Lichter’s
"affirmative steps to cause confusion and to associate SUPER CHIRO TEA with 
CHIRO-KLENZ tea" including using the tag line "FROM THE ORIGINAL MAKERS OF 
CHIRO-KLENZ" on packaging, owning the domain www.chiroklenzforless.com, 
which redirected to Lichter’s website, and using testimonials for CHIRO-KLENZ 
to promote his own product.

Ba d  Fa ith  As a  Fa ctor in  Like lih ood  of Con fu sion  An a lysis
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Meenaxi Enterprise, Inc., v. Coca-Cola Company, 2022 WL 
2335343 (Fed. Cir. 2022)

• Under § 14(3) of the Lanham Act , Coca-Cola was required to establish that it 
“believes that [it] is or will be damaged ... by the registration of [the] mark.” Under 
Lexmark International, Inc. v. Static Control Components, Inc., 572 U.S. 118, 129, 132, 
134 S.Ct. 1377, 188 L.Ed.2d 392 (2014), entitlement to a statutory cause of action 
under the Lanham Act requires demonstrating: (1) an interest falling within the 
zone of interests protected by the Lanham Act; and (2) an injury proximately 
caused by a violation of the Act.

• Federal Circuit reversed Board decision in favor of Coca-Cola.

• The Court held that since Coca-Cola could not establish lost sales or reputational 
injury in the US, it did not establish a statutory cause of action under Section 14(3). 

Fa m ou s Ma rks Exce p t ion /Re pu ta t ion  With  Use  Ca se s
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Chutter, Inc. v. Great Management Group, LLC and Chutter Inc. v. Great 
Concepts, LLC, 2021 U.S.P.Q.2d 1001 (TTAB 2021) (Precedential)

• “Fraud in procuring or maintaining a trademark registration occurs when an 
applicant for registration, or a registrant in a post-registration setting, knowingly 
makes a false, material representation of fact in connection with an application to 
register or a post registration document, with the intent of obtaining or maintaining 
a registration to which it is otherwise not entitled” In re Bose Corp., 580 F.3d 1240
(Fed. Cir. 2009)

• The Board found that GCL’s counsel “disregarded the contents of the Combined 
Declaration he attested to under 18 U.S.C. Section 1001,” and “by failing to ascertain 
and understand the import of the document he was signing…acted in reckless 
disregard for the truth.” The Board also took note of the fact that GCL failed to 
correct the filing after the error was brought to counsel’s attention in this very 
proceeding.  “This,” the Board held, “lead us to find that [counsel] intended to file 
just what he filed, regardless of its accuracy.” 

• The Board held that reckless disregard for the truth satisfied the requisite intent for 
fraud on the USPTO in trademark matters. Thus, the mark was cancelled.

Fra u d  on  th e  USPTO

https://1.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=2019710567&pubNum=0000506&originatingDoc=I03777a5bf3df11eba2aadc85f7773760&refType=RP&originationContext=document&transitionType=DocumentItem&ppcid=49edda60f1b14ce4b05ef4a6daa01956&contextData=(sc.Keycite)
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USPTO Actions Against Fraudulent and 
Suspicious Filings

• There has been a tremendous increase in new application filings over the past two 
years.

• In December 2020, 92,608 trademark applications were filed, representing a 
172% increase over December 2019

• In 2021, there was a 40% increase in new applications over 2019

• As part of its efforts to combat a corresponding increase in suspicious trademark 
filings, particularly from foreign applicants in China, the USPTO has been issuing 
Show Cause Orders when it detects suspicious filings. These orders require 
applicants to establish that their filings and behavior are legitimate.

• For example, in January 2022, the USPTO sanctioned three entities for 
fraudulently filing applications and invalidated over 5,500 applications filed 
by the entities.

• Among other bad behavior, the entities created USPTO accounts with false 
information, improperly signed applicants' names on applications, sent 
clients false filing receipts, and invoiced clients for inflated filing fees.
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USPTO Audit Program
• Registrants are required submit one specimen per class with six and ten-year 

Declarations of Use filed pursuant to Trademark Act Sections 8 or 71 to maintain 
their registration.

• After a successful pilot program, the USPTO now randomly selects registrations to 
audit when filed.

• Registrations may be maintained only for goods or services for which the 
trademark is in use in commerce or for which temporary nonuse is excused due to 
special circumstances.
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USPTO Audit Program

https://www.uspto.gov/trademarks/maintain/post-registration-audit-program-statistics



7.12.2022 | Pa ge  16

Expungement and Reexamination

2 new ex parte Proceedings introduced via the Trademark Modernization Act

Expungement

• Mark has never been used in commerce

• Between 3 and 10 years post registration

• Available until December 21, 2023 for any registration regardless of age

• Also available as a cancelation ground - Section 14(6)

Reexamination 

• Mark was not used before a particular date (e.g. application filing date; SOU 
deadline)

• Must be brought within 5 years of registration
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Expungement and Reexamination 

• Can be brought by anyone 

• Petition is limited to evidence of non-use 

• Director can elect to bring on their own 
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Bad faith in the EU - Overview
• “Bad faith” is not defined in the relevant legislation 

(EUTM Regulation 2017/1001 - EUTMR) (with the exception 
of unauthorised filing of the proprietor's trademark by its agent or 
representative)

• Instead, we have to look to case-law, particularly of the 
Court of Justice of the European Union (CJEU)

• Procedurally:-
– Bad faith does not constitute an absolute ground of refusal for 

registration (Article 7 EUTMR)
– It cannot be raised in opposition proceedings (exception is filings 

by agents)
– It can be relied upon as a ground of invalidity for EUTMs (Article 

59(1)(b) EUTMR) in cancellation actions or counterclaims
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Bad faith in the EU - Principles
• “[…] account must be taken of all the relevant factors specific to 

the particular case which obtained at the time of filing the 
application for registration of a sign as an EU trade mark” (CJEU, 
judgment of 11 June 2009, Chocoladefabriken Lindt & Sprüngli, 
C-529/07)

• “A proprietor of an EU trade mark has filed the application for 
registration of that mark not with the aim of engaging fairly in 
competition but with the intention of undermining, in a manner 
inconsistent with honest practices, the interests of third parties, or 
with the intention of obtaining, without even targeting a specific third 
party, an exclusive right for purposes other than those falling within 
the functions of a trade mark, in particular the essential function of 
indicating origin” (CJEU, judgment of 12 September 2019, Koton
Mağazacilik Tekstil Sanayi ve Ticaret v EUIPO, C-104/18 P
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Bad faith in the EU – Categories
• Blocking Registrations

• Alleged Lack of Intention to Use / Broad Specifications

• Evergreening
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Bad faith: Blocking Registrations
• Lex specialis: Unauthorised filing of the proprietor's 

trademark by its agent or representative – Article 8(3) 
EUTMR

• Requirements
– The applicant is or was an agent or representative of the 

proprietor of the mark.
– The application is in the name of the agent or representative.
– The application was filed without the proprietor’s consent.
– The agent or representative fails to justify its acts.
– The signs and the goods and services are identical or closely 

related.
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Bad faith: Blocking Registrations
• Case-Law: Filings with the intention of eliminating all of 

its competitors
• Factors

– (i) the fact that the applicant knows or must know that a third 
party is using, in at least one Member State, an identical or 
similar sign for an identical or similar product or service capable 
of being confused with the sign for which registration is sought

– (ii) the applicant’s intention to prevent that third party from 
continuing to use such a sign; and 

– (iii) the degree of legal protection enjoyed by the third party’s sign 
and by the sign for which registration is sought (CJEU, judgment 
of 11 June 2009, Chocoladefabriken Lindt & Sprüngli, C-529/07, 
EU:C:2009:361, paragraph 53)
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Bad faith: Lack of Intention to Use
• One aspect of bad faith = where an applicant for an 

EUTM seeks to cover a very broad range of goods and 
services with no intention of using the mark in relation to 
the extended goods/services

• Decision of the CJEU in Skykick C-371/18
• The CJEU held it will be bad faith if the applicant had the 

intention of either 
– undermining, in a manner inconsistent with honest practices, the 

interests of third parties; or 
– obtaining an exclusive right for purposes other than those falling 

within the functions of the trademark
• Established by "objective, relevant and consistent indicia" 

demonstrating this intention at the time of filing
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Bad faith: Lack of Intention to Use
• Bad faith cannot be presumed simply because the 

applicant has no economic activity corresponding to the 
specified goods and services at the date of filing

• Partial invalidation is possible where bad faith affects 
only part of a mark's specification

• In the UK, the courts have interpreted the CJEU’s ruling 
in Skykick as setting a high bar for bad faith “akin to 
dishonesty”. A court must give an applicant “very 
considerable latitude” and consider if they had 
“commercial reason” to register for the broad range of 
goods and services, this “cautious approach being 
mandated in all cases where bad faith is alleged” (per the 
Court of Appeal in Skykick [2021] EWCA Civ 1121)
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Bad faith: ‘Evergreening’
• EUTMs: ‘use it or lose it’ – BUT: Five-year grace period 

for non-use!
• ‘Evergreening’ is the strategy of re-filing an application to 

register a trademark for the same/similar goods/services 
to one of your existing registrations before the five-year 
grace period to begin using the earlier mark has expired

• The objective is to avoid your rights in a given mark 
becoming vulnerable to cancellation for non-use

• Decision of the General Court in Hasbro (T-663/19)
• Bad faith requires “a dishonest intention or other sinister 

motive” on the part of the applicant involving conduct 
which departs from “accepted principles of ethical 
behaviour or honest commercial and business practices” 
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Bad faith: ‘Evergreening’
• General Court held that Hasbro had gained an 

advantage from its filing strategy by avoiding the need to 
show use (and that had been its motive when filing each 
application) and so invalidated its latest mark for bad 
faith

• How widely applicable is Hasbro? Hasbro made 
admissions around evergreening which weighed heavily 
on the General Court’s mind and could confine the 
decision to the facts

• General Court stressed that re-filing per se is not bad 
faith “unless it is coupled with other relevant evidence”. 
Nothing to preclude a re-filing strategy in and of itself if 
underpinned by some legitimate commercial justifications
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Why is bad faith a problem in the EU?
• Unused trademarks distort healthy competition by limiting 

the range of signs available to competitors – the register 
becomes ‘blocked’

• Will we run out of trademarks? More than 77% of the 
20,000 most common English words identically match an 
EUTM and the few remaining words carry negative 
connotations1

• trademark depletion is particularly bad in certain classes, 
such as Class 25 where more than 80% of common 
words already have identical matches2

• 1 & 2 – according to research by Professor Barton Beebe of NYU School of Law presented at the Annual Sir Hugh 
Laddie Lecture at UCL-IBIL on November 9 2001
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Combatting bad faith
• What can brand owners do?

– In the EU, bad faith is not a ground on which an EUTM 
application can be refused by the EUIPO or opposed by a third 
party

– An EUTM can be cancelled post-registration on the ground that it 
was applied for in bad faith

– Brand owners must bring a cancellation action 
– Requires proactivity by brand owners who must carefully monitor 

the EUTM register and initiate cancellation proceedings without 
delay

• Plaintiffs be aware: Counterclaims for invalidity based on 
allegations of bad faith are increasing
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Bad Faith Trademark Filings:
Recent Developments in China



| icemiller.com

• 9.1 million trademark applications filed in 2020
• Up 20% from 2019

• First to File system
• Minimal recognition of unregistered trademark rights

• Language issues can multiply filings for foreign owners
• English
• Mandarin vs. Cantonese
• Transliterations vs. translations
• Nicknames created by consumers

Brand Protection in China
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• Classification system: subclasses within each 
international class
• Subclass 3601 – insurance
• Subclass 3604 – real estate management
• Subclass 3607 – charitable fund raising

• Impact on examination and ex parte proceedings –
identical or similar marks in different subclasses 
generally considered able to coexist

China Trademark Nuances
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• Identical or similar mark
• Identical or related goods/services
• Unrelated goods/services?

• Common filing practices – several classes
• Purpose?

• Extortion
• Offering of counterfeit goods/services

What are “bad faith” filings?
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• Delay in entering market
• Injunction on sales of your “legitimate” products
• Seizure of exports from China
• Interference with manufacturing
• Threats against suppliers, partners, distributors
• Damages (3x sales)
• Inability to stop third-party counterfeiting

Risks of operating in China alongside 
bad faith filer
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• Register marks broadly in China
• Order watch services, and/or search CNIPA database 

for your client’s marks
• Record TM registrations with China Customs
• Taobao/Alibaba – encourage clients to use brand 

protection and enforcement tools
• Seek intelligence from local distributors, customers

What can we do proactively?
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• Legislative amendments to Trademark Law 
effective November 2019

• Blacklist system established to identify high-
volume bad-faith filers to aid examination

• Special Action Plan for Combating Malicious 
Trademarks Squatting in March 2021

• New CNIPA Guidelines for Trademark 
Examination effective January 2022 regarding 
identification of malicious applications

• CNIPA Notice of Continuing to Severely Crack 
Down on Malicious Registration of Trademarks 
in April 2022

China’s Efforts to Address Bad-Faith 
Filings
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• November 2019 amendment to Article 4: “malicious 
trademark registration applications that are not 
intended for use shall be rejected.”
• “Not for the purpose of use” – has applicant taken steps 

to use the mark?
• Malicious intent – is there any legitimate reason for the 

application? Did applicant know of others using the 
mark? Does mark have a degree of influence?

• Lowers the threshold for showing bad faith – but 
examination still uneven. Examiners can require 
evidence of use (Article 29), but seldom do.

Article 4, Trademark Law revision
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1. Huge number of applications obviously exceeding 
normal business requirements

2. Copies of multiple subjects’ popular brands
3. Repeated applications for the same mark
4. Large number of applications for public 

events/resources, geographic places, generic names, 
well-known persons

5. History of transferring/assigning large number of 
registrations

ID’ing malicious applications
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• If client has registrations in China:
• Determine whether existing registrations cover same 

subclasses so as to be likely to block bad faith filer’s 
application(s)

• If published for opposition despite similarities, lodge 
opposition with China National IP Administration (CNIPA) 
based on similarities

• Evaluate whether applicant has filed for other brands’ 
marks or has a high volume of applications such that you 
can make a bad faith argument (may or may not be 
considered at opposition stage)

• If opposition fails, try invalidation or nonuse cancellation

What if we find a bad faith filing?
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• If client’s marks are not registered in China, file 
opposition based on:
• Well Known Mark concept (need evidence)
• Malicious intent/bad faith of applicant
• Relevant statutes:

• Article 4 – applicant filed without intention of use
• Article 7 – the principle of good faith shall be upheld in the 

application for trademark registration
• Article 32 – prior use in China and “definite degree of 

influence”

• If unsuccessful, try assignment, invalidation, or nonuse

What if we find a bad faith filing?
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• Consider blacklist complaint
• Informal procedure; no specific guidelines or 

regulations
• Cost-effective solution where bad faith is obvious and 

supported by volume of applications
• CNIPA has blacklisted approximately 1,000 trademark 

applicants
• Bad-faith filers will try to get around being blacklisted by 

filing under different names; follow-on blacklist complaint 
where relatedness of filers can be shown

What if we find a LOT of bad faith 
filings?
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• Toward “transformation from a big IP country to a 
strong IP country”

• “Zero tolerance” attitude to malicious registration
• Departmental coordination and sharing information, 

including investigation methods and verification 
processes

• Improving the key monitoring list of malicious 
applicants

• Improving relevant review standards
• Ex officio cancellation and invalidation

• Example: 2022 Olympics and Eileen Gu registrations

CNIPA “Notice of Continuing to 
Severely Crack Down” – April 2022
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• Crackdown notice is aspirational, but opposition 
success rate, invalidation rate, and nonuse cancellation 
rate are all increasing as a result of changes

• Brand owners can be proactive in submitting 
information through informal channels such as blacklist 
complaints where examiners are still approving bad 
faith applications for publication

• Bad faith arguments and evidence still more likely to 
succeed at opposition appeal or invalidation stage than 
opposition – defeating squatters remains costly and a 
robust registration portfolio remains the best defense

Current status
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