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DISCLAIMER 

These materials have been prepared solely for educational and entertainment 

purposes to contribute to the understanding of U.S. intellectual property law. 

These materials reflect only the personal views of the authors and are not 

individualized legal advice. It is understood that each case is fact specific, and 

that the appropriate solution in any case will vary. Therefore, these materials 

may or may not be relevant to any particular situation. Thus, the authors and 

Finnegan, Henderson, Farabow, Garrett & Dunner, LLP (including Finnegan Europe 

LLP, and Fei Han Foreign Legal Affairs Law Firm) cannot be bound either 

philosophically or as representatives of their various present and future clients to 

the comments expressed in these materials. The presentation of these materials 

does not establish any form of attorney-client relationship with these authors or 

their firms. While every attempt was made to ensure that these materials are 

accurate, errors or omissions may be contained therein, for which any liability is 

disclaimed. 
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Why Does A Decision About Motions to Amend Matter? 

So Far, Rare for PTAB to Grant Substitute Claims 

Source: Finnegan AIA blog, www.finnegan.com 
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OUTLINE 
I. Aqua Products: all decisions rendered by a fractured, en banc court 

 

II. Federal Circuit and PTAB case law affected 

 

III. Impact of granted substitute claim(s) on co-existing, pending litigation/USPTO proceedings 

 

IV. Intervening rights arising from granted substitute claims 

 

V. Consider prosecution options 

A. Consider including several claims with varying claim scope to minimize necessity of amendment 

B. Keep continuation application pending 

 

VI. What to watch for in days ahead 

A. USPTO efforts at proposed rule-making, expressly placing the burden on the patent owner to show 

patentability of proposed substitute claim(s) 

B. Status of Chevron deference in light of SAS Institute Inc. v. Matal, pending at the Supreme Court (cert. 

granted May 22, 2017 and argued November 27, 2017) 

C. Constitutionality of AIA post-grant proceedings in light of Oil States Energy Services LLC v. Greene’s 

Energy Group LLC, pending at the Supreme Court (cert. granted June 12, 2017 and argued November 

27, 2017) 

D. Applications of Aqua Products in PTAB since the Federal Circuit decision issued  
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• Nike, Inc. v. Adidas AG, 812 F.3d 1326 (Fed. Cir. 2016) 

(overruled to the extent inconsistent with plurality 

decision in Aqua Products) 

 

• PTAB: denied Nike’s motion to amend proposing 

substitute claims because Nike failed to establish 

patentability of substitute claims. 
 

― Cited PTAB representative decision, Idle Free, IPR2012-00027, 

that Patent Owner needs to show patentability over “prior art 

not of record but known to the patent owner.” 

 

― Nike’s statement that the proposed claims were patentable 

over prior art not of record but known to Nike was insufficient.  

Federal Circuit Opinion 

Relating To Motions To Amend 
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• Nike (con’t) 
 

• CAFC: 
 

― Affirmed that the burden of establishing patentability of proposed 

substitute claims is on patent owner (as held in Microsoft v. Proxyconn). 

Overruled in Aqua Products to the extent inconsistent. 

 

― But, PTAB’s denial of Nike’s motion to amend for failure to show 

patentable distinction over “prior art not of record but known to the 

patent owner” was not adequate basis for affirmance. 
― MasterImage “clarified” Idle Free. 

― Question is “whether the patent owner submitted the necessary information to comply 

with its duty of candor to the office.” 

 

― In this case, the PTAB applied Idle Free “too aggressively.” 

 

― “After MasterImage’s explanation of Idle Free, we cannot see how the 

statement used by Nike would be inadequate, absent an allegation of conduct 

violating the duty of candor. We therefore conclude that this was an improper 

ground on which to deny Nike’s motion to amend.”  
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Federal Circuit Opinion 

Relating To Motions To Amend 



• Nike (con’t) 

 

• CAFC (con’t): 
 

― Vacate obviousness holding and remand for PTAB to consider 

Nike’s objective evidence;  

 

― Vacate grouping of proposed substitute claims together and 

remand for determination of treatment consistent with Idle 

Free and rules applying to “reasonable number” of  patentably 

distinct substitute claims; 

 

― Affirmed PTAB BRI claim construction. 
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Federal Circuit Opinion 

Relating To Motions To Amend 



• Prolitec, Inc. v. Scentair Technologies, Inc., 807 F.3d 1353 (Fed. Cir. 

2015)(Overruled in Aqua Products to the extent inconsistent) 

 

• PTAB: Challenged claims unpatentable and denied Prolitec's motion to 

amend for failure to show patentability of proposed substitute claim 

over prior art.  

 

• FC: Affirmed. 
― Prolitec argued that it did not have the burden to establish patentability 

over prior art references cited in the patent's original prosecution history 

because they are not prior art of record in the IPR.  

 

― PTAB: “The Board's position—that the patentee's burden on a motion to 

amend includes the burden to show patentability over prior art from the 

patent's original prosecution history—is not in conflict with any statute or 

regulation. Moreover, it is not unreasonable to require the patentee to 

meet this burden.” 
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Federal Circuit Opinion 

Relating To Motions To Amend (cont.) 



PTAB Precedential Decision 

MasterImage 

• MasterImage 3D, Inc. v. RealD Inc., IPR2015-00040, Paper 42 

(P.T.A.B. July 15, 2015) 

 

 Expanded panel of 6 judges. 

 

 Burden on Patent Owner to set forth a prima facie case of 

patentability of narrower substitute claims in a motion to 

amend over the “prior art of record and also prior art 

known to the patent owner. 

 

 Follow Idle Free, but 3 points of clarification. 
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• MasterImage (con’t) 

 

1. “prior art of record” means: 

a) any material art in the prosecution history of the patent; 

b) any material art of record in the current proceeding, including art asserted in grounds 

on which the Board did not institute review; and 

c) any material art of record in any other proceeding before the Office involving the 

patent. 

 

2. “prior art known to the patent owner” means “no more than the material prior art that Patent 

Owner makes of record in the current proceeding pursuant to its duty of candor and good faith 

to the Office under 37 C.F.R. § 42.11, in light of a Motion to Amend. 

― “initial emphasis on each added limitation”  

 

3. “once Patent Owner has set forth a prima facie case of patentability of narrower substitute 

claims over the prior art of record, the burden of production shifts to Petitioner…[but] the 

ultimate burden of persuasion remains with Patent Owner, the movant, to demonstrate the 

patentability of the amended claims.” 

 

 

PTAB Precedential Decision (con’t) 
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Designated Representative PTAB Decisions  

Relating To Motions To Amend 
https://www.uspto.gov/patents-application-process/appealing-patent-decisions/decisions-and-

opinions/representative-orders  

• Nichia Corp. v. Emcore Corp., IPR2012-00005, Order regarding Written 

Description Support for Substituted Claims, Paper 27, June 3, 2013 

 

• Idle Free Systems, Inc. v. Bergstrom, Inc., IPR2012-00027, Paper 26 (Providing 

guidance on motions to amend), June 11, 2013 But from O’Malley Aqua 

Products plurality opinion: The PTO’s decisions in Idle Free and MasterImage 

do not alter our conclusion that the PTO’s regulations do not speak to either § 

316(e) or the ultimate burden of persuasion regarding patentability. 

 

• Int'l Flavors & Fragrances Inc. v. The United States of America, IPR2013-

00124, Paper 12 (Granting-in-part Motion to Amend), May 20, 2014 

 

• Corning Optical Communications RF, LLC v. PPC Broadband, Inc., IPR2014-

00441, Order on Motion to Amend Claims,  Paper 19, October 30, 2014 
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Granted Motion To Amend 

• Amerigen Pharms. Ltd. v. Shire LLC, IPR2015-02009, Paper 38 

(P.T.A.B. Mar. 31, 2017) 
 

• No Patent Owner Response after institution, but rather proposed to 

substitute one claim and cancel all instituted claims.  

 

• The original instituted claim included a dependency to any one of 5 

claims, including 3 instituted claims. The proposed substitute claim 

canceled the claim dependency to the 3 instituted claims: 
― 26. The pharmaceutical composition of any one of claims 2[[,]] or 13 or 18 to 

20 wherein the pharmaceutically active amphetamine salt in (a) and (b) 

comprises mixed amphetamine salts. 

 

• The two remaining claims, 2 and 13, were not instituted claims.  
 14 



Granted Motion To Amend (con’t) 

• Amerigen (con’t) 
 

• PTAB: Granted motion to amend substituting claim and entered grant as a Final Written 

Decision. 

 

― “the practical effect of substituting proposed claim 26 (which depends from claim 2 or 

claim 13) for claim 25 would be to leave no instituted claim remaining in the trial.” 

 

― No need to meet the requirements of Idle Free because the change only removed the 

dependency to instituted claims.  

 

― “[t]here is no requirement for Shire to prove, after the Institution 

Decision, that original non-amended claims are patentable over all 

potential prior art, especially non-instituted claims.”  

 

See McCurdy et al., Paths to Successful Motions to Amend at PTAB, IP Law 

360, August 30, 2017 
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Another Successful  

Motion To Amend 
• Global Tel*link Corp. v. Securus Technologies, Inc., IPR2015-01225, 

Paper 44 (P.T.A.B. Dec. 14, 2016) 
 

• PTAB FWD: 7 instituted claims unpatentable, 1 survived. 

 

• Paper 45 (P.T.A.B. Dec. 14, 2016) Contingent Motion to Amend to 

Substitute Claims granted except with respect to two proposed claims.  

 

― Patent Owner provided: 
― detailed analysis and liberal citations to the original isclosure and prior 

art,  

― expert declaration 

― explanation how the original disclosure purportedly supports the 

proposed substitute claims  

― proposed a level of ordinary skill in the art for the substitute claims  

― proposed claim constructions for some terms in the substitute claims.  

― provided detailed analysis regarding how each substitute claim 

purportedly is patentable over the prior art; 

― identified the known closest art. 
16 



Another Successful  

Motion To Amend (con’t) 

• IPR2015-01225 (con’t) 
 

• Contingent Motion to Amend to Substitute Claims granted 

except with respect to two proposed claims.  
 

― Patent Owner narrowed the scope of original claims. 

 

― Patent Owner showed written description support for the amended claims 

in the original disclosure. 

 

― Patent Owner showed patentability of substitute claims over prior art. 

 

― Denied two proposed substitute claims because Patent Owner did not show 

proposed substitute claim 15 is patentable over the prior art or that 

proposed substitute claim 16 does not contain new matter.  Would that 

change under Aqua Products? 

 

― See also McCurdy et al., Paths to Successful Motions to Amend at PTAB, IP 

Law 360, August 30, 2017 17 



Successful Motion To Amend Based On  

Objective Evidence Of Nonobviousness 

• Valeo North America, Inc. v. Schaeffler Tech. AG & Co. KG, 

IPR2016-00502, Paper 37 (P.T.A.B. June 20, 2017) 
 

• Patent Owner filed a contingent motion to amend with its Patent 

Owner Response, supported by a declaration and exhibits.   
― Proposed substitute claims recited a specific embodiment falling within the 

range recited in the independent claims.  

― Key to the patent owner’s arguments of patentability of both the instituted 

challenged claims and the proposed substitute claims was objective 

evidence of unexpected results. Would Aqua Products impact? 

 

• PTAB FWD: Original claims unpatentable, but granted motion to 

amend proposing substitute claims. 
― Objective evidence of unexpected results was not commensurate in scope 

with the instituted original claims, but was sufficient to overcome prima 

facie case of obviousness for two proposed substitute claims.   
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Postscript 

• Valeo North America, Inc. v. Schaeffler Tech. AG & Co. KG, IPR2016-00502, 

Paper 44 (P.T.A.B. July 20, 2017) 
 

• Before PTAB issued FWD, and a few months after filing a Patent Owner Response 

and Motion to Amend, Patent Owner filed a reissue application, including a 

preliminary amendment with claims identical to the substitute claims submitted 

in the Motion to Amend.  

 

• Petitioner moved to stay prosecution of Patent Owner’s Reissue Application. 
― The reissue application examiner: “the Board, and the Federal Circuit could make contradictory 

findings with respect to the issue of unexpected results.” 

 

• Patent Owner filed another preliminary amendment in reissue application 

canceling all the claims identical to the substitute claims.  

 

• PTAB: Request for stay denied.  
― The reissue examiner will have the FWD – reduced likelihood of conflicting findings and the 

duplicative claims already canceled anyway. 

 

• Request for rehearing of FWD denied (Sept. 12, 2017).  

 

 19 



• Veeam Software Corp. v. Veritas Tech., LLC, IPR2014-00090, Paper 

48 (P.T.A.B. July 17, 2017) 

 

• Veritas Techs. LLC v. Veeam Software Corp., 835 F.3d 1405 (Fed. Cir. 

2016), affirmed the PTAB’s decision of unpatentability for 

obviousness, and vacated the decision denying Patent Owner’s Motion 

to Amend. 

 

• On remand, PTAB granted the motion to substitute one claim and 

denied the motion for the other proposed substitute claim. 

― NOT PATENTABLE - proposed substitute claim 26 reciting three new limitations: 

“subset” limitation, “request” limitation, and “direct” limitation. 

― PATENTABLE - proposed substitute claim 27 also reciting three new limitations: 

“property” limitation, “pre-allocation” limitation, and “default order” limitation. 

20 

Successful Motion To Amend  

After Remand From CAFC 



Successful Motion To Amend  

After Remand From CAFC 

• Veeam, IPR2014-00090 (con’t) 

• Proposed substitute claim 26 “subset” and “direct” limitations 

violate prohibition on new matter (35 U.S.C. §316(d)(3)) (lack 

written description support under 35 U.S.C. §112(a)). 

― “Patent Owner fails to establish sufficiently that the original disclosure of 

the ’527 patent describes restoring less than all of the backed up files. 

Similarly, we find that the ’527 patent disclosure does not describe 

functions or processes that would permit it to do so. Instead, the passages 

relied upon by Patent Owner for implicit support do not provide support, as 

they are not given their proper context. At best, the disclosure as a whole 

does not preclude a system that restores less than all of the backed up 

files, but that does not provide reasonable conveyance of possession of the 

invention.” 

― “Patent Owner fails to establish sufficiently that it was in possession of a 

system wherein the restored blocks of data are provided directly to the 

application.” (Should be unaffected by Aqua Products) 
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• Veeam, IPR2014-00090 (con’t) 

• Proposed substitute claim 27 granted. 

― Patent Owner showed sufficient written description support in original disclosure (based 

on PTAB’s claim construction in its FWD). 

― Added claim limitations not indefinite. 

― Patent Owner showed asserted reference did not contain added claim limitation (not 

anticipating). 

― Patent Owner showed substitute claim patentable over the prior art. 

― Asserted references missing certain features of the claim.  

― Petitioner did not show reasonable motivation to combine/modify references, and 

Patent Owner showed a POSITA would NOT have modified references. 

― Proposed substitute claim directed to statutory subject matter. 

― Proposed substitute claim “as a whole is “responsive to a ground of unpatentability 

involved in the trial,” 

― “we do not view 37 C.F.R. § 42.121(a)(2)(i) as precluding additional modifications 

that address potential 35 U.S.C. § 101 or § 112 issues.” (To be done differently after 

Aqua Products?) 

 

• And allowed change of dependency of current claims 21-25 to new claim 27.  
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Successful Motion To Amend  

After Remand From CAFC 



Zodiac Pool Sys., Inc. v. Aqua Prods., Inc.,  

IPR2013-00159, Paper 71 (P.T.A.B. Aug. 22, 

2014) 

Proposed substitute claim 22 to replace original independent claim 1.  

Claim 22. A self-propelled cleaning apparatus for cleaning a submerged surface of a pool or tank, 

comprising:  

• a housing having a front portion as defined by the direction of movement of the apparatus 

when propelled by a water jet, an opposing rear portion and adjoining side portions defining 

the periphery of the apparatus, and a baseplate with at least one water inlet;  

• rotationally-mounted supports axially mounted transverse to a longitudinal axis of said 

apparatus and coupled proximate the front and rear portions of the housing to enable control 

the directional movement of said apparatus over the submerged surface;  

• a water pump mounted in the interior of said housing, said water pump being configured to 

draw water and debris from the pool or tank through the at least one water inlet for filtering; 

and  

• a stationary directional discharge conduit in fluid communication with the water pump and 

having at least one discharge opening through which a pressurized stream of water forming the 

water jet is directionally discharged at a predetermined angle that is acute with respect the 

surface over which the apparatus is moving,  

• wherein said predetermined angle is inclined upwardly with respect to the surface beneath the 

apparatus to produce a resultant force vector that is directed to a position that is proximate to 

and rearwardly displaced from a line passing through the transverse axial mountings of the 

front rotationally-mounted supports. 23 



Zodiac Pool Sys., Inc. v. Aqua Prods., Inc.,  

IPR2013-00159, Paper 71 (P.T.A.B. Aug. 22, 2014) 

PTAB Final Written Decision:  
 

• All instituted claims held unpatentable for anticipation and 

obviousness; 

 

• Denied Aqua’s motion to substitute three claims.  

― Amendments were narrowing; 

― Substitute claims 22, 23, and 24 had written description 

support and were not indefinite; 

― Although the Board found that the substitute claims 

complied with § 316(d) and 37 CFR §42.121(a), it held that 

“we are not persuaded that Patent Owner has 

demonstrated the patentability of the proposed substitute 

claims over a ground of unpatentability involving Henkin 

and Myers.”  
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In re Aqua Products,  

823 F.3d 1369 (Fed. Cir. 2016)  

Aqua appealed to the Federal Circuit, inter alia, the denial of the 

motion to amend, specifically the PTAB’s amendment procedures 

requiring patentee to show that amended claims are patentable 

over the art of record. 

• Aqua argued on appeal that the PTAB improperly placed the 

burden on Aqua, contrary to 35 U.S.C. § 316(e): “the 

petitioner shall have the burden of proving a proposition of 

unpatentability” “[i]n an inter partes review.” 

 

• Aqua argued that it satisfied the only burden placed on 

patentees by 35 U.S.C. § 316(d), i.e., specification support for 

a narrowing amendment.  
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In re Aqua Products,  

823 F.3d 1369 (Fed. Cir. 2016)  

 

• CAFC Panel Opinion, May 2016, before Chief Judge Prost (author), 

Circuit Judge Reyna, and Chief District Judge Stark (by 

designation): Affirmed. 

 

• PTAB rules require patent owner to establish patentability of proposed 

substitute claims over known prior art.  

 

• PTAB did not abuse its discretion – fully considered patent owner’s 

arguments in denying motion to amend.  

 

• Proposed claims were obvious in light of the asserted prior art. 
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In re Aqua Products,  

823 F.3d 1369 (Fed. Cir. 2016) 

• Amendments by patent owner raised by motion. 

 

• PTO regulations place the burden for any motion on the movant (37 C.F.R. § 42.20(c)), 

so the Board has interpreted the rule relating to motions to amend (§42.121) as placing 

the burden on the patentee to show that the proposed amendments would make the 

claims patentable over the known prior art. See Idle Free Sys., Inc. v. Bergstrom, Inc., 

IPR2012–00027, 2013 WL 5947697 (PTAB June 11, 2013); MasterImage 3D, Inc. v. RealD 

Inc., IPR2015-00040, 2015 WL 10709290, at *2-4 (PTAB July 15, 2015) (clarifying Idle 

Free). 

 

• Approach upheld by Federal Circuit, Microsoft Corp. v. Proxyconn, Inc., 789 F.3d 1292, 

1307–08 (Fed. Cir. 2015). Also relied on Federal Circuit decisions in Prolitec, Inc. v. 

ScentAir Techs., Inc., 807 F.3d 1353, 1363 (over dissent by Newman, J.); and Nike, 

812 F.3d at 1333–34. (But both were eventually overruled by the en banc plurality 

opinion.) 
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In re Aqua Products,  

823 F.3d 1369 (Fed. Cir. 2016) 

• “In Nike, Inc. v. Adidas AG, 812 F.3d 1326, 1333–34 (Fed. Cir. 2016), we 

further held that the Board’s regulations concerning motions to amend and its 

interpretation thereof are consistent with the AIA’s statutory framework, 

even though the framework generally places the burden of proving 

unpatentability on the IPR petitioner.”  (Overruled by en banc plurality 

opinion.) 

 

• “Given our precedent, this panel cannot revisit the question of whether the 

Board may require the patentee to demonstrate the patentability of 

substitute claims over the art of record.” 
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• Patent owner argued that the PTAB did not consider the 

entirety of the record. 

 

(1) certain arguments Aqua made in its motion to amend;  

(2) arguments made in its reply to the petitioner’s challenge to its 

motion to amend;  

(3) substantial evidence in the IPR record that the cited prior art 

did not teach the limitations it sought to add by amendment; and  

(4) substantial evidence in the record of objective indicia 

of non-obviousness. 

 

Does not appear that there were a majority of judges adopting this in 

the en banc opinions. 
29 

In re Aqua Products,  

823 F.3d 1369 (Fed. Cir. 2016) 



In re Aqua Products,  

reh’g en banc granted,  

833 F.3d 1335 (Fed Cir. 2016) 

Questions to be briefed: en banc 

 

(a) When the patent owner moves to amend its claims under 35 U.S.C. § 

316(d), may the PTO require the patent owner to bear the burden of 

persuasion, or a burden of production, regarding patentability of the 

amended claims as a condition of allowing them? Which burdens are 

permitted under 35 U.S.C. § 316(e)? 

 

(b) When the petitioner does not challenge the patentability of a 

proposed amended claim, or the Board thinks the challenge is 

inadequate, may the Board sua sponte raise patentability challenges to 

such a claim? If so, where would the burden of persuasion, or a burden of 

production, lie? 
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Aqua Products, Inc. v. Matal,  

en banc rehearing,  

872 F.3d 1290 (Fed Cir. Oct. 4, 2017) 

• In a plurality opinion, with 7/11 judges, 

O’MALLEY, joined by NEWMAN, LOURIE, 

MOORE, and WALLACH; DYK and REYNA 

concurring:  

 

The USPTO may not place the 

burden of persuasion regarding 

the patentability of proposed 

amended claims on the patent 

owner. 
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Aqua Products, Inc. v. Matal,  

Overruling 4 Fed. Cir. Decisions 

Footnote 1: “To the extent our prior decisions in Microsoft 

Corp. v. Proxyconn, Inc., 789 F.3d 1292 (Fed. Cir. 2015); 

Prolitec, Inc. v. ScentAir Techs., Inc., 807 F.3d 1353 (Fed. 

Cir. 2015), petition for reh’g pending; Synopsys, Inc. v. 

Mentor Graphics Corp., 814 F.3d 1309 (Fed. Cir. 2016);and 

Nike, Inc. v. Adidas AG, 812 F.3d 1326 (Fed. Cir. 2016), are 

inconsistent with this conclusion, we overrule those 

decisions.”  
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Aqua Products, Inc. v. Matal (con’t) 

The PTO argues that “because § 316(d) 

says proposed amendments may be 

introduced by motion, the substantive 

burden of persuasion on the 

patentability of that amendment must 

be imposed on the movant. We [plurality 

opinion] reject that contention.” 
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Aqua Products, Inc. v. Matal,  

Amended Claims Tested and 

Examined. 

 O’MALLEY: “More importantly, amended claims added to an IPR are neither 

untested nor unexamined .” (emphasis in original). 

 

“Because proposed amended claims must be narrower in scope and cannot add 

new matter, they necessarily were subjected to that same earlier examination and 

are reassessed to determine whether they are supported by the patent’s written 

description.8”  

 FN 8: “Here, the Board found that all these requirements were  satisfied.” 

 

“The only remaining question is whether they are unpatentable in the face of the 

prior art cited in the IPR and any new art relevant to § 102 or § 103 that the 

petitioner asks be introduced into the IPR.” 

 

“These ‘amended claims’ do not, moreover, issue as part of the patent unless and 

until the Board both decides to render a final decision and finds those claims not 

unpatentable.” 
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Aqua Products, Inc. v. Matal,  

Entry into IPR vs. Entry into Patent 
“what is the relief sought by the “motion” authorized in § 316(d)(1)? As noted, the patent 

owner may proffer amendments that propose to cancel any challenged claim and propose a 

reasonable number of substitute claims as long as the substitute claims (1) do not 

impermissibly enlarge the scope of the claims, and (2) do not introduce new subject matter. 

35 U.S.C. § 316(d)(1), (d)(3). These requirements describe a threshold showing the Board 

must deem satisfied before the amended claims can be considered in—i.e., ‘entered into’—an 

IPR. This showing by the patent owner is not the same as the burden of proof on the question 

of patentability.”  

 

“The “request” made by a motion to amend is … for ‘entry’ into the IPR, not for entry of an 

amended claim into the patent. Once entered into the proceeding, the amended claims are to 

be assessed for patentability alongside the original instituted claims.” 

  

“we believe that the only reasonable reading of the burden imposed on the movant in § 

316(d) is that the patent owner must satisfy the Board that the 

statutory criteria in § 316(d)(1)(a)–(b) and § 316(d)(3) are met and that any reasonable 

procedural obligations imposed by the Director are satisfied before the amendment is entered 

into the IPR. Only once the proposed amended claims are entered into the IPR does the 

question of burdens of proof or persuasion on propositions of unpatentability come into play. 

It is at that point, accordingly, that § 316(e) governs, placing that burden onto the 

petitioner.” 
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No USPTO Rule About  

Burden for Showing Patentability of  

Proposed Substitute Claims 

• O’MALLEY, J.: Rules just address entry 

of amended claims, not burden of 

showing unpatentability. 

 

• “Neither Rule 42.20 nor Rule 42.121 

addresses the burdens of proof or 

persuasion with respect to propositions 

of unpatentability once an amended 

claim has been entered into the IPR. 

Rule 42.20 is a general provision 

establishing procedures for motion 

practice in IPRs. . . . Likewise, Rule 

42.121(a)(2)(i) merely requires the 

patent owner to show that its proposed 

amendment is responsive to at least 

one ground of unpatentability at issue 

in the IPR.” 

 

42.20 Generally. 

a) Relief. Relief, other than a petition 

requesting the institution of a trial, must be 

requested in the form of a motion. 

…c) Burden of proof. The moving party has the 

burden of proof to establish that it is entitled 

to the requested relief.… 

 

42.121 

(a) Motion to amend. A patent owner may file 

one motion to amend a patent, but only after 

conferring with the Board.… 

(2) Scope. A motion to amend may be 

denied where: 

(i) The amendment does not 

respond to a ground of 

unpatentability involved in the 

trial; or 

(ii) The amendment seeks to 

enlarge the scope of the claims of 

the patent or introduce new 

subject matter…. 
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Reminder: Chevron deference 

Chevron, U.S.A. Inc. v. Natural Resources Defense Council, Inc., 

467 U.S. 837 (1984).  

 

Two-step analysis when a court reviews an agency's construction of a 

statute.  

 

1. Determine “whether Congress has directly spoken to the precise 

question at issue.”  

 

2. If yes, then the court must give effect to Congress's unambiguous 

intent. If no, then consider “whether the agency's answer [to the 

precise question at issue] is based on a permissible construction of 

the statute.” 
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Aqua Products, Inc. v. Matal: No 

Deference 
 

• According to the Five: O’Malley, Newman, Lourie, Moore, Wallach, 

JJ.: The statutory scheme was unambiguous; the USPTO had made no 

interpretation (no rule) that was owed deference, and thus was prohibited 

from imposing the burden of proving unpatentability on the patent owner. 

 

• The other 6 judges believed the statute to be ambiguous, but disagreed on 

whether the USPTO interpretation deserved deference. Two of the six, Dyk 

and Reyna, believed it did not -> providing a plurality of 7, along with the 

5 judges above, agreeing to discard the USPTO rule without deference: 

 

― “We therefore conclude that the Board’s decisions do not 

reflect ‘a reasonable accommodation of manifestly competing 

interests . . . [where] the agency considered the matter in a 

detailed and reasoned fashion, and the decision involves 

reconciling conflicting policies,’ and, thus, conclude that no 

basis for deference under either Chevron or Auer exists. 

Chevron, 467 U.S. at 865.”  
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Aqua Products, Inc. v. Matal, No Deference 

So Most Reasonable Reading Prevails  

“With nothing to which we must defer for our interpretation of § 316(d) and 

§316(e), we are left to determine the most reasonable reading of those 

provisions. Specifically, we are tasked to decide in the first instance whether 

the AIA either requires or authorizes placing the burden of proving the 

patentability of amended claims on the patent owner rather than the 

petitioner. For all the reasons discussed in . . . this opinion, we believe that 

the most natural reading of the statute is that it does not. 

 

“For these reasons, we, along with Judges Dyk and Reyna, conclude that the 

Board erred when it imposed the burden of proving the patentability of its 

proposed substitute claims on Aqua.” 

 

“The PTO’s decisions in Idle Free and MasterImage do not alter our conclusion 

that the PTO’s regulations do not speak to either § 316(e) or the ultimate 

burden of persuasion regarding patentability.” 
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Aqua Products, Inc. v. Matal 

Scope of Remand 

 

Result: Case is vacated and remanded for the 

Board to issue a final decision under § 318(a) 

assessing the patentability of the proposed 

substitute claims without placing the burden 

of persuasion on the patent owner. 

• Also, the Board must follow this same practice in all 

pending IPRs unless and until the Director engages 

in notice and comment rulemaking. At that point, 

the court will be tasked with determining whether 

any practice so adopted is valid. 
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Aqua Products, Inc. v. Matal,  

The Only Legal Conclusions 

“This process has not been easy. We are proceeding without a full 

court, and those judges who are participating disagree over a host of 

issues. As frustrating as it is for all who put so much thought and 

effort into this matter, very little said over the course of the many 

pages that form the five opinions in this case has precedential weight. 

The only legal conclusions that support and define the judgment of 

the court are: 

(1) the PTO has not adopted a rule placing the burden of persuasion 

with respect to the patentability of amended claims on the patent 

owner that is entitled to deference; and  

(2) in the absence of anything that might be entitled deference, the 

PTO may not place that burden on the patentee. All the rest of our 

cogitations, whatever label we have placed on them, are just that—

cogitations. Even our discussions on whether the statute is ambiguous 

are mere academic exercises.” 
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Aqua Products, Inc. v. Matal,  

Reyna and Dyk join on No Deference 

For Now 

REYNA, Dyk 

 

• USTPO had not conducted “a fully considered interpretation 

of the inter partes review statute directed to the 

evidentiary burdens for motions to amend necessary for 

Chevron deference” and that rulemaking by adjudication 

was “too procedurally defective to receive Chevron 

deference.”  

 

• “§316(d) and 37 C.F.R. § 42.121 place a default burden of 

production on the patentee.” 

 

• Properly promulgated PTO rules on evidentiary burdens 

could be afforded deference. 
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Aqua Products, Inc. v. Matal,  

More on No Deference 

• MOORE, Newman, O’Malley 

 

• Because court (everyone except O’MALLEY, NEWMAN, 

LOURIE, MOORE, and WALLACH) voted 6-5 that statute is 

ambiguous, question is should the agency be afforded 

deference for its practice of putting the burden of showing 

patentability of proposed amended claims on the patent 

owner?  

 

• Board opinions (e.g., Idle Free and MasterImage) are not 

entitled to Chevron deference; the USPTO authority to fill in 

gaps in the legislation may be manifested only by 

regulations. 
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Aqua Products, Inc. v. Matal,  
Four Judges Would Have Affirmed PTAB 

• TARANTO, Prost, Chen, Hughes 

• the statute allowed the PTO to allocate the burden of persuasion to 

the patent owner (joined in part in other respects by Reyna and 

Dyk) (The statement at the beginning of the Taranto opinion 

“joined in part in other respects” allowed the O’Malley opinion 

to be a plurality.) 

• “PTO regulation assigns the burden of persuasion to the patent 

owner, 37 C.F.R. § 42.20(c), and Aqua Products has presented no 

sound argument against giving Chevron deference to that 

regulation.” 

• would have affirmed the PTAB's decision.  

 

• HUGHES, Chen  Two of those Four  Troubled by Multiplicity of 

Opinions 

• multiplicity of opinions deviates from the role as an appellate court 

to “provide clear rules.” 
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Aqua Products 

en banc 

• Summary of Holding 
 

• Vacated the original PTAB final written decision “insofar as it 

denied the patent owner's motion to amend.”  

 

• Remanded the case “for the Board to issue a final decision 

under §318(a) assessing the patentability of the proposed 

substitute claims without placing the burden of persuasion on 

the patent owner.”  

 

• Board was instructed to follow the same practice “in all 

pending IPRs unless and until the Director engages in notice and 

comment rule-making.” 
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POST-AQUA: PO Asking to File MtA 

Post-Aqua Even Though Deadline 

Passed 

• F5Networks v. Radware Ltd., IPR2017-00124, Paper 24 (P.T.A.B. 
Nov. 3, 2017) 

 

 PTAB: Granted request. 

 

― “After hearing from the parties, we determine that an 
opportunity for Patent Owner to file a motion to amend in this 
case, albeit belatedly, is warranted in light of the recent Aqua 
Products decision. Although Patent Owner’s deadline for filing 
a motion to amend has passed, and a motion to amend now 
will result in a compressed schedule, there still is 
approximately six months left in this proceeding and neither 
the parties nor the Board could have foreseen the timing of the 
Aqua Products decision.” 
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POST-AQUA: PO Asking for PTAB 

Understanding  
• Polygroup Ltd. v. Willis Electric Co., Ltd., IPR2016-01610, -01612, -

01613, -01615, -01616, -01617 

 Paper 63 (P.T.A.B. Oct. 31, 2017): PTAB granted PO request to file 

revised substitute claims in light of Aqua. Previous motion to amend 

submissions will be expunged.  

 Patent Owner MtA filed Nov. 1, 2017: 

 
― “This Motion is presented immediately following the Aqua Products Inc. v. Matal, 

872 F.3d 1290, at 1324 (Fed. Cir. 2017) decision. PO has carefully reviewed the 

Aqua Products decision as well as 35 USC 316 & 37 CFR §42.121, but in light of the 

fluidity of the instant motion practice and the lack of published intervening 

precedent or Rules by the Board, PO respectfully requests that should the Panel 

consider this submission facially insufficient under new precedent, the Panel 

exercise its discretion to allow supplementation. PO respectfully notes that the 

week after being granted the opportunity to provide this submission was a limited 

period during which to seek advance guidance from the Board regarding this 

submission.” 
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POST-AQUA: PO Arguing Patentability 

While Acknowledging Petitioner Has 

Burden 

• Boydstun Equipment Mfg., LLC v. Cottrell, Inc., IPR2017-

00962 

 

 Patent Owner MtA: “Petitioner bears the burden to show 

that substitute claims 9-16 are not patentable. Aqua 

Products, Inc. v. Matal, 872 F.3d 1290, 1296 (Fed. Cir. 

2017). Despite the burden, provided below is a 

description why the best art known to Patent Owner 

(Ruan, Boice, and Cottrell) do not teach or provide any 

motivation for any of the added limitations of claims 9-

16, individually or in combination.” 
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POST-AQUA: PO Arguing Patentability 

While Acknowledging Petitioner Has 

Burden 

• Ventex Co. Ltd. v. Columbia Sportswear North America, Inc., 

IPR2017-00789 (Oct. 18, 2017) 
 
 Patent Owner MtA: 

 
― “As discussed below, the proposed substitute claims satisfy the requisite showing for a 

motion to amend, i.e., they (1) “do not impermissibly enlarge the scope of the 

claims,” (2) “do not introduce new subject matter,” and (3) “respond to a ground of 

unpatentability involved in the trial,1” Aqua Products, Inc. v. Matal, Case No. 2015-

1177, 2017 U.S. App. LEXIS 19293, *26 (Fed. Cir. Oct. 4, 2017), citing 37 C.F.R. 

§41.121(a)(2). As such, the proposed substitute claims should be ‘entered into the 

proceeding’ and ‘assessed for patentability alongside the original instituted claims.’ 

See id. Subsequently, Petitioner bears the burden of proof with respect to these 

claims [see Id. at *5, **23-36], although as shown below, the proposed substitute 

claims do overcome the instituted grounds for rejection.  

 
― FN 1: The Federal Circuit has clarified that “respond to a ground of unpatentability” 

only requires that the motion to amend address one or more grounds in the IPR in 

order for the motion to amend to be granted and the proposed substitute claims be 

entered into the IPR—not that the Patent Owner must show that the proposed 

substitute claims substantively overcome the grounds.  
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POST-AQUA: PO Argued Only 

Burden of Production in MtA 

• Intel Corp. v. R2 Semiconductor, Inc., IPR2017-01123, Paper 23 

(Nov. 20, 2017) 

 
 Patent Owner MtA: “In Aqua Products, Inc. v. Joseph Matal et al., Case No. 

2015-1177 (Fed. Cir. Oct. 4, 2017) (en banc), the Federal Circuit held. . . 

it is the petitioner’s burden to prove unpatentability of the proposed 

amendments. Id. In a motion to amend, a patent owner need only satisfy 

its burden of production under 35 U.S.C. § 316(d) and 37 C.F.R. § 42.121. 

[i.e.,  …(1) ‘do not impermissibly enlarge the scope of the claims’; (2) 

present a ‘reasonable number of substitute claims’; (3) ‘do not introduce 

new subject matter’; and (4) ‘respond to a ground of unpatentability in 

the trial.’] PO has thus met its burden of production.”  
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POST-AQUA: PO Argued Patentable 

Regardless of Which Party Bears 

Burden 

• Ebay Inc. v. MasterObjects, Inc., IPR2017-00740, Oct. 23, 2017  

 

 Patent Owner MtA: “In Aqua Products, Inc. v. Joseph Matal, et al., United 
States Court of Appeals for the Federal Circuit Case No. 2015-1177, 
October 4, 2017, the Court decided in an en banc opinion that the burden 
of persuasion to establish that the proposed amendments are patentable 
no longer remains on the Patent Owner. Aqua Products, Inc., slip opinion at 
5-6 and 60. Instead, the burden of proving the unpatentability of the two 
(2) proposed substitute claims in this proceeding is on the Petitioner. Id. 
Moreover, the Board must consider the entirety of the record before it 
when assessing the patentability of amended claims under Section 318(a). 
Aqua Products, slip opinion at pp. 5-6 and 60-62. The Board must also 
justify any conclusions of unpatentability with respect to amended claims 
based on the entire record before it. Id. In this proceeding, Patent Owner 
submits that the proposed substitute claims are patentable regardless of 
which party has the burden of persuasion.” 
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POST-AQUA: Two Sets of Proposed 

Substitute Claims in Light of Dispute over 

PO Assertion of Priority to Parent Patent 

• Westinghouse Air Brake Tech. Corp. v. Siemens Industry, Inc., 
IPR2017-00580, Oct. 20, 2017 
 Patent Owner MtA: 

― PO filed two sets of proposed substitute claims, one if the challenged claims are 
entitled to parent patent priority date, one if not.   

 Priority dispute mean two sets of contingent substitute claims are a "reasonable 
number of substitute claims."   

 Both sets are narrowing, do not introduce new matter, have WD support, and are 
patentable. “ 

― “Due to the Federal Circuit’s recent en banc decision in Aqua Products, Inc. v. Matal, 
No. 2015-1177, 2017 WL 3499000 (Fed. Cir. Oct. 4, 2017) (en banc), Patent Owner 
understands that 35 U.S.C. § 316(e) places the burden of unpatentability squarely on 
Petitioner, including for the substitute claims here. Without prejudice to that 
understanding, Patent Owner still argues the patentability of the proposed claims 
over the cited Ruhland reference. Patent Owner reserves its right to argue the 
patentability of the proposed claims for any other reason or over any other additional 
prior art that Petitioner may assert in its Opposition to this Motion to Amend. 
Nevertheless, and to the extent the Board issues a precedential opinion or other 
guidance for patent owners on filing Motions to Amend, Patent Owner reserves its 
rights under the Aqua Products case and 35 U.S.C. § 316(e) to address that opinion or 
guidance." 
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POST-AQUA: PTAB Expunged (Without 

Prejudice) MtA Because PO Did Not 

Have Benefit of USPTO Guidance 

• Intel v. R2Semiconductor, IPR2017-00705; -00706, -00707, -00708, -

00123, -00124,  

 

 Motion to Amend filed Nov. 20  
― Complied with rules. 

― Also, "In view of Aqua Products, the burden of establishing the unpatentability 

of the amended claims has been placed on Petitioner. Aqua Products, slip op. at 

*5-6. Nevertheless, PO’s claim amendments overcome the asserted grounds of 

unpatentability."  

 PTAB (Paper 24, Nov. 24, 2017):  
― PO still needs to discuss details of its Motion to Amend with Board.  

― “[T]oday the Office released guidance on motions to amend in view of Aqua 

Products, Inc. v. Matal, 872 F.3d 1290 (Fed. Cir. 2017). See “Guidance on 

Motions to Amend in view of Aqua Products” (Nov. 21, 2017) … Because of the 

timing, Patent Owner did not have the benefit of this guidance prior to filing 

the Motion to Amend. Based on these considerations, we will expunge the 

Motion to Amend in each of these cases. 
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Impact Of Granted Substitute Claim(s) On 

Co-existing, Pending Litigation/USPTO 

Proceedings 

• May be asked to submit new briefs in light of Aqua. 
• See, e.g., Silver Peak Sys., Inc. v. Matal, No. 2015-2072 (Fed. Cir. Oct. 24, 

2017): “In light of this court’s en banc decision in Aqua Products, … the 

judgment of the Patent Trial and Appeal Board is vacated and this case is 

remanded to the Board for further proceedings consistent with Aqua.” 

 

• Patent Owner may want to request opportunity to submit new briefs 

in light of Aqua. 

• Parrot S.A. v. QFO Labs., Inc., IPR2016-01550, -01559, Paper 47 

(P.T.A.B. Oct. 19, 2017) 
― Conference call to discuss pending motions to amend in view of Aqua. 

― “After considering the parties’ positions and in order to keep the 

original date for the oral hearing, the panel authorizes 

additional briefing in accordance with the directions in the 

Order section below.” 

― No new substantive arguments appear to be required. 

― Briefs will replace those previously filed with respect to the 

motion to amend. 
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Intervening Rights Arising From 

Granted Substitute Claims 

• 35 U.S.C. § 318(c) provides that intervening rights have the same effect 

in IPRs as they do in reissues:  
• “Intervening rights.--Any proposed amended or new claim determined to be 

patentable and incorporated into a patent following an inter partes review 

under this chapter shall have the same effect as that specified in section 252 

for reissued patents . . . .” 35 U.S.C. § 318(c). 

 

• Note recent intervening rights case in context of reexamination, Presidio 

Components, Inc. v. American Technical Ceramics Corp., --F.3d-- (Fed. 

Cir. Nov. 21, 2017) 
• District court infringement action filed, then ATC sought ex parte 

reexamination. 

• Presidio amended the claims and a reexam certificate issued.  

• Presidio amended infringement complaint to include amended claims. 

• District court granted summary judgment on affirmative defense of absolute 

intervening rights barring damages for period prior to date reexam certificate 

issued.  

― amendments substantially changed the claim scope.  

• CAFC affirmed.  
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Intervening Rights Arising From 

Granted Substitute Claims 

• VirtualAgility Inc. v. Salesforce.com, Inc., 759 F.3d 1307 (Fed. Cir. 2014) 

reverses the district court’s order denying Defendants’ motion to stay a 

district court proceeding pending CBM review and takes Defendant’s argument 

about intervening rights into account: 

 

• “Defendants argue that claim amendments during CBM review may eliminate 

infringement arguments and give rise to intervening rights” in its discussion of 

whether Defendants have met the first two factors assessed for whether to grant a 

stay (namely: Simplification of Issues and Reduced Burden of Litigation).  

 

• “it is proper for us to consider the fact that [Plaintiff] filed a Motion to Amend [in 

the CBM] in our review of the district court's decision” because “Defendants did not 

waive the arguments regarding claim amendments” by not notifying the district court 

about Plaintiff’s “possible amendments” since Defendant “argued to the district 

court that claim amendments during PTAB review are a distinct possibility and, in 

doing so, gave VA an opportunity to respond to this argument below.” 
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District Court Also Considering 

Intervening Rights from Substitute Claims 

• Longitude Licensing Ltd. v. Apple Inc., No. 14-CV-04275-EDL, 2015 WL 

12778777, at *5 (N.D. Cal. Oct. 29, 2015) (“arguments in favor of the 

claims and claim amendments made during PTAB proceedings could 

constitute a basis for intervening rights, thus limiting damages for the 

claims that survive IPR.” )(granting stay) 

 

• See also, Rothschild Storage Retrieval Innovations, LLC v. Sony Mobile 

Commc'ns (U.S.A), Inc., No. 15-CV-00234-EDL, 2015 WL 13376730, at 

*3 (N.D. Cal. May 6, 2015); Evolutionary Intelligence LLC v. Yelp Inc., 

No. C-13-03587 DMR, 2013 WL 6672451, at *6 (N.D. Cal. Dec. 18, 

2013); Pi-Net Int'l, Inc. v. Focus Bus. Bank, No. C-12-4958-PSG, 2013 

WL 4475940, at *3 (N.D. Cal. Aug. 16, 2013), adhered to in part on 

reconsideration, No. C-12-4958 PSG, 2013 WL 5513333 (N.D. Cal. Oct. 

3, 2013). 
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Consider Keeping Continuation 

Application Pending To Eliminate Need for 

Motion to Amend at PTAB  

Tafas v. Doll, 559 F.3d 1345 (Fed. Cir. 2009) 

 

In re Bogese, 303 F.3d 1362 (Fed. Cir. 2002) 

 

Symbol Tech., Inc. v. Lemelson Medical, Educ. & Research 

Foundation, 422 F.3d 1378 (Fed. Cir. 2005) 

 

Take into account these cases admonishing against: “unreasonable 

and unexplained delay.” 
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Consider Keeping Continuation 

Application Pending (con’t) 

AC Dispensing Equipment, Inc. v. Prince Castle, LLC, IPR2014-00511, 

Paper (PTAB Oct. 17, 2014) 

• Petitioner requested permission to file a motion to stay the prosecution of 

the continuation patent application. 

• PTAB: Denied. 

― “Patent Owner will not be permitted to obtain in a patent any claims that are 

not patentably distinct from any claim that is canceled as a result of this 

proceeding. But whether any of the claims in the ’497 patent will be canceled 

is an issue that is not yet decided and will not necessarily be decided until a 

final written decision is entered in this case and appeals from it are 

exhausted. To bar Patent Owner from prosecuting claims now that may be 

patentably indistinct from the claims under review thus would be premature. 

It is sufficient, under the current circumstances, for Patent Owner to continue 

to take reasonable steps to apprise the Examiner of the status of this 

proceeding.” 
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Consider Keeping Continuation 

Application Pending (con’t) 

 Estoppel impact of a patent owner receiving an adverse FWD and how it 

would likely preclude seeking a claim in the continuation that is not 

patentably distinct from the claim determined to be unpatentable in 

the FWD. 

 

• 37 C.F.R. §42.73(d)(3): “(3) Patent applicant or owner. A patent applicant or 

owner is precluded from taking action inconsistent with the adverse 

judgment, including obtaining in any patent: 

― (i) A claim that is not patentably distinct from a finally refused or 

canceled claim; or 

― (ii) An amendment of a specification or of a drawing that was denied 

during the trial proceeding, but this provision does not apply to an 

application or patent that has a different written description. 
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Considerations for Drafting and Prosecuting 

Claims that will Withstand Attack in PTAB or 

District Court 

• Solid evidentiary showings and/or possibly declarations, in addition to 

on-point legal arguments, may help to develop strong patentability 

records.  
― Consider declarations supporting §112 positions (written description and 

enablement) and §103 positions (nonobviousness). 

 

• Prudently establishing such records during prosecution could support 

Patent Owner's efforts to persuade the PTAB that Petitioner does not 

have a “reasonable likelihood” of success and thus achieve denial of 

institution. 

 

• Consider Therasense 

  Careful thought and planning to minimize chances of Patent Owner losing 

on inequitable conduct or unclean hands in District Court.  
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Declarations 

• Declarations submitted during prosecution need to be strong. The PTAB 

has found that defective declarations relied on for patentability during 

prosecution can form an independent basis for instituting an IPR.  

 

• K-40 Electronics, LLC v. Escort, Inc., IPR2013-00203, Paper 6 (PTAB 

Aug. 29, 2013) 

 

― Board reviewed a § 1.131 declaration from the prosecution, 

found it deficient, and reapplied the prior art the declaration 

had antedated, instituting the IPR.  

 

― Case also had live testimony from inventor at oral hearing.  

― One might want declarations from the inventor during prosecution 

that can then by referred to by the Patent Owner in the optional 

Preliminary Response (POPR) to try to ward off institution. 
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• Build literal infringement by use of functional discussions, in 

addition to structural embodiments. 

 

• Full range of fully-supported claims. 

 Cascading disclosure from generic description down to narrower 

embodiments. 

Drafting and Prosecuting 

to Minimize Need for Motion to Amend 
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Even If Filing a Motion To Amend, Still Should 

Substantively Argue Patentability In POR 

Patent Owners get caught when requesting cancellation of 

claims and allowance of substitute claims without arguing 

patentability of original challenged claims. 

 

Why? Request to cancel is granted and request to allow 

substitute claims is usually denied, leaving Patent Owner 

with no claims. 

 

This dynamic may change after Aqua Products.  
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Post-Aqua Guidance from the 

USPTO 

• Issued as Memo from Chief Patent Judge Ruschke on 

Nov. 21, 2017. 

 

• “In light of the Aqua Products decision, the Board 

will not place the burden of persuasion on a patent 

owner with respect to the patentability of 

substitute claims presented in a motion to amend.” 
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Post-Aqua Guidance from the 

USPTO (con’t)  

 

• “In light of the Aqua Products decision, the Board will not 

place the burden of persuasion on a patent owner with respect 

to the patentability of substitute claims presented in a motion 

to amend. Rather, if a patent owner files a motion to amend 

(or has one pending) and that motion meets the requirements 

of 35 U.S.C. § 316(d) (i.e., proposes a reasonable number of 

substitute claims, and the substitute claims do not enlarge 

scope of the original claims of the patent or introduce new 

matter), the Board will proceed to determine whether the 

substitute claims are unpatentable by a preponderance of the 

evidence based on the entirety of the record, including any 

opposition made by the petitioner.” 
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Post-Aqua Guidance from the 

USPTO (con’t) 

• “Beyond that change, generally speaking, practice and 

procedure before the Board will not change. For example, a 

patent owner still must meet the requirements for a motion to 

amend under 37 C.F.R. § 42.121 or § 42.221, as applicable. 

That is, a motion to amend must set forth written description 

support and support for the benefit of a filing date in relation 

to each substitute claim, and respond to grounds of 

unpatentability involved in the trial. Likewise, under 37 C.F.R. 

§ 42.11, all parties have a duty of candor, which includes a 

patent owner’s duty to disclose to the Board information that 

the patent owner is aware of that is material to the 

patentability of substitute claims, if such information is not 

already of record in the case.”  

 

67 



Post-Aqua Guidance from the 

USPTO (con’t)  

 

• “Thus, for example, if the entirety of the 

evidence of record before the Board is in 

equipoise as to the unpatentability of one or 

more substitute claims, the Board will grant 

the motion to amend with respect to such 

claims, and the Office will issue a certificate 

incorporating those claims into the patent at 

issue.” 
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Post-Aqua Guidance from the 

USPTO (con’t)  

 

• “The Board’s standard Scheduling Order will remain the same 

in that a patent owner may file a motion to amend the claims 

of the challenged patent, in accordance with 37 C.F.R. § 

42.121 or § 42.221, on Due Date 1. A patent owner also must 

continue to confer with the Board before filing a motion to 

amend. See 37 C.F.R. §§ 42.121(a), 42.221(a).” 

 

• For “any party in a matter involving a pending motion to 

amend …the party may contact the Board to arrange a 

conference call. …During such a call, any party may request 

briefing changes or additional briefing. The Board generally 

will permit supplemental briefing regarding the patentability 

of substitute claims proposed in a motion to amend, if 

requested.” 
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Standing Order on Remand  

• If case is remanded from the Federal Circuit, for example, for 

consideration under Aqua, PTAB STANDARD OPERATING PROCEDURE 9 (SOP 

9) will apply too.  

 

• SOP 9, Procedure for Decisions Remanded from the Federal Circuit for 

Further Proceedings 
 Goal to issue decisions on remanded decisions within 6 months of FC judgment 

made final. 

 

 Chief Judge and Deputy Chief Judge to discuss case with panel within 30 days 

of receiving notice of the FC’s decision. Chief Judge may expand panel.  

 

 App. 1 – Guidance for panels 

 App. 2 – Guidance for parties (process may vary depending on, inter alia, type 

of case and issues presented).  
― Parties contact Board within 10 days after mandate issues to arrange teleconference to occur within first month 

after the mandate.. 

― Before teleconference, parties meet and make good faith attempt to propose procedure on remand,. 

 

 Potential decisions: additional briefing, additional evidence, additional oral 

argument. 
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Standing Order on Remand (con’t) 

• SOP9 Examples of common remand scenarios: 
 Erroneous claim construction; 

 Failure to properly consider evidence; 

 Failure to adequately explain reasoning; 

 Erroneous application of the law; 

 Lack of due process of denial of procedural rights under the APA; 

 Failure to properly consider the arguments before the Board, such as 

misapprehending arguments, overlooking arguments, improperly 

considering arguments that were untimely raised, or improperly 

considering timely arguments as untimely.  

 

• “[A]bsent good cause, proceedings on remand generally will 

not be stayed once the Federal Circuit has issued its mandate, 

even when a party has petitioned the Supreme Court for a writ 

of certiorari.” 
 Party can request authorization to file motion to stay remand 

proceedings.  

 In Aqua Prods. v. Matal, CAFC mandate issued to USPTO on Nov. 27, 2017.  
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Will There Be More  

Motions to Amend Filed? Granted? 

• Denials for patent owner's failure to meet its burden of 

production won’t change.  
 

 2017 PTAB data, PTAB Judicial Conference June 29, 2017, slide 20  

 

― Most motions to amend denied based on statutory reasons: 
 §§102/103 [anticipated/obvious over art of record] (40%) 

 multiple statutory reasons (23%) 

 §101[non-statutory subject matter] (6%) 

 §112(a) [written description] (6%) 

 §112(a) enablement] (2%) 

 §112(b) [indefiniteness] (1%) 

 §316(d)(3) [enlarged scope] (6%) 

 §316(d)(1)(B) [unreasonable number of substitute claims] (1%) 

― 14% denied for procedural reasons 

 
Source: 

https://www.uspto.gov/sites/default/files/documents/PTAB%20Judicial%20Conference%20June%2029%20

2017.pdf 

PO must show 
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Will the USPTO Go Through Formal Rule-

Making Possibly Explicitly Placing The Burden 

On The Patent Owner To Show Patentability Of 

Proposed Substitute Claim(s)? 

• Maybe but unlikely until a new Director is confirmed.  

 

• If so, may not be finalized for about 2 years.  

 

• But even those rules still may not pass Federal Circuit scrutiny. 
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What Will Be Important To 

Watch For In Days Ahead? 

• Status of Chevron deference in light of U.S. Supreme Court treatment 

in SAS Institute Inc. v. Matal (cert. granted May 22, 2017, oral hearing 

Nov. 27, 2017). 

 

• Constitutionality of AIA post-grant proceedings in light of pending Oil 

States Energy Services LLC v. Greene’s Energy Group LLC (cert. 

granted June 12, 2017, oral hearing Nov. 27, 2017). 

 

• Whether an en banc panel of the Federal Circuit will overrule the 

Federal Circuit’s decision in Achates v. Apple, and hold that judicial 

review is available for a patent owner to challenge the PTAB’s 

determination that petitioner satisfied the timeliness requirement of 

35 USC 315(b), Wi-Fi One, LLC v. Broadcom Corp., 851 F.3d 1241 (Fed. 

Cir. 2017)  (en banc oral argument held May 5, 2017). 
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Statute 

§ 316. Conduct of inter partes review 
 

• d) AMENDMENT OF THE PATENT.— [Requirements the patent owner must meet] 
― (1) IN GENERAL.—During an inter partes review instituted under this chapter, 

the patent owner may file 1 motion to amend the patent in 1 or more of the 

following ways: 
― (A) Cancel any challenged patent claim.  

― (B) For each challenged claim, propose a reasonable number of substitute claims. 

― (2) ADDITIONAL MOTIONS.—Additional motions to amend may be permitted upon 

the joint request of the petitioner and the patent owner to materially advance 

the settlement of a proceeding under section 317, or as permitted by 

regulations prescribed by the Director. 

― (3) SCOPE OF CLAIMS.—An amendment under this subsection may not enlarge 

the scope of the claims of the patent or introduce new matter. 

 

• (e) EVIDENTIARY STANDARDS.—In an inter partes review instituted under this 

chapter, the petitioner shall have the burden of proving a proposition of 

unpatentability by a preponderance of the evidence. .— [Requirements the 

petitioner must meet; not restricted to originally challenged claims.] 
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Regulations 

§ 42.20 Generally. 
a) Relief. Relief, other than a petition requesting the institution of a trial, must be requested in 

the form of a motion. 

b) Prior authorization. A motion will not be entered without Board authorization. Authorization 

may be provided in an order of general applicability or during the proceeding. 

c) Burden of proof. The moving party has the burden of proof to establish that it is entitled to 

the requested relief. 

d) Briefing. The Board may order briefing on any issue involved in the trial. 

 

§ 42.22 Content of petitions and motions. 
a) Each petition or motion must be filed as a separate paper and must include:  

1) A statement of the precise relief requested; and  

2) A full statement of the reasons for the relief requested, including a detailed explanation of the 

significance of the evidence including material facts, and the governing law, rules, and 

precedent.  

b) Relief requested. Where a rule in part 1 of this title ordinarily governs the relief sought, the 

petition or motion must make any showings required under that rule in addition to any 

showings required in this part.  

c)  Statement of material facts. ….  

d) The Board may order additional showings or explanations as a condition for authorizing a 

motion (see § 42.20(b)).  

 

76 



Regulations 

37 C.F.R. 42.121 

 

• (a) Motion to amend. A patent owner may file one motion to amend a patent, 

but only after conferring with the Board. 

― … 

― (2) Scope. A motion to amend may be denied where: 

― (i) The amendment does not respond to a ground of unpatentability 

involved in the trial; or 

― (ii) The amendment seeks to enlarge the scope of the claims of the patent 

or introduce new subject matter. 

― (3) A reasonable number of substitute claims. A motion to amend may 

cancel a challenged claim or propose a reasonable number of 

substitute claims. 
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Thank You! 

Contact Information: 
 
Barbara Clarke McCurdy 

barbara.mccurdy@finnegan.com 

202.408.4047 

 

J. Derek McCorquindale 

derek.mccorquindale@finnegan.com 

571.203.2768 

 

Tom Irving 

tom.irving@finnegan.com 

https://twitter.com/JediMasterMixer 

202.408.4082 
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